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Plaintiff-Appellee Microsoft Corporation (“Microsoft”) hereby 

moves this Court pursuant to FRAP 27 and Fed. Cir. R. 27(f) to transfer 

the appeal of Defendants-Appellants General Instrument Corporation, 

Motorola Mobility LLC, and Motorola, Inc. (“Motorola”) to the Court of 

Appeals for the Ninth Circuit because this Court lacks appellate 

jurisdiction.  See 28 U.S.C. § 1631.  On an interlocutory appeal in 

September 2012, the Ninth Circuit ruled that it, not this Court, has 

exclusive appellate jurisdiction over this breach of contract case.  That 

ruling is law of the case, was correct, and fully warrants the transfer of 

this appeal. 

BACKGROUND 

A. The Ninth Circuit Ruled That It, Not This Court, Has 
Appellate Jurisdiction Over This Case. 

Microsoft’s complaint, filed November 9, 2010, set forth causes of 

action for breach of contract and related state-law claims, invoking 

diversity jurisdiction and seeking damages and other relief.  Ex. A, Dkt. 

No. 1 (Complaint) ¶¶ 19, 74–95.  Microsoft filed an amended complaint 

on February 23, 2011, adding factual allegations concerning the breach 

claim.  Ex. B, Dkt. No. 53 (Amended Complaint)  ¶¶ 80–102.  Microsoft’s 

claims concern Motorola’s breach of its contractual obligations to make 
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 2 

licenses to its standard-essential patents available on reasonable and 

non-discriminatory (“RAND”) terms on a worldwide basis.   

In 2011, while this case was pending in the district court, 

Motorola filed new lawsuits Germany, invoked German standard-

essential patents, and sought an injunction in Germany barring sales of 

Microsoft’s products before the U.S. district court could adjudicate 

Microsoft’s breach claim.  In March 2012, the district court granted 

Microsoft’s motion for a preliminary injunction barring Motorola from 

enforcing any injunction it might obtain in Germany, because whether 

Motorola’s worldwide RAND commitments constrained Motorola’s 

conduct as a matter of contract was already being adjudicated in the 

U.S. district court.   

Motorola appealed the preliminary injunction to the Ninth 

Circuit.  In its jurisdictional statement, Motorola accurately explained 

that “[b]ecause Microsoft’s complaint is pleaded in terms of contractual 

rather than patent rights, this appeal is properly brought before this 

Court and not the Federal Circuit.”  Ex. C (Excerpt of Motorola’s 

Opening 9th Cir. Br.) at 2.  The Ninth Circuit agreed: 

The Federal Circuit has jurisdiction over an 
interlocutory appeal only if it would have 
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jurisdiction over a final appeal in the case under 
28 U.S.C. § 1295. 28 U.S.C. § 1292(c)(1). 
Microsoft’s complaint sounds in contract and 
invokes the district court’s diversity jurisdiction 
under 28 U.S.C. § 1332. We therefore have 
jurisdiction over this interlocutory appeal under 
28 U.S.C. § 1292(a)(1). 

Microsoft Corp. v. Motorola, Inc., 696 F.3d 872, 881 (9th Cir. 2012).  As 

to the merits, the Ninth Circuit rejected Motorola’s arguments and 

affirmed the preliminary injunction, and in so doing held: 

The district court’s conclusions that Motorola's 
RAND declarations to the ITU created a contract 
enforceable by Microsoft as a third-party 
beneficiary (which Motorola concedes), and that 
this contract governs in some way what actions 
Motorola may take to enforce its ITU standard-
essential patents (including the patents at issue 
in the German suit), were not legally erroneous. 

Id. at 884. 

B. Resolution Of Microsoft’s Breach Of Contract Claim. 

Following entry of the preliminary injunction, and by consent of 

the parties, the district court resolved Microsoft’ s breach of contract 

claim in two phases.  First, the district court conducted a bench trial in 

November 2012 to determine, in light of Motorola’s contractual 

commitments, the appropriate RAND royalties for two sets of U.S. and 

foreign patents that Motorola claimed were essential to two standards.  
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The court issued its findings and conclusions from the bench trial in 

April 2013.  Second, the district court conducted a jury trial on 

Microsoft’s breach claim, which ended with a verdict in Microsoft’s favor 

on September 4, 2013.  On November 12, 2013, the district court 

entered partial final judgment pursuant to Fed. R. Civ. P. 54(b) on 

Microsoft’s breach of contract claim. 

Although Motorola previously recognized and indeed argued to  

the Ninth Circuit that it has exclusive appellate jurisdiction in this 

case, and the Ninth Circuit agreed, Motorola nonetheless now engages 

in blatant forum-shopping by noticing its second appeal to this Court, 

evidently concluding that a second appeal to the Ninth Circuit would 

likely produce the same result as the first.  This Court should reject 

Motorola’s ploy and transfer the appeal to where it belongs. 

ARGUMENT 

In the first appeal in this case, the Ninth Circuit flatly rejected 

Motorola’s merits arguments in the context of the preliminary 

injunction.  A jury has now decided that Motorola breached the very 

RAND commitments the Ninth Circuit held are enforceable contracts.  

Motorola’s attempt to appeal that determination to this Court is 
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transparent and impermissible forum-shopping.  Only one Court of 

Appeals has jurisdiction in this case, and it is the Ninth Circuit, as has 

already been determined in this very case.  Motorola’s attempt to evade 

that prior, binding determination which it urged the Ninth Circuit to 

adopt, should be rejected, and this Court should transfer this appeal. 

Even apart from law of the case, it is clear that Motorola has 

appealed to the wrong Court.  This Court has jurisdiction over appeals 

from a district court “if the jurisdiction of that court was based, in whole 

or in part, on section 1338.”  28 U.S.C. § 1295(a)(1) (2006).1  Under the 

“well-pleaded-complaint rule,” Holmes Group, Inc. v. Vornado Air 

Circulation Sys., Inc., 535 U.S. 826, 830 (2002), this Court’s appellate 

jurisdiction extends: 

only to those cases in which a well-pleaded 
complaint establishes either that federal patent 
law creates the cause of action or that the 
plaintiff’s right to relief necessarily depends on 
resolution of a substantial question of federal 
patent law, in that patent law is a necessary 
element of one of the well-pleaded claims. 

Christianson v. Colt Indus. Operating Corp., 486 U.S. 800, 809 (1988).   

                                           
1  Microsoft’s complaint was filed before the enactment of the America 
Invents Act (“AIA”), so the previous version of § 1295 applies.  See 
Wawrzynski v. H.J. Heinz Co., 728 F.3d 1374, 1377–78 (2013). 
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Few state-law claims are properly within the appellate 

jurisdiction of this Court.  Gunn v. Minton, 133 S. Ct. 1059, 1065 (2013).  

“[F]ederal jurisdiction over a state law claim will lie if a federal issue is: 

(1) necessarily raised, (2) actually disputed, (3) substantial, and (4) 

capable of resolution in federal court without disrupting the federal-

state balance approved by Congress.”  Id.  “[F]act-bound and situation-

specific effects are not sufficient to establish federal arising under 

jurisdiction.”  Id. at 1068 (quotation marks omitted).   

I. The Ninth Circuit’s Ruling That It Has Appellate 
Jurisdiction Is Law Of The Case. 

The Ninth Circuit ruled in September 2012 that it has appellate 

jurisdiction over this breach of contract case, explicitly acknowledging 

the scope of this Court’s appellate jurisdiction, but finding that 

Microsoft’s case did not fall within it.  Microsoft, 696 F.3d at 881.  The 

law of the case doctrine “posits that when a court decides upon a rule of 

law, that decision should continue to govern the same issues in 

subsequent stages in the same case.”  Arizona v. California, 460 U.S. 

605, 618 (1983).  The law of the case doctrine “applies as much to the 

decisions of a coordinate court in the same case as to a court’s own 

decisions.”  Christianson, 486 U.S. at 816.  Because the Ninth Circuit 
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was the “first to decide the jurisdictional issue,” the law of this case is 

that the Ninth Circuit has appellate jurisdiction.  Id. at 817. 

In Christianson, both this Court and the Seventh Circuit decided 

that the other had jurisdiction over an appeal, resulting in successive 

transfers.  In resolving the dispute, the Supreme Court observed that 

the policies underlying the law of the case doctrine “apply with even 

greater force to transfer decisions,” including those on jurisdictional 

grounds, “than to decisions of substantive law; transferee courts that 

feel entirely free to revisit transfer decisions of a coordinate court 

threaten to send litigants into a vicious circle of litigation.”  Id.   

All of the concerns the Supreme Court identified in Christianson 

are on full display here.  Motorola’s attempt to seek review in a 

different appellate court after losing its first appeal demands strict 

application of law of the case, especially because Motorola would 

undoubtedly urge this Court to revisit issues Motorola already lost in 

the Ninth Circuit, including the holding that its RAND commitments 

are contracts enforceable by Microsoft as a third-party beneficiary.  See 

Microsoft, 696 F.3d at 878, 884–85.  Motorola chose not to seek review 
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of the Ninth Circuit’s ruling by the Supreme Court, and it cannot now 

obtain review of that decision by improperly filing an appeal here. 

The Supreme Court in Christianson made clear that deviations 

from law of the case on appellate jurisdiction questions “should 

necessarily be exceptional,” and that “as a rule courts should be loathe 

to do so in the absence of extraordinary circumstances such as where 

the initial decision was ‘clearly erroneous and would work a manifest 

injustice.’”  486 U.S. at 819, 817.  Such circumstances are entirely 

absent here:  the Ninth Circuit’s ruling is clearly correct in light of 

Microsoft’s complaint, and directing Motorola to lodge its appeal in the 

appropriate regional circuit—to which it has already appealed once—

could not possibly work any “manifest injustice.” 

Even if appellate jurisdiction presented a close question—and as 

explained below, it does not—the Supreme Court has addressed that 

precise circumstance and, applying the “clearly erroneous” standard, 

held that appellate courts facing rulings from coordinate courts on close 

questions of appellate jurisdiction should “adher[e] strictly to principles 

of law of the case” because “close questions, by definition, never have 

clearly correct answers.”  Id. at 819.  The Ninth Circuit’s ruling is more 
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than  “plausible” (it is entirely correct), so this Court’s “jurisdictional 

inquiry is at an end,” and this appeal must be transferred.  Id. 

II. Microsoft’s Complaint Provides No Basis For Federal 
Circuit Jurisdiction. 

Even if it were appropriate for this Court to consider the issue 

anew, the result would be the same.  Evaluation of this Court’s 

appellate jurisdiction begins and ends with Microsoft’s complaint.  

Holmes Group, 535 U.S. at 830.  Federal patent law does not create any 

of the causes of action asserted in Microsoft’s complaint—breach of 

contract, promissory estoppel, waiver, and a declaratory judgment that 

Motorola’s license offers did not comply with its contractual obligations.  

Accordingly, the sole question is whether Microsoft’s “right to relief 

necessarily depends on resolution of a substantial question of federal 

patent law, in that patent law is a necessary element of one of the well-

pleaded claims.”  Christianson, 486 U.S. at 809.  The answer to that 

question is “no.” 

A. Microsoft’s Breach Of Contract Claim Does Not 
Depend On Any Substantial Question of Patent Law. 

Microsoft’s breach of contract claim concerns Motorola’s refusal to 

abide by its contractual commitments to make licenses to its standard-

essential patents available on RAND terms.  Although the parties’ 
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dispute generally relates to patents, “the mere presence of a patent as 

relevant evidence to a claim does not by itself present a substantial 

issue of patent law.”  Lab. Corp. of Am. Holdings v. Metabolite Labs., 

Inc., 599 F.3d 1277, 1284 (Fed. Cir. 2010).  See ClearPlay, Inc. v. 

Abecassis, 602 F.3d 1364, 1369 (Fed. Cir. 2010) (“It is not enough that 

patent law issues are in the air.  Instead, resolution of a patent law 

issue must be necessary to every theory of relief under at least one claim 

in the plaintiff’s complaint.”) (emphasis added).  Because on the face of 

Microsoft’s complaint there are multiple “reasons completely unrelated 

to the provisions and purposes of” the patent laws why Microsoft “may 

or may not be entitled to the relief it seeks,” Microsoft’s breach claim 

does not arise under the patent laws.  Christianson, 486 U.S. at 810. 

For example, Microsoft was entitled to relief on the theory that 

Motorola breached the duty of good faith and fair dealing inherent in its 

contracts by pursuing injunctions on standard-essential patents in 

these specific circumstances—and Microsoft prevailed on that theory.  

Ex. D, Dkt. No. 909 (Verdict Form) at 3.  Motorola sent sham offer 

letters, Microsoft filed suit to enforce Motorola’s RAND commitments, 

and Motorola retaliated by filing lawsuits elsewhere seeking injunctions 

Case: 14-1089      Document: 10-1     Page: 11     Filed: 11/21/2013 (11 of 110)



 11 

against Microsoft’s standard-compliant products.  Further, Motorola 

went to great lengths to try to obtain those injunctions before the 

district court could rule on Microsoft’s breach claim.  No patent law 

issue is presented by this theory because it concerns Motorola’s conduct 

in context and in light of its contractual commitments, not application 

of general principles concerning patent injunctions or evaluation of the 

merits of Motorola’s suits. 

Further, one of Motorola’s key injunction actions was brought in 

Germany, under German patent law.  Microsoft prevailed in the district 

court on the specific theory that Motorola’s pursuit of an injunction in 

Germany was a breach, as demonstrated by the jury’s award of 

damages for the injuries incurred there.  Ex. D at 2.  Conduct in 

Germany, even if based on German patent law, cannot make a case 

arise under U.S. patent law.  That same principle applies more broadly 

to Microsoft’s breach claim—Motorola’s RAND obligations are 

worldwide, and its sham offer letters purported to offer licenses to 

Motorola’s worldwide portfolio of standard-essential patents.  Microsoft 

was entitled to prevail on its breach claim on the theory that Motorola’s 

conduct as to its foreign patents breached its contract, regardless of any 
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conduct related to U.S. patents.  That claim does not require resolution 

of any issue of U.S. patent law. 

Even as to U.S. patents, Microsoft’s breach of contract claim is a 

dispute in which infringement and validity are not necessary, or even 

relevant, inquiries.  This Court has repeatedly held that it lacks 

appellate jurisdiction over such state law disputes relating to patents 

because adjudicating them does not require adjudicating substantial 

issues of patent law.2  Determining whether Motorola breached its 

contract has nothing to do with whether particular products infringe 

particular patents.  In fact, for purposes of resolving the breach claim, 

the parties did not ask the district court or jury whether Motorola’s 

patents were valid and actually essential to the standards.  As 

Microsoft stated unequivocally in its complaint: 

                                           
2 See Bonzel v. Pfizer, Inc., 439 F.3d 1358, 1363 (Fed. Cir. 2006) (no 
appellate jurisdiction over complaint for specific performance of a 
patent license); Bd. of Regents, Univ. of Tex. v. Nippon Tel. & Tel. Corp., 
414 F.3d 1358, 1364 (Fed. Cir. 2005) (collecting cases involving patents 
that did not arise under patent law); Ballard Med. Prods. v. Wright, 823 
F.2d 527, 530 (Fed. Cir. 1987) (“The scope of a licensed patent may 
control the scope of a license agreement, but that rule of contract law 
cannot possibly convert a suit for breach of contract into one ‘arising 
under’ the patent laws.”). 
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Motorola’s breach of its commitments does not 
depend on whether any Motorola patents which 
Motorola has identified in relation to standards 
are, in fact, “essential” to practicing those 
standards, whether those standards can be 
practiced in ways that do not infringe the 
identified Motorola patents or whether Microsoft 
has infringed any valid Motorola patents. 
Because Motorola promised that it would license 
any such patents on reasonable and non-
discriminatory terms, companies that rely on 
those commitments are entitled to avoid 
becoming embroiled in patent controversies and 
to receive the benefit of an offer of a reasonable 
and non-discriminatory license. 

Ex. A ¶ 8.3 

Accordingly, the district court treated Motorola’s patents as 

essential to the standards, and focused on the significance of Motorola’s 

contribution to the standards and whether alternatives could have been 

implemented in the standards instead.  At no point did the court or jury 

determine, or need to determine, that Microsoft did or did not infringe a 

Motorola patent or whether any Motorola patent was valid or invalid.  

Similarly, while the district court’s determination may have touched on 

patent damages concepts, it did so only by analogy, and no patent 

                                           
3  For this reason, U.S. Valves, Inc. v. Dray, 212 F.3d 1368, 1372 (Fed. 
Cir. 2000), where a breach of contract claim required a determination of 
whether certain products infringed patents, has no application here.   
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damages issues were decided, nor were patent damages awarded.  The 

district court did not determine a “reasonable royalty” under 35 U.S.C. 

§ 284; it determined an element of Motorola’s contractual RAND 

obligation—the RAND royalty. 

Finally, even if the district court’s decision to make a RAND 

royalty determination on its way to resolving Microsoft’s breach claim 

had resulted in the court addressing patent law issues (and it did not), 

as established above Microsoft could and did prevail on other breach 

theories that did not involve patent law issues at all.  Moreover, 

jurisdiction is defined solely by Microsoft’s complaint, not by the 

particular path taken by the court and parties.  Unless resolving 

Microsoft’s claim as pleaded necessarily required resolving disputed, 

substantial patent law issues (and it did not) this Court lacks 

jurisdiction. 

B. Microsoft’s Other Claims Do Not Depend On Any 
Question Of Patent Law. 

Microsoft’s promissory estoppel claim alleges that Motorola made 

RAND commitments intending to induce reliance by developers of 

standard-compliant products, including Microsoft, and that Motorola is 

estopped from reneging on its promises to make licenses to those 
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patents available on RAND terms.  Ex. A ¶¶ 82–87.  Whether Motorola 

actually holds essential patents is immaterial, and the promissory 

estoppel claim depends on no issues of patent law. 

Microsoft’s waiver claim alleges that Motorola waived any right to 

compensation for its standard-essential patents other than on RAND 

terms.  Ex. A ¶¶ 89–91.  The waiver claim concerns the scope of 

Motorola’s contractual relinquishment of rights, and the district court 

held it is cumulative of Microsoft’s other claims (Ex. E, Dkt. No. 66 

(June 1, 2011 Order) at 7–8), so it also depends on no issues of patent 

law. 

Finally, Microsoft sought a declaratory judgment that “Motorola 

has not offered license terms to Microsoft conforming to applicable legal 

requirements.”  Ex. A ¶ 95.  Microsoft’s declaratory judgment claim is a 

simply variant of its breach of contract claim, as the district court ruled 

in dismissing it:  “Requests for declaratory judgment orders that merely 

impose the remedies provided for in other claims are duplicative and 

may be dismissed on that basis.”  Ex. E at 8–9.  Accordingly, the 

declaratory judgment claim likewise does not depend on patent law. 
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III. Consolidation Does Not Affect Appellate Jurisdiction. 

Motorola cannot resort to the consolidation of a patent 

infringement case with this case as a vehicle to forum-shop.  

Consolidation “does not merge the suits into a single cause, or change 

the rights of the parties,” Johnson v. Manhattan Ry., 289 U.S. 479, 496–

97 (1933), and accordingly cannot affect whether Microsoft’s well-

pleaded complaint arises under the patent laws.   

A. Motorola’s Patent Infringement Case. 

On November 10, 2010, one day after Microsoft filed its breach of 

contract case, Motorola filed a patent infringement case in Wisconsin, 

alleging that Microsoft infringed certain standard-essential patents.  

The case was transferred to the Western District of Washington in 

February 2011, and in June 2011 the district court consolidated it with 

Microsoft’s breach of contract case, observing “that the essential facts 

are not so intertwined and logically connected that considerations of 

judicial economy and fairness dictate that the issues be resolved in one 

lawsuit,” but determined that consolidation was appropriate in the 

interests of judicial economy.  Id. at 11.  Motorola’s patent infringement 

claims have been stayed since July 2012. 
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B. Consolidation Is A Procedural Vehicle That Affects No 
Substantive Rights. 

The Supreme Court has held that “consolidation is permitted as a 

matter of convenience and economy in administration, but does not 

merge the suits into a single cause, or change the rights of the parties, 

or make those who are parties in one suit parties in another.”  Johnson, 

289 U.S. at 496–97.  In the jurisdictional context, consolidation is of no 

consequence.  Consolidation “does not cause one civil action to emerge 

from two” for jurisdictional purposes; “the actions do not lose their 

separate identity.”  McKenzie v. United States, 678 F.2d 571, 574 (5th 

Cir. 1982).  Indeed, “while a consolidation order may result in a single 

unit of litigation, such an order does not create a single case for 

jurisdictional purposes.”  Cella v. Togum Constructeur Ensembleier en 

Industrie Alimentaire, 173 F.3d 909, 913 (3d Cir. 1999). 

While some decisions have suggested that consolidation of any 

case with a patent case provides this Court with jurisdiction, those 

decisions have been undermined by the Supreme Court’s decision in 

Holmes Group.  In Holmes Group, the Court held this Court’s 

jurisdiction turned solely on the face of the complaint and that a non-

Case: 14-1089      Document: 10-1     Page: 18     Filed: 11/21/2013 (18 of 110)



 18 

patent case cannot be transformed into a patent case by a defendant’s 

counterclaims:   

Allowing a counterclaim to establish “arising 
under” jurisdiction would also contravene the 
longstanding policies underlying our precedents. 
First, since the plaintiff is “the master of the 
complaint,” the well-pleaded-complaint rule 
enables him, “by eschewing claims based on 
federal law . . . to have the cause heard in state 
court.”  [Citation].  The rule proposed by 
respondent, in contrast, would leave acceptance 
or rejection of a state forum to the master of the 
counterclaim.  It would allow a defendant to 
remove a case brought in state court under state 
law, thereby defeating a plaintiff's choice of 
forum, simply by raising a federal counterclaim. 
…  And finally, allowing responsive pleadings by 
the defendant to establish “arising under” 
jurisdiction would undermine the clarity and ease 
of administration of the well-pleaded-complaint 
doctrine, which serves as a “quick rule of thumb” 
for resolving jurisdictional conflicts. 

535 U.S. at 831–32.  Because the plaintiff is “the master of the 

complaint,” it follows that a defendant cannot transform a plaintiff’s 

non-patent case into a patent case by filing a separate patent action and 

persuading the district judge to consolidate the cases. 

In In re Innotron Diagnostics, 800 F.2d 1077 (Fed. Cir. 1986), a 

pre-Holmes Group case, an antitrust suit was consolidated with a 

patent infringement suit, and in assessing its jurisdiction, this Court 
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held that “this is one lawsuit,” and that, “therefore, jurisdiction of the 

entire consolidated case was based ‘in part’ on 28 U.S.C. 1338(a).”  Id. at 

1080.  Innotron did not survive Holmes Group’s delineation of this 

Court’s jurisdictional grant, because Innotron expressly turned on the 

parity between consolidation and counterclaims:  “The district court’s 

consolidation of the cases produced the same status as that which would 

have obtained if Abbott had filed its patent claim as a counterclaim.”  

800 F.2d at 1080 (emphasis added).  Holmes Group squarely held that a 

defendant’s filing of a “patent claim as a counterclaim” does not create 

jurisdiction in this Court where the plaintiff’s complaint standing alone 

did not.4  To maintain parity between consolidation and counterclaims 

after Holmes Group, consolidation cannot affect appellate jurisdiction.5 

                                           
4 For this reason, apart from whether it can be reconciled with Holmes 
Group,  CytoLogix Corp. v. Ventana Med. Sys., Inc., 513 F.3d 271 (1st 
Cir. 2008) (per curiam), finding that the plaintiff’s appeal to the Federal 
Circuit had precedence over the plaintiff’s appeal to the First Circuit 
where plaintiff’s antitrust and patent cases were tried together, is 
inapplicable here. 

5 Consolidation occurred long before the injunction proceedings in the 
district court and long before Motorola appealed the injunction to the 
Ninth Circuit, and the Ninth Circuit, as urged by Motorola, held that it 
had jurisdiction. 
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CONCLUSION 

Because this Court lacks appellate jurisdiction, Microsoft 

respectfully requests that the Court order this appeal transferred to the 

Ninth Circuit. 

FEDERAL CIRCUIT RULE 27(a)(5) STATEMENT 

Counsel for Microsoft has conferred with counsel for Motorola 

regarding this Motion to Transfer.  Counsel for Motorola has indicated 

that Motorola is opposed to the relief requested herein and that 

Motorola intends to file a response. 

 

Dated: November 21, 2013 

T. Andrew Culbert 
David E. Killough 
MICROSOFT CORPORATION 
1 Microsoft Way 
Redmond, WA 98052 
(425) 882-8080 (t) 
(425) 869-1327 (f) 
 
 
 
 

Respectfully submitted, 
 
s/ Carter  G. Phillips   
Carter G. Phillips 
SIDLEY AUSTIN LLP 
1501 K Street, N.W. 
Washington, D.C. 20005 
(202) 736 8000 (t) 
(202) 736 8711 (f) 
 
David T. Pritikin 
Constantine L. Trela, Jr. 
Richard A. Cederoth 
Nathaniel C. Love 
SIDLEY AUSTIN LLP 
One S. Dearborn Street 
Chicago, IL 60603 
312-853-7000 (t) 
312-853-7036 (f) 
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Arthur W. Harrigan, Jr. 
Shane P. Cramer 
CALFO HARRIGAN LEYH & 
EAKES LLP 
999 Third Avenue, Suite 4400 
Seattle, WA 98104 
 (206) 623-1700 (t) 
 (206) 623-8717 (f) 
 
Counsel for Microsoft Corporation 
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is: 

Microsoft Corporation. 

2. The name of the real party in interest (if the party named in 

the caption is not the real party in interest) represented by me is: 

N/A. 

3. All parent corporations and any publicly held companies 

that own 10 percent or more of the stock of the party or amicus 

represented by me are: 

None. 

4. The names of all law firms, partners and associates that 

have appeared for on behalf of Microsoft Corporation in USDC Case No. 

2:10-cv-01823-JLR or are expected to appear in this Court are: Sidley 

Austin LLP, Cafo Harrigan Leyh & Eakes LLP (formerly Danielson 

Harrigan Leyh & Tollefson LLP), Michael Best & Friedrich LLP; 

Anthony Balkissoon, William H Baumgartner, Jr., Richard A. Cederoth, 
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Theodore W. Chandler, David C. Giardina, David Greenfield, Robert N. 

Hochman, Douglas I. Lewis, Nathaniel C. Love, John W. McBride, 

Shubham Mukherjee, Brian R. Nester, Carter G. Phillips, David T. 

Pritikin, Ellen S. Robbins, Constantine L. Trela, Jr., Kevin C. Wheeler, 

and Herman F. Webley of Sidley Austin, LLP; Shane P. Cramer, Arthur 

W. Harrigan, Jr., and Christopher T. Wion of Cafo Harrigan Leyh & 

Eakes LLP (formerly Danielson Harrigan Leyh & Tollefson LLP); J. 

Donald Best, Charles J. Crueger, and Christopher C. Davis of Michael 

Best & Friedrich LLP; T. Andrew Culbert and David Killough of 

Microsoft Corporation. 

 
Dated: November 21, 2013 

T. Andrew Culbert 
David E. Killough 
MICROSOFT CORPORATION 
1 Microsoft Way 
Redmond, WA 98052 
(425) 882-8080 (t) 
(425) 869-1327 (f) 
 
 
 
 

s/ Carter  G. Phillips    
 
Carter G. Phillips 
SIDLEY AUSTIN LLP 
1501 K Street, N.W. 
Washington, D.C. 20005 
(202) 736 8000 (t) 
(202) 736 8711 (f) 
 
David T. Pritikin 
Constantine L. Trela, Jr. 
Richard A. Cederoth 
Nathaniel C. Love 
SIDLEY AUSTIN LLP 
One S. Dearborn Street 
Chicago, IL 60603 
312-853-7000 (t) 
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312-853-7036 (f) 
 
Arthur W. Harrigan, Jr. 
Shane P. Cramer 
CALFO HARRIGAN LEYH & 
EAKES LLP 
999 Third Avenue, Suite 4400 
Seattle, WA 98104 
 (206) 623-1700 (t) 
 (206) 623-8717 (f) 
 
Counsel for Microsoft Corp. 
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CERTIFICATE OF SERVICE 
 

I certify that on this 21st day of November, the foregoing Motion 
to Transfer was filed with the Court using the Court’s electronic case 
filing system, which will send notification to all registered users. 
 
        s/ Nathaniel C. Love     

        Nathaniel C. Love 
        Sidley Austin LLP 
        One South Dearborn 
        Chicago, Illinois 60603 
        312-853-7000 (t) 
        312-853-7036 (f) 
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON

AT SEATTLE

MICROSOFT CORPORATION, a 
Washington corporation,

                     Plaintiff,

vs.

MOTOROLA, INC., and MOTOROLA 
MOBILITY, INC.,

Defendants

Case No. 

COMPLAINT

Plaintiff Microsoft Corporation (“Microsoft”) alleges as follows for its Complaint 

against Motorola, Inc. and Motorola Mobility, Inc. (collectively “Motorola”):

NATURE OF THE ACTION

1. Microsoft brings this action for Motorola’s breach of its commitments to the 

Institute of Electrical and Electronics Engineers Standards Association (“IEEE-SA”), 

International Telecommunications Union (“ITU”), and their members and affiliates – including 

Microsoft.  Motorola broke its promises to license patents it asserted as related to wireless 

technologies known as “WLAN” and to video coding technologies generally known as 
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“H.264” under reasonable rates, with reasonable terms, and under non-discriminatory 

conditions.  

2. Participants in IEEE-SA standards setting efforts, including those directed to 

WLAN technology, were subject to the IEEE-SA Standard Board Bylaws concerning the 

submission of Letters of Assurance related to patent claims deemed “essential” by a submitting 

party.  Clause 6 of those Bylaws (which was revised slightly over the years) generally provides 

in pertinent part:

A Letter of Assurance shall be either:

a) A general disclaimer to the effect that the submitter without conditions will 
not enforce any present or future Essential Patent Claims against any person or 
entity making, using, selling, offering to sell, importing, distributing, or 
implementing a compliant implementation of the standard; or

b) A statement that a license for a compliant implementation of the standard 
will be made available to an unrestricted number of applicants on a worldwide 
basis without compensation or under reasonable rates, with reasonable terms 
and conditions that are demonstrably free of any unfair discrimination.  

3. Motorola openly and publicly submitted Letters of Assurance pursuant to 

Clause 6 of the IEEE-SA Standards Board Bylaws that it would offer to license any of its 

patents that it identified as “essential” to the applicable WLAN standard(s) to any entity under 

reasonable rates on a non-discriminatory basis.  IEEE-SA and its participants and affiliates 

relied on Motorola’s promises in developing, adopting and implementing IEEE-SA technical 

standards.  These standards are now implemented worldwide in a variety of electronic devices 

that have become commonplace.  Microsoft invested substantial resources in developing and 

marketing products in compliance with these standards, relying on the assurances of 

participating patent holders – including Motorola – that any patents asserted to be “essential” 

by such patent holders would be available for licensing on such terms, regardless of whether 

such patents were, in fact, used in any particular implementation.
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4.  Participants in ITU standards setting efforts, including those directed to H.264 

technology, were subject to the ITU-T Common Patent Policy concerning the submission of 

Patent Statement and Licensing Declaration related to patents identified by a submitting party.  

ITU-T Common Patent Policy generally provides, in pertinent part, that a patent holder’s 

statement may declare that :

 (2.1) The patent holder is willing to negotiate licenses free of charge with other 
parties on a non-discriminatory basis on reasonable terms and conditions.
(2.2) The patent holder is willing to negotiate licenses with other parties on a 
non-discriminatory basis on reasonable terms and conditions.

5. Motorola openly and publicly submitted Patent Statement and Licensing 

Declarations pursuant to the ITU’s Common Patent Policy that it would offer to license any of 

its patents that it identified for the H.264 technologies to any entity under reasonable rates on a 

non-discriminatory basis.  The ITU and its participants and affiliates relied on Motorola’s 

promises in developing, adopting and implementing ITU H.264 technical standards.  These 

standards are now implemented worldwide in a variety of electronic devices and software that 

have become commonplace.  Microsoft invested substantial resources in developing and 

marketing products in compliance with these standards, relying on the assurances of 

participating patent holders – including Motorola – that any patents identified pursuant to 

ITU’s Common Patent Policy by such patent holders would be available for licensing on such 

terms, regardless of whether such patents were, in fact, used in any particular implementation.

6. Motorola broke its promise to IEEE-SA and its members and affiliates by 

refusing to offer to Microsoft a license that is consistent with Clause 6 of IEEE-SA Standards 

Board Bylaws, instead demanding royalties that are excessive and discriminatory.  Motorola 

broke its promise to ITU and its members and affiliates by refusing to offer to Microsoft a 
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license that is consistent with the Common Patent Policy of the ITU, instead demanding 

royalties that are excessive and discriminatory.

7. Microsoft does not accept Motorola’s representation that any of its patents that 

it has identified to the IEEE or ITU are, in fact, necessary to the implementation of compliant 

implementations of WLAN or H.264 technologies; nor does Microsoft concede that the 

particular implementations of such technologies in its products practice any Motorola patents, 

including those identified by Motorola in relation to these technologies.  Nonetheless, 

Microsoft has relied upon Motorola’s, and other similarly-situated patent holders’, 

representations that all patent controversies may be avoided based on the offer of patent 

licenses on reasonable rates and non-discriminatory terms.  

8. Motorola’s breach of its commitments does not depend on whether any 

Motorola patents which Motorola has identified in relation to standards are, in fact, “essential” 

to practicing those standards, whether those standards can be practiced in ways that do not 

infringe the identified Motorola patents or whether Microsoft has infringed any valid Motorola 

patents.  Because Motorola promised that it would license any such patents on reasonable and 

non-discriminatory terms, companies that rely on those commitments are entitled to avoid 

becoming embroiled in patent controversies and to receive the benefit of an offer of a 

reasonable and non-discriminatory license.

9. Accordingly, Microsoft seeks: i) a judicial declaration that Motorola's promises 

to IEEE-SA, the ITU, and their respective members and affiliates constitute contractual 

obligations that are binding and enforceable by Microsoft; ii) a judicial declaration that 

Motorola has breached these obligations by demanding excessive and discriminatory royalties 

from Microsoft; iii) a judicial accounting of what constitutes a royalty rate in all respects 
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consistent with Motorola’s promises for WLAN patents identified as “essential” by Motorola 

and for H.264 patents identified by Motorola; and iv) a judicial determination of and 

compensation for Motorola’s breach.  

PARTIES

10. Plaintiff Microsoft is a Washington corporation having its principal place of 

business at One Microsoft Way, Redmond, Washington 98052.

11. Founded in 1975, Microsoft is a worldwide leader in computer software, 

services, and solutions for businesses and consumers.  Since 1979, Microsoft has been 

headquartered in the Redmond, Washington area.  Microsoft currently employs nearly 40,000 

people in the Puget Sound region and occupies nearly 8 million square feet of facilities at its 

Redmond campus.

12. Microsoft has a long history of technical innovation in the software and 

hardware products it develops and distributes.  

13. Microsoft’s products include Xbox video game consoles, various versions of 

which have been sold to consumers since 2001.  Xbox has grown in popularity over the years 

and is now one of the most widely-sold video game consoles on the market.

14. Over the years that Xbox has been sold, some versions have had wireless 

Internet connectivity (“WLAN”) built-in and some versions have had optional WLAN 

connectivity.  All versions of Xbox that include hardware and software that allows for WLAN 

connectivity also offer an alternative, wired connection to the Internet.  Xbox video game 

consoles function as video game consoles, regardless of their ability to connect to the Internet.

15. Microsoft relies upon third-party suppliers to provide an interface to WLAN 

connections.  The WLAN interface provided by these third-parties is one of many components 
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that underlie the operation and functionality of the Xbox consoles.  The WLAN interface does 

not enable any of Xbox’s core video gaming functionality.  Instead, it simply enables WLAN 

connectivity for those consumers who choose to use that functionality.

16. Microsoft hardware and software products that provide users with H.264 

technologies further provide substantial other features and functions.  By way of non-limiting 

example, personal computers in various configurations offer the end-user myriad features and 

functionality.  H.264 technologies provided through Microsoft software supplied to computer 

and other equipment makers represent but a fraction of the end price for such products.  By 

way of further non-limiting example, Microsoft’s Xbox video game console provides video 

game play without reliance upon any H.264 technologies that may be made available to users 

through other features and functions.

17. Microsoft also relies upon third-party suppliers in at least some instances for 

H.264 technologies.  

18. Upon information and belief, Defendant Motorola, Inc. is a corporation 

organized under the laws of Delaware with its principal place of business at 1303 East 

Algonquin Road, Schaumburg, Illinois 60196.  On information and belief, Defendant Motorola 

Mobility, Inc. is a wholly-owned subsidiary of Motorola, Inc. and is organized under the laws 

of Delaware having a principal place of business at 600 North U.S. Highway 45, Libertyville, 

Illinois 60048.  Motorola, Inc. and Motorola Mobility, Inc. will be referred to collectively 

herein as “Motorola” or “Defendant”.  

JURISDICTION AND VENUE

19. This Court has jurisdiction over the subject matter of this dispute pursuant to 28 

U.S.C. § 1332, because this is an action between citizens of different states and because the 
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value of declaratory and injunctive relief sought, the value of Microsoft’s rights this action will 

protect and enforce, and the extent of the injury to be prevented exceed the amount of $75,000, 

exclusive of interest and costs.

20. On information and belief, Defendant is subject to this Court’s personal 

jurisdiction, consistent with the principles of due process and the Washington Long Arm 

Statute, at least because Defendant maintains offices and facilities in the Western District of 

Washington, offers its products for sale in the Western District of Washington, and/or has 

transacted business in this District.  

21. Venue is proper in this district pursuant to 28 U.S.C. §§ 1391(a), 1391(c), and 

1391(d).

BACKGROUND
Introduction to Standards

22. New wireless and video coding technologies typically are only broadly 

commercialized after service providers and device manufacturers agree on compatible 

technology specifications for related products or services.  For virtually all successful wireless 

and video coding technologies, that process has involved inclusive, multi-participant standards 

development efforts conducted under the auspices of leading standards development 

organizations.

23. Standards play a critical role in the development of wireless and video coding 

technologies.  Standards facilitate the adoption and advancement of technology as well as the 

development of products that can interoperate with one another.  Companies that produce 

products compatible with a standard can design products by referencing only the standard 

documentation, without the need to communicate separately with every other company with 
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which their products may need to interoperate.  Companies producing products that implement 

and are tested to a standard can therefore be confident that their products will operate with 

other products that also are compatible with that standard, and consumers of those products can 

be confident that products from multiple vendors will work together as intended under the 

standard.

24. As a practical matter, the technologies that are used to allow a consumer 

electronics device to connect wirelessly to the Internet must be described in standards adopted 

by a recognized SDO (standard development organization), and thereby accepted by key 

industry members, in order to be commercially successful.  For example, Microsoft could not 

purchase third-party goods that enable its Xbox devices to connect wirelessly to the Internet 

unless those goods were compatible with standards described by an SDO.

25. Correspondingly, video technologies that are used to allow a consumer 

electronics device to display video encoded pursuant to any particular coding protocol must be 

described in standards adopted by a recognized SDO, and thereby accepted by key industry 

members, in order to be commercially successful.  For example, Microsoft and computer 

makers could not purchase third-party products or software that provide reliable video 

decoding and image generation unless those products or software were compatible with 

standards described by an SDO.

26. In order to reduce the likelihood that implementers of their standards will be 

subject to abusive practices by patent holders, SDOs have adopted rules, policies and 

procedures that address the disclosure and licensing of patents that SDO participants may 

assert in relation to the practice of the standard under consideration.  These rules, policies 

and/or procedures are set out in the intellectual property rights policies (“IPR policies”) of the 
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SDOs.

27. Many IPR policies – including those at issue in this litigation – encourage or 

require participants to disclose on a timely basis the IPR, such as patents or patent applications, 

that they believe are sufficiently relevant to standards under consideration.  These disclosures 

permit the SDOs and their members to evaluate technologies with full knowledge of disclosed 

IPR that may affect the costs of implementing the standard.

28. IPR policies – including those at issue in this litigation – require participants 

claiming to own relevant patents to negotiate licenses for those patents with any implementer 

of the standard on reasonable and non-discriminatory terms.  As their inclusion in the IPR 

policies of various standards development organizations suggests, such commitments are 

crucial to the standards development process.  They enable participants in standards 

development to craft technology standards with the expectation that an owner of any patented

technology will be prevented from demanding unfair, unreasonable, or discriminatory licensing 

terms and thereby be prevented from keeping parties seeking to implement the standard from 

doing so or imposing undue costs or burdens on them.

Wireless LAN Standards

29. Motorola’s unlawful licensing demands pertain in part to patents that it claims 

are “essential” to a widely practiced standard for wireless Internet connectivity known as 

“WLAN,” “Wi-Fi,” and/or “802.11.”

30. WLAN enables an electronic device to access the Internet wirelessly at high 

speeds over short distances.  WLAN networks typically consist of one or more access points 

that are connected to an Ethernet local area network, each of which communicates by radio 

signals with devices such as notebook computers and other electronics devices.
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31. The use of WLAN technology has grown in the United States since its 

introduction in the 1990s.  Manufacturers now offer WLAN connectivity in various devices for 

various reasons.  

32. WLAN is based on the 802.11 wireless networking standard developed by the 

Institute of Electrical and Electronics Engineers (“IEEE”) beginning in the early 1990s.  The 

initial 802.11 protocol (“legacy 802.11”) was released in 1997.  Since then, there have been a 

number of amendments issued, the most important of which are 802.11a (1999), 802.11b 

(1999), 802.11g (2003), and 802.11n (2009).

H.264 Standards

33. Motorola’s unlawful licensing demands pertain in part to patents that it has 

identified to the ITU and its members in relation to H.264 technologies.

34. H.264 technologies provide video decoding in such applications as DVD 

players, videos available for downloading or replay on the Internet, web software, broadcast 

services, direct-broadcast satellite television services, cable television services, and real-time 

videoconferencing.

35. The use of H.264 technology has grown in the United States since its 

introduction.  Manufacturers now offer H.264 connectivity in various software and devices for 

various reasons.  

36. H.264 technology was developed as a standard set of technologies at least in 

part through the auspices of the International Telecommunications Union (“ITU”).

Motorola’s Involvement in Development of the WLAN Standards

37. The standard setting arm of IEEE, the IEEE Standards Association (“IEEE-

SA”), promulgates technical standards in a variety of fields, including telecommunications.  
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IEEE-SA had an IPR policy at the time it was drafting the 802.11 (WLAN) protocols.  Under 

the IPR policy, when individuals participating in IEEE standards development came to believe 

that a company, university, or other patent holder owned patents or patent applications that 

might be “essential” to implement an IEEE standard under development, IEEE-SA would 

request Letters of Assurance from those entities.

38. The requirements for the Letters of Assurance sought by IEEE are set forth in 

Clause 6 of the IEEE-SA Standards Board Bylaws.

39. According to IEEE’s IPR policy, Letters of Assurance, once provided, are 

irrevocable and shall be in force at least until the standard’s withdrawal.  

40. If the Letters of Assurance were not provided for  patents asserted to be 

“essential” by participants, the IEEE working group either would revise the standard so that 

compliance could be achieved without facing any potential issues related to such patent(s), 

discontinue work on the standard altogether, or otherwise proceed in a manner consistent with 

the non-disclosure and lack of Letters of Assurance so that participating and relying entities 

would not be exposed to discriminatory patent assertions and/or unreasonable licensing terms.

41. Motorola has represented to Microsoft that it owns rights in a number of patents 

and pending applications that it asserts are or may become “essential” to comply with one or 

more amendments to the 802.11 standard.  By way of example, Motorola has represented to 

Microsoft that the following patents, among others, are or may become “essential” to comply 

with one or more amendments to the 802.11 standard:  U.S. Patent Nos. 5,319,712; 5,311,516; 

5,572,193; 5,311,516; and 5,636,223.  The full list of patents is provided in Appendix A.   

Microsoft does not concede that such listed patents are either “essential” to the 802.11 

standards or that such patents are practiced in the implementation of such standards in any 
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Microsoft products.

42. On information and belief, Motorola obtained rights to several of THE WLAN 

patents it has represented as “essential” through its recent acquisition of Symbol Technologies, 

Inc. (“Symbol”).

43. Prior to the releases of the 802.11 protocols, Motorola and Symbol submitted 

Letters of Assurance to the IEEE pursuant to Clause 6 of the IEEE-SA Standards Board 

Bylaws with respect to those protocols, guaranteeing that any “essential” patents would be 

licensed under reasonable and non-discriminatory terms and conditions.  Both Motorola’s and 

Symbol’s Letters of Assurance apply to any “essential” patents they then held as well as any 

other “essential” patents they subsequently obtained.  

44. In reliance on these letters of assurance, IEEE released the 802.11 standard and 

various amendments to that standard which Motorola asserts incorporated Motorola’s and 

Symbol’s patented technology.  On information and belief, absent the Letters of Assurance, the 

relevant IEEE working groups would have either revised the standards, employing alternative 

technologies instead, or stopped working on the protocols.

45. In submitting its Letter of Assurance pursuant to the applicable IEEE IPR 

policy, Motorola entered into an actual or implied contract with IEEE, for the benefit of IEEE 

members and any entity that implements the 802.11 standard. Motorola is bound by its 

agreements to offer licenses consistent with the referenced IEEE bylaws.

46. Similarly, Symbol, in submitting its Letter of Assurance pursuant to the 

applicable IEEE IPR policy, entered into an actual or implied contract with IEEE, for the 

benefit of IEEE members and any other entity that implements the 802.11 standard, and 

Motorola is bound by that commitment.
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Motorola’s Involvement in Development of the H.264 Standards

47. ITU is the leading United Nations agency for information and communication 

technology issues, and the global focal point for governments and the private sector in 

developing networks and services.  ITU historically has coordinated the shared global use of 

the radio spectrum, promoted international cooperation in assigning satellite orbits, worked to 

improve telecommunication infrastructure in the developing world, established the worldwide 

standards that foster seamless interconnection of a vast range of communications systems and 

addressed the global challenges of our times, such as strengthening cybersecurity.

48. In conjunction with its efforts to provide standards in support of its stated goals, 

the ITU requires that its members and participants adhere to the Common Patent Policy stated 

above.  

49. According to ITU’s IPR policy, Patent Statement and Licensing Declarations, 

once provided, are irrevocable and shall be in force at least until the standard’s withdrawal.  

50. If the Patent Statement and Licensing Declarations were not provided for 

relevant patents from participants, the ITU either would revise the standard so that compliance 

could be achieved without facing any potential issues related to such patent(s), discontinue 

work on the standard altogether, or otherwise proceed in a manner consistent with the non-

disclosure and lack of Patent Statement and Licensing Declarations so that participating and 

relying entities would not be exposed to discriminatory patent assertions and/or unreasonable 

licensing terms.

51. Motorola has represented to Microsoft and others that it owns rights in a 

number of patents and pending applications that are or may be embodied fully or partly within 

H.264 technologies as endorsed by ITU and has identified these patents to the ITU.   Microsoft 
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does not concede that such listed patents are either “essential” to the 802.11 standards or that 

such patents are practiced in the implementation of such standards in any Microsoft products.

52. Motorola submitted Patent Statement and Licensing Declarations to the ITU 

pursuant to its Common Patent Policy with respect to those protocols, guaranteeing that 

Motorola’s identified patents would be licensed under reasonable and non-discriminatory terms 

and conditions.  

53. In reliance on these Patent Statement and Licensing Declarations, ITU 

proceeded with the H.264 standard and various amendments to that standard which Motorola 

asserts incorporated Motorola’s patented technology.  On information and belief, absent the 

Patent Statement and Licensing Declarations, the ITU would have either revised the standards, 

employing alternative technologies instead, or stopped working on the protocols.

54. In submitting its Patent Statement and Licensing Declarations pursuant to the 

applicable ITU policy, Motorola entered into an actual or implied contract with ITU, for the 

benefit of ITU members and any entity that implements the H.264 technologies.  Motorola is 

bound by its agreements to offer licenses consistent with the referenced ITU Common Patent 

Policy.

Microsoft’s Reliance on Commitments with Respect to WLAN and H.264 Technologies

55. Microsoft has participated in the development of the IEEE WLAN standards. 

56. Microsoft and other companies participating in the development of WLAN in 

IEEE relied on Motorola’s commitments to ensure that the royalties Motorola would seek 

would conform to the promises made by Motorola.

57. In reliance on the integrity of the SDO process and the commitments made by 

Motorola and others regarding WLAN patents they deem “essential,” Microsoft began 
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providing its Xbox video game consoles with WLAN connectivity.  By way of example, 

Microsoft purchased and incorporated into its Xbox 360 video game consoles third-party-

manufactured interfaces that provide Xbox 360 devices with WLAN connectivity.  Microsoft 

made its decision to provide its Xbox video game consoles with WLAN connectivity in 

reliance on, and under the assumption that, it and/or any third party supplier could avoid patent 

litigation and take a license to any patents that Motorola, or any other company, has disclosed  

to the WLAN standard under IEEE’s well publicized IPR policy.

58. Microsoft and other manufacturers of WLAN-compliant devices necessarily 

relied on the commitments of Motorola and others to disclose and license any identified  

patents under these terms to avoid any patent controversy even if such patents are not 

necessary to compliant implementations nor actually practiced in any particular 

implementation. 

59. Microsoft has participated in the development of the H.264 technologies. 

60. Microsoft and other companies participating in the development of H.264 under 

the auspices of the ITU relied on Motorola’s commitments to ensure that the royalties 

Motorola would seek for identified patents would conform to the promises made by Motorola.

61. Correspondingly, in reliance on the integrity of the SDO process and 

specifically the commitments made by Motorola and others regarding patents related to H.264 

technologies, Microsoft began providing its H.264 technology capability in its Xbox video 

game consoles.  Microsoft made its decision to provide its Xbox video game consoles with 

H.264 technology in reliance on, and under the assumption that, it and/or any third party 

supplier could avoid patent litigation and take a license to any patents that Motorola, or any 

other company, has disclosed to the ITU under its well-publicized IPR policy.
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62. Microsoft made similar investments in other fields, including Windows 7 and 

Windows Phone 7, based upon Motorola’s representations in relation to the H.264 technology 

standards.

63. Microsoft and other manufacturers and suppliers of H.264 compliant technology 

necessarily relied on the commitments of Motorola and others to license their identified patents 

under these terms to avoid any patent controversy even if such patents are not necessary to 

compliant implementations nor actually practiced in any particular implementation.

Motorola’s Breach of Its Contractual Obligation to License Its Identified Patents on The 
Promised Terms

64. In willful disregard of the commitments it made to IEEE and the ITU, Motorola 

has refused to extend to Microsoft a license consistent with Motorola’s promises for any of 

Motorola’s identified patents.  

65. Instead, Motorola is demanding royalty payments that are wholly 

disproportionate to the royalty rate that its patents should command under any reasonable 

calculus.  Motorola has discriminatorily chosen Microsoft’s Xbox product line and other multi-

function, many-featured products and software, such as Windows 7 and Windows Phone 7 and 

products incorporating Microsoft software, for the purpose of extracting unreasonable royalties 

from Microsoft. 

66. By way of non-limiting example, each Xbox device includes substantial 

software and many computer chips and modules that perform various functions, including to 

enable Xbox’s core functionality as a video gaming machine.  Of those, the Xbox console 

includes one – an interface provided to Microsoft by third-parties – that allows consumers 

optionally to connect an Xbox to the Internet using a WLAN connection.  
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67. The third-party WLAN interface does not enable any of Xbox’s core video 

gaming functionality.  In addition, Microsoft allows consumers an alternative, wired method to 

connect to the Internet.  This alternative method does not require use of any WLAN 

technology. 

68. By way of further non-limiting example, each personal computer running 

Windows 7 includes substantial software and many computer chips and modules that perform 

various functions, including those related to the general operation of a computing device.  Of 

those, each personal computer includes just a portion directed to H.264 technologies.  

69. By way of further non-limiting example, each smartphone running Windows 

Phone 7 includes substantial software and many computer chips and modules that perform 

various functions, including those related to the general and particularized operation of a 

smartphone independent of H.264 technology.  Of those, each smartphone includes just a 

portion directed to H.264 technologies. 

70. By letter to Microsoft, dated October 21, 2010, Kirk Dailey, Motorola’s 

Corporate Vice President Intellectual Property, stated that a royalty for a license to its 

purported “essential” patents must be based on “the price of the end product (e.g., each Xbox 

360 product) and not on component software.”  The cost of the chips and associated 

components that provide wireless connectivity for Xbox 360 consoles is a small fraction of the 

overall cost of the device.  Motorola thus seeks a royalty on components of Xbox 360 which 

are disproportionate to the value and contribution of its purportedly “essential” patents and has 

declined to offer a license to its purported “essential” patents unless it receives exorbitant and 

discriminatory royalty payments to which it is not entitled.  On information and belief, 

Motorola has not previously entered into a license agreement for its purported “essential” 
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patents that is comparable to the demand made of Microsoft.  Motorola has thereby refused to 

offer to license the patents at a reasonable rate, with reasonable terms, under conditions that are 

demonstrably free of any unfair discrimination.

71. By letter to Microsoft, dated October 29, 2010, Kirk Dailey, Motorola’s 

Corporate Vice President Intellectual Property, stated that a royalty for a license to its 

identified patents must be based on “the price of the end product (e.g., each Xbox 360 product, 

each PC/laptop, each smartphone, etc.) and not on component software (e.g., Xbox 360 system 

software, Windows 7 software, Windows Phone 7 software, etc.).”  The cost such component 

software and any inter-related hardware is a small fraction of the overall cost of the listed 

devices.  Motorola thus seeks a royalty on software and hardware components of Xbox 360 

and other devices which are unrelated to its identified patents and has declined to offer a 

license unless it receives exorbitant royalty payments to which it is not entitled.  On 

information and belief, Motorola has not previously entered into a license agreement for its 

identified patents that is comparable to the demand made of Microsoft.  Motorola has thereby 

refused to offer to license the patents at a reasonable rate, with reasonable terms, on a non-

discriminatory basis.

72. Regardless of whether there exists any actual use of Motorola patent claims in 

any specific implementation that is compliant with the applicable standards, Motorola has 

represented that it possesses patents relevant to such implementations.  On that basis, Motorola 

is required to tender an offer to license its identified patents in all respects consistent with its 

binding assurances to the IEEE, the ITU, and participating members.

73. Motorola’s demands constitute a breach of its WLAN and H.264 commitments.
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CLAIMS FOR RELIEF

FIRST CAUSE OF ACTION

(Breach Of Contract)

74. Microsoft realleges and incorporates by reference the allegations set forth in 

paragraphs 1-73 above.

75. Motorola entered into express or implied contractual commitments with IEEE-

SA, the ITU and their respective members and affiliates relating to the WLAN standard and 

H.264 technologies.

76. Each third party that would potentially implement WLAN and H.264 

technologies was an intended beneficiary of those contracts.

77. Motorola was contractually obligated to offer a license to its identified patents 

consistent with the applicable patent policy of the IEEE-SA Standards Board Bylaws and the 

ITU, respectively.

78. Motorola breached these contracts by refusing to offer licenses to its identified 

patents under reasonable rates, with reasonable terms, and on a non-discriminatory basis.

79. As a result of this contractual breach, Microsoft has been injured in its business 

or property, and is threatened by imminent loss of profits, loss of customers and potential 

customers, and loss of goodwill and product image.

80. Microsoft will suffer irreparable injury by reason of the acts, practices, and 

conduct of Motorola alleged above until and unless the Court enjoins such acts, practices, and 

conduct.
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SECOND CAUSE OF ACTION

(Promissory Estoppel)

81. Microsoft realleges and incorporates by reference the allegations set forth in 

paragraphs 1-73.

82. Motorola made a clear and definite promise to potential licensees through its 

commitments to IEEE and the ITU that it would license identified patents under reasonable 

rates, with reasonable terms, and on a non-discriminatory basis.

83. The intended purpose of Motorola’s promises was to induce reliance.  Motorola 

knew or should have reasonably expected that this promise would induce companies producing 

products in wireless networking and H.264 technologies, like Microsoft, to develop products 

compliant with the relevant standards.

84. Microsoft developed and marketed its products and services in reliance on 

Motorola’s promises, as described above, including making its products and services compliant 

with WLAN technical standards and including H.264 technologies in various Microsoft 

product offerings.  

85. Motorola is estopped from reneging on these promises to the IEEE and the ITU 

under the doctrine of promissory estoppel.

86. Microsoft has been harmed as a result of its reasonable reliance on Motorola’s 

promises and is threatened by the imminent loss of profits, loss of customers and potential 

customers, and loss of goodwill and product image.

87. Microsoft will suffer irreparable injury by reason of the acts and conduct of 

Motorola alleged above until and unless the court enjoins such acts, practices and conduct.
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THIRD CAUSE OF ACTION

(Waiver)

88. Microsoft realleges and incorporates by reference the allegations set forth in 

paragraphs 1-73.

89. Motorola expressly stated in its declarations to IEEE and the ITU that it would 

license its identified patents under reasonable rates and non-discriminatory terms.

90. Through this express statement, Motorola voluntarily and intentionally waived 

its rights to obtain compensation for its identified patents for the WLAN and H.264 standards 

other than at reasonable rates and on non-discriminatory terms.

91. Microsoft will suffer irreparable injury by reason of the acts and conduct of 

Motorola alleged above until and unless the court enjoins such acts, practices, and conduct.

FOURTH CAUSE OF ACTION

(Declaratory Judgment That Motorola’s Offers Do Not Comply with Its Obligations)

92. Microsoft realleges and incorporates by reference the allegations set forth in 

paragraphs 1-73.

93. There is a dispute between the parties concerning whether Motorola has offered 

to license to Microsoft patents consistent with Motorola’s declarations and the referenced 

policy of the IEEE-SA Standards Board and the ITU.  

94. The dispute is of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment.

95. Microsoft is entitled to a declaratory judgment that Motorola has not offered 

license terms to Microsoft conforming to applicable legal requirements. 
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PRAYER FOR RELIEF

WHEREFORE, Microsoft prays for relief as follows:

A. Adjudge and decree that Motorola is liable for breach of contract;

B. Adjudge and decree that Motorola is liable for promissory estoppel;

C. Enter judgment against Motorola for the amount of damages that Microsoft 

proves at trial;

D. Enter a judgment awarding Microsoft its expenses, costs, and attorneys fees in

accordance with Rule 54(d) of the Federal Rules of Civil Procedure;

E. Enjoin Motorola from further demanding excessive royalties from Microsoft 

that are not consistent with Motorola’s obligations;

F. Decree that Motorola has not offered royalties to Microsoft under reasonable 

rates, with reasonable terms and conditions that are demonstrably free of any unfair 

discrimination;

G. Decree that Microsoft is entitled to license from Motorola any and all patents 

that Motorola deems “essential” to WLAN technology under reasonable rates, with reasonable 

terms and conditions that are demonstrably free of any unfair discrimination; 

H. Decree that Microsoft is entitled to license from Motorola any and all patents 

that Motorola has identified to the ITU in relation to H.264 technology on a non-discriminatory 

basis on reasonable terms and conditions; and

I. For such other and further relief as the Court deems just and proper.
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DATED this 9th day of November, 2010.

DANIELSON HARRIGAN LEYH & TOLLEFSON LLP

By ____/s/ Shane P. Cramer___________________
Arthur W. Harrigan, Jr., WSBA #1751
Christopher Wion, WSBA #33207
Shane P. Cramer, WSBA #35099

T. Andrew Culbert
David E. Killough
MICROSOFT CORPORATION
1 Microsoft Way
Redmond, WA  98052
Phone:  425-882-8080
Fax:  425-869-1327

John W. McBride, of Counsel
David T. Pritikin, of Counsel
Richard A. Cederoth, of Counsel
Douglas I. Lewis, of Counsel
SIDLEY AUSTIN LLP
One South Dearborn
Chicago, IL  60603
Phone:  312-853-7000
Fax:  312-853-7036

Brian R. Nester, of Counsel
Kevin C. Wheeler, of Counsel
SIDLEY AUSTIN LLP
1501 K Street NW
Washington, DC  20005
Telephone:  202-736-8000
Fax:  202-736-8711

Counsel for Plaintiff Microsoft Corp.
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APPENDIX A 

PATENT NO. TITLE 

4,860,003 Communication System Having a Packet Structure Field 
5,142,533 Method for Controlling the Scheduling of Multiple Access to 

Communication Resources 
5,164,986 Formation ofRekey Messages in a Communication System 
5,239,294 Method for Authentication and Protection of Subscribers in 

Telecommunication Systems 
5,572,193 Method for Authentication and Protection of Subscribers in 

Telecommunications Systems 
5,272,724 Wideband Signal Synchronization 
5,319,712 Method and Apparatus for Providing Cryptographic Protection of a Data 

Stream in a Communication System 
5,329,547 Method and Apparatus for Coherent Communication in a Spread-

Spectrum Communication System 
5,467,398 A Method of Messaging in a Communication System 
5,560,021 A Power Management and Packet Delivery Method for Use in a Wireless 

Local Area 
5,636,223 Methods of Adaptive Channel Access Attempts 
5,689,563 Method and Apparatus for Efficient Real-Time Authentication and 

Encryption in a Communication System 
5,822,359 A Coherent Random Access Channel in a Spread-Spectrum 

Communications System and Method 
5,311 ,516 Paging System Using Message Fragmentation to Redistribute Traffic 
6,069,896 Capability Addressable Network and Method Therefor 
6,331,972 Personal Data Storage and Transaction Device System and Method 
5,495,482 Voice and Data Packet Communication Method and Apparatus 
5,357,571 A Method for Point-to-Point Communications within Secure 

Communication Systems 
5,412,722 Encryption Key Management 
5,029,183 Packet Data Communication System 
5,479,441 Packet Data Communication System 
5,519, 730 Communication Signal Having a Time Domain Pilot Component 
6,236,674 Transceiver Control with Sleep Mode Operation 
6,404,772 Voice and Data Wireless Communications Network and Method 
6,473,449 High-Data-Rate Wireless Local Area Network 
7,143,333 Method and Apparatus for Encoding and Decoding Data 
7,493,548 Method and Apparatus for Encoding and Decoding Data 
7,165,205 Method and Apparatus for Encoding and Decoding Data 
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HONORABLEJAMESL.ROBART 

IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF WASHINGTON 

AT SEATTLE 

MICROSOFT CORPORATION, a 
Washington corporation, 

Plaintiff, 

VS. 

MOTOROLA, INC., MOTOROLA 
MOBILITY, INC., and GENERAL 
INSTRUMENT CORPORA TJON, 

Defendants 

Case No. 2-1 0-cv-0 1823-JLR 

AMENDED AND SUPPLEMENTAL 
COMPLAINT 

Plaintiff Microsoft Corporation ("Microsoft") alleges as follows for its Complaint 

against Motorola, Inc., Motorola Mobility, Inc., and General Instrument Corporation 

(collectively "Motorola" or "Defendants"): 

NATUREOF THE ACTION 

I. Microsoft brings this action for Motorola's breach of its commitments to the 

Institute of Electrical and Electronics Engineers Standards Association ("IEEE-SA"), 

International Telecommunications Union ('TfU"), and their members and affiliates- including 

AMENDED AND SUPPLEMENTAL 
COMPLAINT- I LAW OFFJCtS 

DANIELSON HARRIGAN LEYH & TOLLEFSON LLP 
999 THIRD AVENUE, SUITE 4400 
SEATTLE, WASHINGTON 98104 

TEL, (206) 623-1700 FAX, (206) 623-8717 
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Microsoft. Motorola broke its promises to offer licenses to its patents it asserts as "essential" 

to wireless technologies known as "WLAN" and to video coding technologies generally known 

as "H.264" under reasonable and non-discriminatory terms and conditions. 

2. Participants in IEEE-SA standards setting efforts, including those directed to 

WLAN technology, were subject to the IEEE-SA Standard Board Bylaws concerning the 

submission of Letters of Assurance related to patent claims deemed "essential" by a submitting 

party. Clause 6 of those Bylaws (which was revised slightly over the years) generally provides 

in pertinent part: 

A Letter of Assurance shall be either: 

a) A general disclaimer to the effect that the submitter without conditions will 
not enforce any present or future Essential Patent Claims against any person or 
entity making, using, selling, offering to sell, importing, distributing, or 
implementing a compliant implementation of the standard; or 

b) A statement that a license for a compliant implementation of the standard 
will be made available to an unrestricted number of applicants on a worldwide 
basis without compensation or under reasonable rates, with reasonable terms 
and conditions that are demonstrably free of any unfair discrimination. 

Motorola openly and publicly submitted Letters of Assurance pursuant to 

Clause 6 of the IEEE-SA Standards Board Bylaws that it would offer to license any of its 

patents essential to the applicable WLAN standard(s) to any entity under reasonable rates on a 

non-discriminatory basis. IEEE-SA and its participants and affiliates relied on Motorola's 

promises in developing, adopting and implementing IEEE-SA technical standards. These 

standards are now implemented worldwide in a variety of electronic devices that have become 

commonplace. Microsoft invested substantial resources in developing and marketing products 

in compliance with these standards, relying on the assurances of participating patent holders-
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including Motorola -that any essential patents held by such patent holders would be available 

for licensing by implementers of the standards on such terms. 

4. Participants in ITU-T standards setting efforts, including those directed to 

1-1.264 technology, were subject to the ITU-T Common Patent Policy concerning the 

submission of Patent Statement and Licensing Declarations related to patents identified by a 

submitting party. The ITU-T Common Patent Policy generally provides, in pertinent part, that 

a patent holder's statement may declare that: 

(2.1) The patent holder is willing to negotiate licenses free of charge with other 

parties on a non-discriminatory basis on reasonable terms and conditions. 

(2.2) The patent holder is willing to negotiate licenses with other parties on a 

non-discriminatory basis on reasonable terms and conditions. 

5. Motorola openly and publicly submitted Patent Statement and Licensing 

Declarations pursuant to the ITU-T's Common Patent Policy that it would offer to license any 

of its patents essential for the relevant H.264 Recommendation(s) to any entity under 

reasonable rates on a non-discriminatory basis. The ITU-T and its participants and affiliates 

relied on Motorola's promises in developing, adopting and implementing the ITU-T 1-1.264 

Recommendations (or standards). These standards are now implemented worldwide in a 

variety of electronic devices and software that have become commonplace. Microsoft invested 

substantial resources in developing and marketing products in compliance with these standards, 

relying on the assurances of participating patent holders- including Motorola- that any 

"essential" patents held by such patent holders would be available for licensing by 

implementers of the standards on such terms. 

6. Motorola broke its promise to IEEE-SA and its members and affiliates by 

refusing to offer to Microsoft a license that is consistent with Motorola's Letter(s) of 
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Assurance and Clause 6 of the IEEE-SA Standards Board Bylaws, instead demanding royalties 

2 
that are excessive and discriminatory. Motorola broke its promise to the !TU-T and its 

3 members and affiliates by refusing to otTer to Microsoft a license that is consistent with 

4 Motorola's Patent Statement and Licensing Declaration(s) and the Common Patent Policy of 

5 the ITU-T, instead demanding royalties that are excessive and discriminatory. 

6 7. Microsoft docs not accept Motorola's representation that any of its patents that 

7 it has identified as "essential" are. in fact, necessary to the implementation of compliant 

8 
implementations of WLAN or H.264 technologies; nor does Microsoft concede that the 

9 
particular implementations of such technologies in its products practice any Motorola patents, 

10 
including those identified by Motorola in relation to these technologies. Nonetheless, 

I I 
Microsoft has relied upon Motorola's, and other similarly-situated patent holders', 

12 

13 
representations. 

14 
8. Because Motorola asserts that its patents arc "essential'' and promised that it 

15 would license any such patents on reasonable and non-discriminatory terms, companies that 

16 rely on those commitments arc entitled to receive the benefit of an offer of a reasonable and 

17 non-discriminatory license. 

18 

19 

20 

21 

22 

24 

25 

9. Accordingly, Microson seeks: i) a judicial declaration that Motorola's promises 

to IEEE-SA, the ITU, ami their respective members and affiliates constitute contractual 

obligations that are binding and enforceable by Microsoli: ii) ajudicial declaration that 

Motorola has breached these obligations by demanding excessive and discriminatory royalties 

from Microsott: iii) a judicial accounting of what constitutes a royalty rate in all respects 

consistent with Motorola's promises f(,r WLAN patents identified as "essential" by Motorola 

and for H.264 patents identified by Motorola; and iv) a judicial determination of and 
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compensation for Motorola's breach. 

PARTIES 

I 0. Plaintiff Microsoti is a Washington corporation having its principal place of 

4 business at One Microsoft Way. Redmond, Washington 98052. 

5 

6 

7 

8 

9 

10 

II 

12 

13 

14 

15 
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17 
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19 
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21 
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11. Founded in 1975, Microsoft is a worldwide leader in computer software, 

services, and solutions for businesses and consumers. Since 1979, Microsoli has been 

headquartered in the Redmond. Washington area. MicrosoH currently employs nearly 40,000 

people in the Puget Sound region and occupies nearly 8 million square feet of facilities at its 

Redmond campus. 

12. Microsoft has a long history of technical innovation in the software and 

hardware products it develops and distributes. 

13. Microsolt's products include Xbox video game consoles, various versions of 

which have been sold to consumers since 2001. X box has grown in popularity over the years 

and is now one of the most widely-sold video game consoles on the market. 

14. Over the years that X box has been sold, some versions have had wireless 

Internet connectivity ("WLAN") built-in and some versions have had optional WLAN 

connectivity. All versions ofXbox that include hardware and soh ware that allows for WLAN 

connectivity also offer an alternative, wired connection to the Internet. Xbox video game 

consoles function as video game consoles, regardless of their ability to connect to the Internet. 

15. Microsoft relics upon third-party suppliers to provide an intcd~lce to WLAN 

connections. The WLAN interLlce provided by these third-parties is one of many components 

that underlie the operation and li.mctionality of the Xbox consoles. The WLAN interface does 

not enable any of Xbox's core video gaming functionality. Instead. it simply enables WLAN 
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connectivity lor those consumers who choose to use that functionality. 

16. Microsoli hardware and sort ware products that provide users with H.264 

technologies further provide substantial other features and functions. By way of non-limiting 

example. personal computers in various configurations offer the end-user mvriacl features and 

functionality. I 1.264 technologies provided through Microsoli soli ware supplied to computer 

and other equipment makers represent but a fraction of the end price for such products. By 

way of' further non-limiting example, Microsoft's Xbox video game console provides video 

game play without reliance upon any 1-1.264 technologies that may be made available to users 

through other features and functions. 

17. Microsoft also relies upon third-party suppliers in at least some instances for 

H.264 technologies. 

18. Upon information and belief. Defendant Motorola, Inc. is a corporation 

organized under the laws of Delaware with its principal place of business at 1303 East 

Algonquin Road. Schaumburg, Illinois 60196. On information and belief, Defendant Motorola 

Mobilitv. Inc. is a whollv-owned subsidiary ofMotorola, Inc. and is organized under the laws 
o' ' • • 

of Delaware having a principal place of business at 600 North U.S. Highway 45, Libertyville, 

Illinois 60048. On information and belief', Def'cndant General Instrument Corporation is a 

wholly-owned subsidiary of Motorola Mobility, Inc. and is organized under the laws of 

Delaware having a principal place of business at I 01 Tournament Drive, Horsham. 

Pennsylvania 19044. Motorola. Inc., Motorola Mobility, Inc., and General Instrument 

Corporation will be referred to collectively herein as "Motorola" or "Defendants". 

.JURlSDICTION AND VENUE 

19. This Court hasjurisdietion over the subject matter of this dispute pursuant to 28 
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U .S.C. § 1332, because this is an action between citizens of eli fTc rent states and because the 

value ofdeclaratorv and injunctive rclicfsouuht. the value of Microsoft's riQhts this action will 
ol • '- • .._ 

protect and en f(xcc. Microsoft· s damages. and the ex tent of the injury to be prevented exceed 

the amount of$75,000, exclusive of interest and costs. 

20. On information and bclicL Defendants are subject to this Court's personal 

jurisdiction, consistent with the principles of due process and the Washington Long Arm 

Statute. at least because Defendants maintain of'liccs and/or i~lcilitics in the Western District of 

Washington, offer their products for sale in the Western District of Washington, and/or have 

transacted business in this District. 

21. Venue is proper in this district pursuant to 28 U.S.C §§ 1391 (a), 1391(c), and 

1391(d). 

BACKGROUND 

Introduct'ion to Standards 

22. New wireless and video coding technologies typically arc only broadly 

commercialized after service providers and device manufacturers agree on compatlblc 

technology specifications 1(1r related products or services. For virtually all successful wireless 

and video coding technologies, that process has involved inclusive. multi-participant standards 

development cm1rts conducted under the auspices of leading standards development 

orga11izations. 

23. Standards play a critical role in the development or wireless and video coding 

technologies. Standards lilcilitate the adoption and advancement of technology as well as the 

development of products that can intemperate with one another. Companies that produce 

products compatible with a standard can design products by rclcrcncing only the standard 
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documentation, without the need to communicate separately with every other company with 

which their products may need to intemperate. Companies producing products that implement 

and arc tested to a standard facilitate intcropcrability among dirlcrcnt products, and consumers 

of those products can be conlident that products from multiple vendors will work together as 

intended under the standard. 

24. As a practical matter, the technologies that are used to allow a consumer 

electronics device to connect wirelessly to the Internet must be described in standards adopted 

by a recognized SDO (standard development organization), and thereby accepted by key 

industry members, in order to be commercially successful. For example. Microsoft could not 

purchase third-party goods that enable its X box devices to connect wirelcssly to the Internet 

unless those goods were compatible with standards described by an SDO. 

')' _)_ Correspondingly, video technologies that are used to allow a consumer 

electronics device to display video encoded pursuant to any particular coding protocol must be 

described in standards adopted by a recognized SDO, and thereby accepted by key industry 

members, in order to be commercially success ltd. For example, Microsoli and computer 

makers could not purchase third-party products or sort ware that provide reliable video 

decoding and image generation unless those products or soli ware were compatible with 

standards clcscribccl by an SDO. 

26. In order to reduce the likelihood that implemcntcrs of their standards will be 

subject to abusive practices by patent holders, SDOs have adopted rules, policies and 

procedures that address the disclosure and licensing of patents that SDO participants may 

assert in relation to the practice of the st:mdard under consideration. These rules, policies 

and/or procedures arc set out in the intellectual property rights policies ('"II'R policies'') of the 
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SDOs. 

27. Many IPR policies- incluclinQ those at issue in this litiuation- encouraQe or - - ~ 

require participants to disclose on a timely basis the I PR, such as patents or patent applications. 

that they believe arc sufl!cicntly relevant to standards under consideration. Sometimes the 

policy in question permits the patent holder to instead disclose that it likely holds such IPR 

without identifying specilic patents. These disclosures permit the SDOs 'md their members to 

evaluate technologies with full knowledge oi'relevanl patent holders and disclosed IPR that 

may affect the costs of implementing the standard. 

28. Unless the palm! holder spceilically discloses that it is not willing to provide 

licenses under reasonable and non-discriminatory terms and conditions. II'R policies-

including those at issue in this litigation- require participants claiming to own "essential'' 

patents to oJTer licenses for those patents to any impiL·mcntcr oft he standard on reasonable and 

non-discriminatory terms and conditions. As their inclusion in the IPR policies of various 

standards development organizations suggests. such commitments arc crucial to the standards 

development process. They enable participants in standmds development to craft technology 

standards with the expectation that an owner of any patented technology will be prevented 

from demanding unfair. unreasonable, or discriminatory licensing terms and thereby be 

prevented lrom imposing undue costs or burdens on them on parties seeking to implement the 

standard. 

\Virclcss LAN Standards 

29. Motorola's unlawful licensing demands pertain in part to patents that it claims 

are ''essential" to a widely practiced st:mc!ard for \Virclcss Internet connectivity kno\vn as 

"WLAN'' "Wi-Fi," and/or '·X02.11." 
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30. WL/\N enables an electronic device to access the Internet wirelcssly at high 

2 speeds over short distances. \VLAN networks typically consist of one or more access points 

3 that arc connected to an Ethernet local area network, each of which communicates by radio 

4 signals with devices such <IS nptebook computers and other c.lectronics devices_ 

5 31. The use of WLi\N technology has grown in the United States since its 

6 introduction in the 1990s. Manufacturers now offer WI ,1\N connectivity in various devices I(Jr 

7 vanous reasons. 

8 
32. WLAN is based on the 802.11 wireless networking standard developed by the 

Institute of Electrical and Electronics !engineers (''IELE") beginning in the early 1990s. The 

10 
initial 802.11 protocol ("legacy 802.11 ")was released in 1997. Since then, there have been a 

II 
number of amendments issued. the mosl important or which arc 802. I I a (I 999), 802.1 I b 

12 

13 
(1999). 802.11 g (2003), and S02.11 n (2009)_ 

14 
I L264 Standards 

15 Motorola's unlawful licensing demands pertain in pan to patents that it has 

16 iclcntitied to Microsoft in relation to 11.264 tcclmologics. 

17 

18 

19 

20 

21 

22 

7' --' 

24 

') -_) 

34. 1-1.264 technologies provide video decoding in such applications as DVD 

players. videos available i(Jr downloading or replay on the Internet, web software, broadcast 

services. direct-broadcast satellite television services, cable television services, and real-time 

vidcocon fcrcnci ng. 

35. The usc oi' 11.264 technology has grown in the United States since its 

introduction. tvlanubcturcrs now offer 1-1.264 connectivity in various software and devices for 

vanous reasons. 

36. 11.264 technology was developed as a standard set of technologies at least in 
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part through the auspices of the International Telecommunications Union C'ITU'"). 

Motorola's Involvement in Development nfthe \VLAN Standards 

37. The stand:trel setting arm or IEEE, the IU'E Standards Association ("'IEEE-

SA'')- promulg8lcs technical standards in a variety of tielcls_ including telecommunications. 

IE IT-SA had an IPR policy at the time it was drarting the 802.11 (WI.AN) protocols. Under 

the IPR policy. when individuals participating in liTE standards development came to believe 

that a company, university, or other patent holder owned patents or patent applications that 

might be '·essential'" to implement an I EEF standard under development. IEEE-SA would 

request Letters or ;\ssurancc fi·om those entities_ 

38. The requirements for the Letters or Assurance sought by IEEE arc set forth in 

Clause 6 of the IEEE-S;\ Standards Board 11ylaws. 

~9. ;\ccording to IEEE's II'R policy. Letters of Assurance_ once provided. arc 

irrevocable and shall be in force at least until the standard's withdrawal. 

40. I r the [.etters ol- Assurance were not provided I(Jr patents asserted to be 

"essential" by participants. the IEIT: working group either would revise the standard so that 

compliance could he achieved without racing any potential issues related to such patent(s)_ 

discontinue work on the standard altogether, or otherwise proceed in a manner consistent with 

the non-disclosure and lack of Letters of Assurance in order to seck to minimize the risk that 

participating and relying entities would be exposed lo discriminatory patent assertions and/or 

unrcasonahlc licensing terms. 

41. Motorola h<lS represented to Microsoft that it owns rights in a number or patents 

and pending applications that il asserts arc or 1nay become '·essential'' to comply with one or 

more amendments to the 802.1 I standard. 11y way of example, Motorola has represented to 
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Microsoll that the I(JI!owing patents. among others. arc or may become ""essential"' to comply 

"ith one or more amendme-nts to the X02.11 standard: L:.s. Patent :--Jos. 5.31 <).712: 5.311.516: 

5,572.1 '!3: 5.311.516: and 5J>3(J.223. The full list of patents is provided in 1\ppcndix i\. 

~licrosotl docs not concclk th<>t such listed p<>knts arc either --essential .. to the B02.11 

standards or that such patents are practiced in the implementation of such standards in anv 

:vticmsotl products. 

42. On information and belie I·. Motorola obtained rights to several of the \VL/\:--J 

patents it has represented as .. essential .. through its recent acquisition of Sy mho! Technologies. 

Inc. (""Symbol .. ). 

43. l'rior to the releases ol.the 802.11 protocols. Motorola and Symbol submitted 

Letters oL\ssur,mec to the IFF!' pursu<>ntto Clause(> of the 11-:I·:J<:-Si\ Standards l~oard 

Byb\\'.s with rc.spc-ct to those protocol.s. guarantl:cing that any ··csst:ntial" paknts \\otdJ he 

licensed under rc·asonablc and non-discriminatory terms cllld conditions. !loth 'v1otorola's and 

Symbol's !.etters of Assurance apply to any ""essential"" patents they then held as well as any 

other .. essential" patents they subsequently obtained. 

-1-1. In reliance on these letters of assurance. !FEF released the X02.11 standard and 

various amcndm~nts to that standard vvhich \lotorola asserts incorpnratcd \1otorola's and 

Svmblll's patented technology. On inllmnation and hclicL once Motorola ami Symbol 

disclosed that the) likclv held essential patents. ahscnt a licensing commitm~nt Ji·om them to 

the cllectthatth~y would ol'lcr lic~nscs I<> ""essential" patents on reasonable am! non-

discriminatory h:nns and conditions. the rdc\ant IFI·:J·: working groups \\uu\J ha,·c either 

revised the standards. employing altcrn~IIivc technologies insll'ad, stopped \\orking on the 

prut~1culs or taken other actions. 
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45. In submittin~ its Letter or Assurance pursuant to the applicable 11'1-:1' IPR 

policy, tvlotorola entered into em actual or implied contract with liT I'. f(>r the benefit or IFI'I' 

members and any entity that implements the X02.11 stanuard. Motorola is bound by its 

agreements to oiler licenses consistent \\·ith the rci'crcnccu liTE byla\\s. 

46. Similarly, Symbol. in submittin~ its l.cttcr or Assurance pursuant to the 

applicable IEEF II'R policv. entered into an actual or implied contract \lith I FIT. ror the 

benefit or II'LI·: members crnd any other entity that implements the 802.11 standard, and 

'dotorola is bound by thcll commitment. 

Motorola's Involvement in Development of the 11.264 Standanls 

47. The rn; is the leading l'nitcd :\at ions agene' t(>r inf(>rntation and 

communication technology issues. and the global focal point for govc:rnl1ll'llts anJ the pri\ate 

sectur in dneloping net\\llrks and seniecs. The rn.r historically has coordinated the shared 

glubalusc or the mdio spectrum. promoted international cooperation in assigning satellite 

orbits, worked to impro\·c telecommunication infl·astructurc in the de\·cloping \\OrieL 

established the wor!Jwide standards that !"os1cr seam Jess interCl)I111CCtiun uf <I \'aSt range of 

u>mmunications systems and addressed the ~lobed challenges of· nur times. such as 

strcngt hen i ng cy bcrst:curi t y. 

48. In conjunct inn "ith its cf'f(lrts to provide standards in suppnrt nr its stated goals, 

the ITl.I-T requires that its members and participants adhere to the Common Patent Policy 

stated aho\'c. 

---19. ,-\ccurding tu l'!'li-T":-. IPR pu!ic:. Patent Stall'J11L'Il1 anJ LicL·nsing Declarations. 

Olll'C provided. arc irrevocable "nd si1C1ll he in force at least until the standard's" ithdrawal. 

:iO. 11· the Patent Stellcment and l.ieensing lkclar:l\inns \\ere not pro,·idcd for 

AMENDED AND SUI'I'I.F.~IFNTAL 
COMPLAINT- 13 I \\\OJ-ri(J-'1 

H.\.\'1 Fl ,SO\ 11.\IW](;_\r"\ LE\ II ,\ I OLI.EF-"'0\0 LLI' 
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rein ant p<~tcnts i"rom participants I(JIIowing disclosures relating Ill essential paknts, the ITll-T 

either would re,ise the standard so that compliance could be achie,ed without lircing an) 

potential issues related to such patcnt(s). discontinue work on the standard altogether. or 

otherwise proceed in a manner consistc·nt \\·ith the non-disclosure and lack ur Patent Stakmcnt 

and I .iccnsing Declarations in order to seck to minimize the risk that participating and rdying 

entities \\"Otdd be \ . .'xposl·d to discriminator~ patent assertions <.IIH.L'or unrcason~Ibk licensing 

terms. 

51. Motorola has reprcscntc·d tu ~'licrosllt't and others that it o\\ns rights in a 

number of patents and pending applications that arc or may he embodied fully or partly within 

11.2!J-l technologies as endurscd by the ITl !-T and has identified these patents tu Microsoft. 

Microsoft docs nut concede that such listed patents me either "cssc·ntial" to the· 11.26-l standard 

nr arc practiced in the implementation ol· such standard in any Microsoll products. 

-~ )_ .. Motorola submitted l'alL'trt Stcrtcmcnt and l.icc·nsing Declarations to the ITL i 

pursuant to its ClHnmon Patl:nt Policy \\ith respect to those protocols. guaranttcing that 

tvlotorola·s identilied ratents would he licensed under reasonable and non-discriminatory terms 

and conditions. 

53. In reliance on these Patent Statement and Licensing J)cclarcllions, the JTLLT 

pmcecdcd with the 11.26-l standard and \'arious amendments to thcrt standard which Motorola 

asserts incorporated Moturola's patented lcchnulr>gy. On information and belief. absent the 

!'alent Statement amll.iccnsing lkclm<1tiurrs lc>llowing such disclusures. the ITli-T \\uuld 

han! L~ithcr rcYisL·d the standards. employing altcrnatin: tcchnolugiL'S instead. stnppcd \Yorking 

on the protocols or taken othu actions. 

5-l. ln submitting its Patent SUtcment and l.icensing J)cc\arations pursuant to the 

AIVIENIJED A Nil SCI'I'I.EMI·:NTAL 
COM I' LA I l-IT - II 1\\\\)[)1([~ 

ll.\~1~.1.~0'\ 11.\I{IHC.\.'\ I.F) II,\ llll.Ltt"O'\ 1.1.1' 
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applicable !Tll-l policy, i'vlotorola entered into an actual or implied contract with the !Tli-T_ 

f(>r the bene lit ur !Tl Ll members and ~my entity that implements the H.264 technologies. 

I !vlotorola is buund by Its agrce·mc·nts tuoller licenses consistent with the rekrcnccd ITL:-T 

'I 

Common Patent Policy. 

iVJicrosoft's Reliance on Commitments with l~cspcd to \VL\N and I L264 Technologies 

55. Microsol\ has participakd in the dcvclopmei!l oi'the !FIT WLAN standards. 

56. 'vlicrosoll ami other companies participating in the development oi' Wl.;\"1 in 

11-:l·T. relied on 'vloturola's commitments to ensure· that the rovaltie·s Vlotorola \llndd seck 

\\·ould conform h) the promiSL'S made hy J'v1otorula. 

57 In reliance <lll the intet'ritv or the S])(} ]li\Kcss and the commitments made b) 

IV!otorola and others rcg~mling WL;\N patents they deem --essentiaL" Microsoii began 

providing its Xho.\ \'ideo g.:une consoks \vith \VL..\.\J ClH11K'cti\ ity. By \\'~lY ur cxmnplc. 

\1icmsol\ purchased and incorporated into its :\bus )60 video game' consoles third-partv-

nlanulclcturcd intert;Iees th"t prm·ide Xhos .\6lJ devices \\ith \\.J.,\'-' connectivity. Microsoli 

made its decision to pro\ ide its Xbl1.\ ,-jdcu ganJL· consoles \\·ith \\'1./\l'\ C01111Lctivity in 

reliance on. and under the asslll!lpticlll that. it and/or any third p~n·ty supplier could avoid patent 

litigation and take a license to "essential" patents that 'VIotorola. or any other compam 

submitting a Letter or Assurance. holds\\ ith regard to the \VI.AN standard under lLU'·s \\ell 

publicized ll'R policv. 

.5X. rv1icroso!t <.md other lll<li1Lli~1Lturcrs or \VI.!\I\-cumpliant lkviccs necessarily 

J\:liL·d on thL' as~;urancL·~· n!' JX1r1icipating p~llcnt holders including \·lotorula that an) 

"essential" patents held by such patent holders would be av-ailable l(>r lice'nsing by 

impkmcntcrs l)r the standards Pn such tl'rms . 

A~lENDEIJ A Nil Slii'I'LEMENTAL 
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59. tvlicrosoli has participated in the development or the 11.264 technologies. 

GO. lvlicrosoft ~tnd other companies participating in the dcxclnptncnt oflL264 under 

the auspices oft he lTU relied on Motorola's commitments to ensure that the royalties 

Motorola would seck for "essential" patents would conform to the promises made by Motorola. 

61. Correspondingly, in reliance on the integrity of the SDO process and 

specifically the commitments nwcle by l'v1otorola and others regarding patents related to 1-!.264 

technologies~ T'vlicrnsort began providing its 1-1.264 technology c;:tpZ~hility in its Xhox video 

game consoles. Microsoli made its decision to provide its X box video game consoles with 

11.264 technologv in reliance on, and under the assumption that, it and/or any third party 

supplier could avoid(Xttcnt Jiligatinn and to1kc a license to any "essential" palents held by 

i'vtotorola, or any other company suhmilting a Patent Statement and Licensing Declaration, 

under the ITU-T's well-publicized !PR policy. 

62. i'vlicroson m:tdc similar investments in other llelds, including Windows 7 and 

Windm1·s Phone 7, based upon Motorola's representations in rcl:Jtion to the 11.264 technology 

slandards. 

G3. Microsoli and olhcr manufacturers and supplins oiT1.2G4 compliant technology 

necessarily relied on the commitments or Molnrola nnd others to license their "essential'' 

palcnts under these terms. 

1\lotorola's Brcad1 ofits Contractual Ohligalion to License Its Idcntilictll'atcnts on The 
PnHni.sl'd Terms 

G4. In willful disrcg~ml of' the commitments it made to IEI'lE :md the JTU-T, 

Motorola has refused to c:-:tcnd to l\1icrl1sof'l a license consistent with 1\loiorola's promises for 

any orl'v1otorohl's "essential'' patents. 

AM ENnEn AND Stii'I'LEMENTAL 
CO~IPLAINT- I(, 1.1\W OI'FJCI\~ 
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65. Instead, Motorola is demanding royalty payments that arc wholly 

disproportionate to the royaltv rate that its patents should command under any reasonable 

calculus. Motorola has discriminatorily chosen Microsoll's Xbo~ product line and other multi-

function. many-lcaturcd products and sort ware. such as Windows 7 and Windows !'hone 7 and 

products incorporating Microson soft1v~tt"C. for the purpose ofestmcting unreasonable royalties 

from Microson. 

6<1. By way or non-limiting c.xampk each Xbr" device includes substantial 

sort ware and many computer chips and modules that perform varil1US functions. including 

cnahling Xbo~'s core lcmctionality as a video gaming machine. Of those. the Xbox console 

includes one- an intcrl~cc provided to Microsol\ by third-parties -that allows consumers 

optionally to connect an Xbo~ to the Internet using a \VL;\N connection. 

67. The third-party WL1\N intcrl[rcc docs not enable any of Xbo~'s core video 

l!aminl! i'unctinnalitv. In addition. Microsoli allows consumers an alternative, wired method to 
~ ~ ~ 

connect to the Internet. This alternative method docs not require usc of any WL;\N 

technology. 

68. By way or ll1rther non-limitlng example. each personal computer running 

Windows 7 includes substantial sort ware and many computer chips and modules that pcrl(mn 

various lcmctions, including those related to the general opcr,rtion of a computing device. Of 

those, each personal computer incluclcs just a portion directed to H.:Z64 technologies. 

69. By \Yay or l'urthcr non-limiting example, each sm<.~rtphonc running \Vindows 

I' hone 7 includes substantial sol\ ware and many computer chips and modules that pcri'orm 

v'rrious functions, including those related to the general and particularized operation of a 

smartphonc independent oi' H.264 technology. Of those. each smartphonc includcsjust 'I 

AMENI>ED ANI> SUI'I'LEMENTAL 
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portion directed to 11.264 technologies. 

70. 13y letter to Microsoi't, dated October 21,2010, Kirk Dailey, rv1otorola's 

Corporate Vice President lntcllcctual Property. stated that a royalty f(>r a license to its 

purported "csscnti'li .. patents must he based on ·'the price oCthe end product (e.g .. each Xbox 

360 product) and not on component sollwarc.'· The cost oCthc chips and associated 

components that provide wireless connectivity li1r Xbox 3(>0 consoks is a small ti·aetion ol'the 

overall cost of the device. Motorola thus seeks a royalty on cnmponcnts of X box 360 which 

arc dispruportionatc to the value and contribution of its purportedly ·'essential'' patents and has 

declined to oi'lcr a license to its purported "essential'' patents unless it receives exorbitant and 

discriminatorv rovalty payments to which it is not entitled. On inl\mnation and bclicL 

Motorola has not prcviouslv entered into a license agreement t\)r its purported "essential" 

patents that is compar,1ble to the demand made ol' M icroson. Motorola has thercbv rclused to 

oiler to licc·nsc the patents al a rc·asonable rate. with rcason[rblc terms. under conditions that arc 

demonstrably li·cc or any unfair discrimination. 

71. J)y letter to Microsort, elated October 29, 20 I 0. Kirk !),·riley, Motorola's 

Corporate Vice !'resident lntellcc1Ual Property. stated that a royalty l(·>r '1 license to its 

identillcd patents must be b'rsed on "the price ol'thc end pmcluct (e.g., each Xbox 360 product. 

each I'C/laptop. each sm,rrtphonc. etc.) anclnmcm component soli ware (e.g .. Xhox 360 system 

soliwarc. Windows 7 soliwarc. Windows Phone 7 soliwarc. etc.) ... The cost ol'such 

cotnponcnt solhvr~rc and any inter-related hardware- is a small rrm:lion of' the overall cost of the 

listed devices. fvlotorola thus seeks a royalty on solhv,uc and horclware components or X box 

360 and other devices that arc' unrclalccl to its idcntilled patents and has clcclincd to oflcr a 

license unless it receives esorbitant royalty payments to which it is not entitled. On 

AMENIJEIJ ANI) Stii'I'LEMENTAL 
COMPLAINT- I g I All' UITI!TS 
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inl(mnation and belie[ MotorL1ia has not previously entered into a license agreement l(n its 

iclentiliecl patents th~1t is co1nparablc to the demand mack ofl'vlicrosort. i\lotorola has thereby 

rcl"used to oiler to license the patents at a reasonable rate. with reasonable terms. on a non-

discriminaton· h~1sis. 

72. Motorola h~1s represented th:1t it possesses patents ··cssenti,,["" tL1 such 

implementations. On that b:JSis, Motorola is required to tender to implcmcntcrs of the standard 

an oiler to license its '"essential'" patents in all respc'CtS consistent with its binding assurances to 

the IEEE, the lllJ. and their participating members. Motor(l[a's demands constitute a breach 

of its WLAN and 11.264 commitments. 

The Motorola Aftiliatcs tile Several Patent lnf•·ingcmcnt Actions 

in Violation of their Contractual Commitments 

73. On November 10.2010. Motorola Mobility 'md General Instrument 

(collectivelv. the '"Motorola Al"liliates") liled t\\·o complaints l(1r p:1tent infringement against 

Microsoll in the Federal [)istrict Court for the Western District or Wisconsin. Case No.3: I 0-

CV-699 (the""()')') Action") and Case N(l. 3:10-CY-700 (the '"700 Action")). 

7 .j. The ()99 Action involves the l()llo\\"ing three patents: U.S. Patent Nos. 

7.31 <U74: 7.310.375: and 7.31 !U76. These three patents arc among those Defendants claim 

arc necessary or essential to practice the 1!.264 stand,ll"ll. In the C>'!'J Action. the Motorol:, 

;\l"liliatcs arc seeking- among other forms ol· relic I'- to permancntlv enjoin Microsoll Ji·om 

practicing these patents. 

75. The 700 1\ctinn im·olvcs se,·cn other patents: LJ.S. Patent Nos. (>.9R0.596: 

7.1G2.094: 5.319.712:5.357,571: 6.(169,8%: 5,311.5](,: and 6.6R6.931. ;\t least six of these 

patents arc among those that Defendants claim arc necessary or essential to practice the WI .AN 

A~IENIJEIJ AND Slii'I'LE~1ENTAL 
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or 1!.264 standard. In the 700 i\ction. the Motorola i\fliliatcs Jrc seeking- among other forms 

of relief-to permanently enjoin Jvlicrosoft h·om practicing these patents. 

On November 22. 20 I 0. the IV!otorola /\fliliatcs filed a complaint lor patent 

4 inJi·ingcment against Microsoli with the lntcrnational Trade Commission (''lTC') captioned In 

5 1h~ Mauer o(Cerlilin (ioming and Elllerlainm~nl Consoles. 1\e/oied So(i1mn'. and 

6 Componen/.1 lhcrco((lTC Case No. 337-TA-752) (the "ITC ;\ction .. ). 

7 77. The Motorola ;\rllliatcs' lTC 1\ction involves live patents: U.S. Patent Nos. 

6.9R0.596: 7,162,()<)4: 5,319.712:5.357.571: and 6.069,896. All of these p<~tcnts arc <~mong 

9 
those that Dckndants claim arc neccssarv or essential to practice the \VLAN or 1!.264 

10 
standard. In the lTC case. the Jvlotorola 1\I'JI\iatcs arc seeking- <111long other Jt)nns of relief--

I I 
to exclude !\1icrosoJ't !'rom importing. markcling, advertising. distributing: o!'!Cring for sale, 

12 

13 
selling. or transiCrring any products that practice these patents. 

14 
The 61J'J Action. 700 Action. and the ITC Action arc cnllcctivcly rciCrred to as 

15 the "Motomlcl Patent Actions ... The patents that arc the subject ul' the Motorola !'a tent Actions 

16 and that arc also included among those patents that Defendants claim e~rc necessary or essential 

I 7 to practice the WI ,AN or 11.2(,4 standc!rd arc hcreai'tcr reiCrrcd to collcctivclv as the '·SDO 

I X Patents in Suit." 

19 

20 

12 

)' --' 
Z4 

25 

7'). With respect to each of the SDO Patents in Suit. J)cfl·ndants have refused to 

offer !Vlicroson a license consistent with their contractual undertakings to the IEEE-SA. ITU. 

and their participating member~. Jnqead, J)e!Cncl;mts have cknl~lndcd royalty pa::ments that 

arc wholly clisproportion,llc to the royalty rate that ils patents should command under any 

reasonable calculus. 
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CLAIMS FOR RELIEF 

FlllST CAUSE OF ACTION 

(Breach OfContrad) 

Microsoll reallcgcs and incorporates by rckrcnce the alkgations set l(>rth in 

paragraphs 1-7'! above. 5 
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XI Dcknclants entered into express or implied contractual commitments with 

II'FL-S;\, the ITl.I-T, and their respective members and affiliates relating to the WLJ\N 

standard and I 1.264 technologies. 

X2. Each third party that would potentially impkrncnt WL;\N and! 1.264 

technologies WdS an intended beneJiciary oJ' those COntracts. 

83. Defendants were contractually obligated to otTer a license to any essential 

patents consistent with the applicable licensing commitments and the patent policy or the 

11~1-T-Si\ Standards Board l3ylaws and the IT\J-T, respectively. 

84. De!Cndants breached these CC\ntracts by refusing to otrL'r licenses to any 

essentinl patents (including the SDO Patents in Suit) under rc:tsonablc rates, with reasonable 

terms. and on a non-discriminatory basis. 

X5. The Motorola Al'llliatcs further breached these contracts by filing the Motorola 

Patent Actions_ which seek to enjoin Microsoft's implementation of the technology ol'thc SDO 

Patents in Suit and to exclude· i'vlicrosoli li·onL among other things. importing or selling 

products that implement the technology of the SDO !'a tents in Suit. To the e'tcnt this 

technology is actually necessary to implementation ol.thc relevant standards (as Defendants 

have asserted)_ Dcfemlants were obligated to oiler licenses to Microsoft on RAND terms. 

13ccnuse of its SDO contractual duties and the henellts Defendants receive from inclusion of 

AMENIH:Jl AND Sl!I'I'LEMENTAI. 
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their technology in SDO standards, and because Dckndants have breached their licensing 

2 
commitments bv !'ailing to ofkr licenses to Mierosort on RANU terms_ Defendants are not 

.1 
entitled to enjoin or exclude tvlicrosnl't from implementing the technology ofthe SDO 

4 Litigated Patents. Dckndanls have !~riled and refused to otTer the SDO Patents in Suit on 

5 RAND terms. and the Motorola ;\llilialcs initiated the !Vlutorola Patent ;\etions seeking 

improperly to enjoin or exclude Microsol\ from using the teclmolugv ot' the SDO Patents in 

7 SuiL 

8 
86. ;\sa result of these contractual hrc:JChes, Mierosol't has been injured in its 

9 
business or property, including cbmagcs associated with the cost of defending the impmperly 

10 
tiled Motorola Patent Actions, and is otherwise threatened by imminent ll)SS ofprolits, loss or 

11 
customers and potential customers. and loss of goodwill and product image. 

12 

87, Microsot't has suiTcrcd damages and irreparable harm, and will sutler further 
13 

14 
ci<mwgc ::mel irreparable harm. hy reason of each and all or the acts. practices, breaches and 

15 conduct of Dct'cndants alleged above until and unless the Court enjoins such acts, practices. 

16 and conduct. 

17 
SECOND CAUSE OF ACTION 

IS 
(l'romissor~- Estoppel) 

19 
88. Microson rerllcgcs ;mel incorporates by rckrcncc the allegations set l(lrth in 

:?0 

21 
p;nagraphs J. 79. 

22 X9. Dcrendants made a clear and dctlnitc promise to potential licensees through 

23 their commitments to IFFF and the tTlJ that the-y would license any essential paknts under 

24 reasonable rates. with reasonable tcnns. and on a non-discriminatory basis. 

25 90. The intended purpose ol' DeiC:ndant.s' promises W<lS to induce reliance. 

A~HcNIJEIJ AND SUPPLEMENTAL 
COMPLAINT- 22 I.\\\' UI:FI(.'J·:~ 

IJ.\.'\H:L."iOi\ IL\RRIC,.\1'.: u:Yll ,'\:TOLLEFSON 1.1.1' 
•YJ•J TJIIRD ,.\ Vl-'i\.'1 :F. SUIT!' -110P 
St:Xn I F. \\',\SI ll~(iTl l.'-J '!~ I<J-1 

'IT!. i.:'O~>JIJ23-J7111i 1':\\. (~llh) h2_>-:\:'l; 
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Dc!Cndants knew or should have reasonably expected that this promise would induce 

2 
companies producing products in wireless networking and 1-1.264 kclmologics. like l'vlicrosol\. 

to develop products compliant with the relevant standards. 

91. iV1 icrosoli developed and marketed its products ~mel services in reliance on 

5 Dclcndants' promises. as described above. including making their products and services 

6 compliant with WLAN technical standards and including 11.264 technologies in various 

7 Microsoli product olkrings. 

92. lk!Cndants arc estopped li·mn reneging on these pmmiscs to the lEU·: and the 

9 
lTU-T under the doctrine of promissory estoppel. 

10 
CJ3. lvticrosoft has been harn1cd as a result or its rt·asonablc reliance on Del'eJu.iants: 

11 
promises and is threatened by the imminent loss or prolits, loss or customers and potential 

12 

1
, 
_) 

customers. and loss or goodwill and product imnge. 

14 
94. Microsoll will sulkr irreparable injurv by reason ol'thc ~1cts and conduct or 

1- Dclcnclants alleged above until and unless the court enjoins such accts. practices and conduct. 
) 

16 
THIRD CAUSE OF ACTION 

17 

18 
(Waiv~r) 

19 
95. ivlicrusnll rcallcges and incorporates by rc!Crcncc the allegations set forth in 

paragraphs 1-7'!. 

21 96. Dclcndants c~prcssly slated in their declarations to llTF and the lTlJ that they 

22 would license any essential patents under reasonable rates and non-discriminatory terms. 

24 

Through this express statement. Dc!Cndanls voluntarily and intcntionallv 

waived their rights to obtain compensation !(Jr any essential patents I(H·thc WI.J\N and 1-1.264 

Ai\1ENDVIJ A Nil SUt'I'LEMENTAL 
COMI'LAINT- 23 1.-\1\'()]'f](f:<.; 

D.Y\'11-:LSO~ 11.-\RRIG.\:\ U.\'11 ~>:. TOLLEFSOi'\ LLI' 
'l'l'l TIIIRJ) .'\ Vl·.:<UL. Sl II rl· HOU 
SJ AITI.I". \\'_,\SIIIi':(o ro~ ·I~ IU-1 

II 1 .. /211"} "2.>-IIOIJ F.-\.'\_ 1 ~•)I>J r,~-'-~: 17 
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standards other than at reasonable rmcs and on non-discriminatory terms. 

'JS. lv1icrosofl will sulkr irreparable injury by reason of the acts and conduct of 

D<:lcndants alleged above until and unless the court enjoins such acts, practices, am! conduct. 

FOUHTII CAlJSE OF ACTIO!\ 

(Declaratory .Judgment That Defendants' Offers Do Not Comply with Their Obligations) 

99. Microsoft real leges and incorporates by re!Crencc the allegations set forth in 

paragraphs 1-79. 

I 00. There is a dispute bctwccnthc parties concerning whether Defendants have 

oflcrcd to license to Microsoft patents consistent with Ddcndants' declarations and the 

rc!Crcnced policy of the IEEE-SA Standards lloard and the ITU-T. 

I 0 I. The dispute is of surliccient innnediacy and reality to warrant the issuance of a 

dec lmatory .i udgmcnl. 

102. Microsoft is entitled to a declaratory judgment that Ddcndants have no! otlcred 

license terms to Microsoli conJ(mning to applic~blc legal requirements. 

PRAYER FOR RELIEF 

\VIIERFFORF, iv1icrosoli prays for relief as fi>llows: 

!\. Adjudge and decree that Dc!Cndants arc liable for breach or conlrael: 

Adjudge and ckcrcc that Defendants arc liable for promissory estoppel: 

c Enter judgment against Dckndanls lilr the amount of damages that Microsoti 

proves at trial: 

D. l~ntcr ajudgn1cnt <:!Warding l\11crosoft its cxpcnscs, costs, and attorneys fees in 

accordance with f-lulc 54( d) of the Federal Rules of Civil Procedure; 

E. Prelimin~rrily and pennancnlly enjoin Dcknclanls from further demanding 

excessil'e royallies li·om Microsoft that arc not consistent with Dclcndants' obligations. and 

AMENilEil ;\I'; I) SL!I'I'l,EMENTAL 
COMPLAINT- 2,1 L\1\' OFI'HTS 

1)_\:--IELSO:\ 11.\RRH;.\;\ LU II~'" TOLLEI-SO~ LLI' 
')')') I J II f.: I J i\ \' 1·:!\ I_ I E. S LTI I_ 4-HJO 
SL.-\'1-11_1:, 1\',\SHII\Ci'JO:-..' tJXIU1 

li'L, (~0(,1 1<'3-171>11 F,\ \;, (201•) (j~_l-g7J7 
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from enforcing, or seeking to enforce, patent infringement cbims in the !v1otorola Patent 

Actions (or elsewhere) in breach or their RAND oblil(ations as allel(ed above: 
~ c 

F. Decree that DcJCndants have not oiTered rovaltics to l'dicrosoli under reasonable 

rates. with reasonable terms and conditions th<~l arc demonstrably rrce ol· :my unL1ir 

d i scrim i nat i 011; 

Ci. Decree that Microsoll is entitled to license rrom Uclcndants anv and all patents 

that L1ll within J)c!Cndants' commitments to the I rTE in relation to WLAN technology on a 

non-discriminatory basis on reasonable tc·rms cmd conditions: 

II. Decree that i'vlinosoli is entitled to license rrom De!Cndants any and all patents 

that Ldl within Dc!Cnclants· commitments to thL· ITU-T in relation to 11.264 technology on a 

non-discriminatory basis on re:Jsnnablc terms and conditions: and 

I. For such other and rurther relief as the Court deems just and proper. 

Di\TU) this :zY" day ur February. 20 I I. 

DANIELSON IIAI~I\ICiAN LEYH & TOLLLFSON LLP 

/s/ Christopher Wi,>n -~--
Arthur W !Iarrigan, Jr., WSl3A !11751 
Christopher Wion. WSI1i\ /133207 
Shane P. Cramer. WSil!\ #:l'i()')') 

T. Andrew Culbert. WSBi\ !!35')25 
David 1:'. Killough. WSI1i\ li21Jil) 
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i 

RULE 26.1 CORPORATE DISCLOSURE STATEMENT 

Pursuant to Fed. R. App. P. 26.1, Motorola Mobility, Inc., certifies that it is a 

wholly owned subsidiary of Google Inc., a publicly traded company (Nasdaq: 

GOOG).  No publicly held corporation owns 10% or more of the stock of Google, Inc. 

Motorola Mobility, Inc. owns 100% of the stock of General Instrument 

Holdings, Inc., which in turns directly owns General Instrument Corp.  No other 

publicly held corporation owns 10% or more of the stock of General Instrument Corp. 
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PRELIMINARY STATEMENT 

This appeal concerns the district court‟s issuance of an extraordinary injunction 

prohibiting Defendants-Appellants Motorola Mobility, Inc. and General Instrument 

Corp. (collectively, “Motorola”) from enforcing a German court‟s decision entitling 

Motorola to an injunction in Germany under German law against continuing 

infringement of German patents within Germany by Appellee Microsoft.  Claiming 

exclusive jurisdiction to adjudicate terms on which Motorola must license patents to 

Microsoft around the world, the District Court for the Western District of Washington 

has enjoined proceedings in the court of a foreign nation concerning that nation‟s 

patents, as practiced within that nation‟s sovereign borders.  This Court‟s precedents 

do not support this exertion of authority by a U.S. court.  

So long as this injunction stands, it offends international comity and the proper 

respect a U.S. court should express toward the courts of Germany.  It also disables 

Motorola from vindicating its rights under German patents and German law in the 

face of Microsoft‟s continuing infringement.  Motorola respectfully requests that this 

Court reverse the district court‟s ruling and vacate the preliminary injunction. 

JURISDICTIONAL STATEMENT 

The district court had jurisdiction under 28 U.S.C. § 1332.  This Court has 

jurisdiction under 28 U.S.C. § 1292(a)(1).  Motorola filed a timely notice of appeal on 

May 2, 2012 from the district court‟s entry of a “temporary restraining order” that was 

Case: 12-35352     05/30/2012     ID: 8196353     DktEntry: 14     Page: 10 of 61Case: 14-1089      Document: 10-2     Page: 66     Filed: 11/21/2013 (92 of 110)



 

 2 

in substance a preliminary injunction because of its indefinite duration.  On May 14, 

2012, the district court converted its temporary restraining order to a preliminary 

injunction, and Motorola filed an amended notice of appeal from that order on May 

16, 2012.  Because Microsoft‟s complaint is pleaded in terms of contractual rather 

than patent rights, this appeal is properly brought before this Court and not the Federal 

Circuit.  See Prize Frize, Inc. v. Matrix (U.S.) Inc., 167 F.3d 1261, 1264 (9th Cir. 

1999), superseded on other grounds by 28 U.S.C. § 1453 (removal of class actions); 

Air Prods. & Chems., Inc. v. Reichhold Chems., Inc., 755 F.2d 1559, 1562 (Fed. Cir. 

1985). 

ISSUES PRESENTED 

1. Did the district court err in issuing an “anti-suit injunction” barring 

Motorola from enforcing a German court‟s judgment entitling Motorola to 

an injunction under German law to stop Microsoft‟s continuing 

infringement of German patents within Germany? 

2. Did the district court abuse its discretion in finding that the likelihood of 

irreparable harm, the balance of hardships, and the public interest weigh in 

favor of issuing this “anti-suit injunction”? 

STATEMENT OF THE CASE 

On November 9, 2010, Microsoft filed a complaint in the Western District of 

Washington alleging breach of contract and related state-law claims against Motorola 
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UNITED STATES DIS1RICT COURT 
WESTERN DIS1RICT OF WASIDNGTON 

AT SEATTLE 

MICROSOFT CORPORATION, 

Plaintiff, 

No. Cl0-1823 JLR 

11 v. ORDER GRANTING IN PART AND 
DENYING IN PART MOTOROLA'S 
MOTIONS TO DISMISS, DENYING 
MICROSOFT'S MOTION TO DISMISS 
AND CONSOLIDATING CASE NO. 

12 MOTOROLA, INC., et al., 

13 Defendants. 

14 

15 

16 

17 

18 

19 

20 

MOTOROLA MOBILITY, INC., et al. 

Plaintiffs 

v. 

MICROSOFT CORPORATION, 

Defendant. 

I. INTRODUCTION 

C 10-1823JLR AND C ll-343JLR 

21 This matter comes before the Court on motions to dismiss pursuant to Fed. R. Civ. P. 

22 12(b)(l) and 12(b)(6) filed by Motorola, Inc., Motorola Mobility, Inc., and General Instrument 

23 Corporation (collectively, "Motorola") (Case No. Cl0-1823JLR, dkt. #57; Case No. Cll-

24 343JLR, dkt. #73), and Microsoft's motion to dismiss (Case No. Cll-343JLR, dkt. #74). 

25 Microsoft moves the Court to dismiss Case No. Cll-343 and to force Motorola to file 

26 counterclaims in Case No. Cl0-1823 under Fed. R. Civ. P. 13(a) and the first to file rule. 
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1 Having considered the memoranda, declarations, exhibits, oral argument, and the record herein, 

2 the Court GRANTS in part and DENIES in part Motorola's motions to dismiss (Case No. CI0-

3 1823, dkt. #57; Case No. C11-343, dkt. #73), and DENIES Microsoft's motion to dismiss 

4 (Case No. C11-343, dkt. #74). 

5 II. FACTUAL BACKGROUND 

6 In Case No. C10-1823JLR (the "contract case"), Microsoft filed suit on November 9, 

7 2010 against Motorola alleging breach of contract, promissory estoppel, waiver, and 

8 declaratory judgment. Microsoft alleges that Motorola entered into an actual or implied 

9 
contract with the Institute of Electrical and Electronics Engineers Standards Association 

("IEEE-SA" or "IEEE") and the International Telecommunications Union ("ITU") for the 
10 

benefit of their members and affiliates, including Microsoft. Microsoft alleges that Motorola 
11 

breached its obligations to provide licenses to purported "essential" patents on reasonable and 
12 

non-discriminatory ("RAND" or "FRAND") terms and conditions. Microsoft alleges that 
13 

14 

15 

16 

17 

Motorola became bound to contractual commitments imposed by the Standards Determining 

Organizations ("SDOs") when (1) Motorola chose to take part in the standard setting process 

for certain wireless internet technology, known as 802.11 or WLAN, and video coding 

technology, known as H.264, and (2) Motorola declared that it owned patents that were 

essential or necessary to implement those standards. Microsoft alleges that those contractual 

18 commitments obligated Motorola to offer licenses to these patents on RAND terms to 

19 Microsoft and all other potential licensees. Microsoft alleges that Motorola breached, and 

20 continues to breach, its commitments by failing to offer RAND terms by conditioning licenses 

21 to these technologies on a discriminatory and unreasonable royalty. Microsoft alleges that it 

22 provided H.264 and WLAN technology capability in its Xbox, Windows 7 and Windows Phone 

23 7 products. There are two portfolios of patents at issue in this case. 

24 In Case No. CII-343 (the "patent infringement case"), which was filed on November 

25 10, 2010 in the Western District of Wisconsin, Motorola Mobility, Inc. and General Instrument 

26 Corporation filed suit against Microsoft for patent infringement for Patents Nos. 7,310,37 4, 
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1 7,310,375, and 7,310,376 (Patents 374,375, and 376, respectively) with respect to Microsoft's 

2 Windows and Internet Explorer products. Dkt. #29. Motorola's patent infringement case 

3 arises under patent laws of the United States, 35 U.S.C. §§ 101 et seq. On January 25,2011, 

4 Microsoft filed an answer and counterclaim, in which it raises identical breach of contract 

5 claims as the contract case. On February 18, 2011, the Western District of Wisconsin 

6 transferred the case to this Court pursuant to 28 U.S.C. §1404. Case No. Cl1-343, dkt. #44. 

7 Only three patents (374, 375, and 376) are at issue in both the contract case and the 

8 patent infringement case. 

9 
III. STANDARD OF REVIEW 

A. Fed. R. Civ. P. 12(b)(6) 
10 Pursuant to Federal Rule of Civil Procedure 12(b)(6), the Court construes the complaint 

11 in the light most favorable to the non-moving party. Livid Holdings Ltd. v. Salomon Smith 

12 Barney. Inc., 416 F.3d 940,946 (9th Cir. 2005). The Court must accept all well-pleaded 

13 allegations of material fact as true and draw all reasonable inferences in favor of the plaintiff. 

14 Wyler Summit P'ship v. Turner Broad. Sys., 135 F.3d 658, 661 (9th Cir. 1998). "To survive a 

15 motion to dismiss, a complaint must contain sufficient factual matter, accepted as true, to 'state 

16 a claim to relief that is plausible on its face."' Ashcroft v. Iqbal,_ U.S.__, 129 S. Ct. 1937, 

17 1949 (2009). "A claim has facial plausibility when the plaintiff pleads factual content that 

18 allows the court to draw the reasonable inference that the defendant is liable for the misconduct 

19 alleged." Id. Dismissal can be based on the lack of a cognizable legal theory or the absence of 

20 
sufficient facts alleged under a cognizable legal theory. Balistreri v. Pacifica Police Dep't, 901 

F.2d 696, 699 (9th Cir. 1990). Dismissal is inappropriate unless it appears beyond a doubt that 
21 

plaintiff can prove no set of facts in support of the claim entitling him to relief. Livid 
22 

Holdings, 416 F.3d at 946. 
23 

24 

25 

The Court generally may not consider material beyond the pleadings in ruling on a 

motion to dismiss. Lee v. Citv of Los Angeles, 250 F.3d 668, 688 (9th Cir. 2001). However, 

the Court may consider material properly submitted as part of the complaint, may consider 
26 

documents whose contents are alleged in the complaint and whose authenticity is not 
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1 questioned, and may take judicial notice of matters of public record without converting the 

2 motion to dismiss to a motion for summary judgment.1 Id. 

3 B. Fed. R. Civ. P. 12(b)(l) 

4 · "If a claim is unripe, federal courts lack subject matter jurisdiction and the complaint 

5 must be dismissed." S. Pac. Transp. Co. v. City of Los Angeles, 922 F.2d 498, 502 (9th Cir. 

6 1990). A motion to dismiss for lack of subject matter jurisdiction is brought pursuant to Fed. 

7 R. Civ. P. 12(b)(l). "A claim is not ripe for adjudication if it rests upon contingent future 

8 
events that may not occur as anticipated, or indeed may not occur at all." Texas v. United 

9 
States, 523 U.S. 296, 300 (1998) (internal citations omitted). A claim is ripe for adjudication 

where "there is a substantial controversy, between parties having adverse legal interests, of 
10 

11 
sufficient immediacy and reality to warrant the issuance of a declaratory judgment." Principal 

Life Ins. Co. v. Robinson, 394 F.3d 665,669 (9th Cir. 2005). 
12 

13 

14 

IV. ANALYSIS 

A. Motions to Dismiss pursuant to 12(b)(l) and 12(b)(6) 

1. Breach of Contract Claim 

15 Microsoft alleges that Motorola "entered into express or implied contractual 

16 commitments with the IEEE-SA, the ITU-T, and their respective members and affiliates 

17 relating to the WLAN standard and H.264 technologies." Case No. C10-1823, dkt. #53 (Am. 

18 Compl.) ,81; Case No. C11-343, dkt. #37 (Countercl.) ,103. Microsoft also alleges that every 

19 third party, including itself, ''that would potentially implement WLAN and H.264 technologies 

20 
was an intended beneficiary of those contracts" and that Motorola was "contractually obligated 

21 
to offer a license to any essential patents consistent with the applicable licensing commitments 

and the patent policy of the IEEE-SA Standards Board Bylaws and the ITU-T, respectively." 
22 

Am. Compl. ,,82-83; Countercl. ,,104-105. 
23 

24 1Motorola has submitted numerous exhibits to contradict Microsoft's factual allegations and for 
25 varying other purposes. The Court has ignored these exhibits because they are improper and irrelevant 

at this stage of the pleadings. Dkt. #41 (Supp. Beamer Dec!.), Exs. 1-8; dkt. #58 (3d Beamer Dec!.), 
26 Exs. 7-8, 10-11; dkt. #63 (2d Supp. Beamer Dec!.), Exs. 3-5. 
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1 Microsoft alleges that Motorola breached the agreement by failing to offer licenses to 

2 Microsoft on RAND terms and by initiating patent actions seeking improperly to enjoin or 

3 exclude Microsoft from using the technology of the SDO Patents in Suit. Am. Compl. ,,84-

4 85; Countercl. ,,106-107. Microsoft alleges that Motorola's demand of fixed royalty payment 

5 based on the price of the end product is unreasonable and discriminatory because the 

6 components of the Xbox related to the essential patents is a small fraction of the entire device. 

7 I d. ,,64-72, 79; Countercl. ,85-93, 101. Microsoft also alleges that it has suffered resulting 

8 damage. Am. Compl. ,86-87; Countercl. ,108-109. 

9 
These factual allegations are sufficient to state a claim for breach of contract. N.W. 

10 
Inde.p. Forest Mfrs. v. De.p't of Labor & Indus., 78 Wn. App. 707,712 (1995); see Research in 

Mot. Ltd. v. Motorola. Inc., 644 F. Supp. 2d 788, 797 (N.D. Tex. 2008) (breach of contract 
11 

claim survived 12(b )( 6) motion where plaintiff alleged that defendant had "refused to extend 
12 

13 

14 

15 

16 

17 

FRAND ... licensing terms to [plaintiff] for any of[ defendant's] purportedly essential patents 

... and has instead demanded of [plaintiff] terms that are unfair, unreasonable, and, on 

information and belief, discriminatory."). 

Motorola attempts to insert a requirement that Microsoft negotiate the license terms 

prior to filing suit for breach of contract. During oral argument, Motorola argued that the IEEE 

and the ITU guidelines provide the legal basis for requiring negotiations. However, the 

18 guidelines provide no such requirement. There is no legal basis for Motorola's contention that 

19 Microsoft was required to negotiate the precise license terms prior to filing a breach of contract 

20 claim. Motorola also argues that the breach of contract claim should be dismissed because it 

21 seeks only an advisory opinion of what the terms of a RAND license would be. Dkt. #57 

22 (Mot.) at 13; dkt. #62 (Reply) at 9. Motorola is mistaken. Microsoft seeks, among other 

23 things, a determination of whether the flat royalty rate on the price of the end product was 

24 unreasonable and discriminatory where the allegedly essential patent was only a small fraction 

25 of the device. Accordingly, these arguments are rejected. 

26 
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1 a. Microsoft's breach of contract claim is ripe for adjudication 

2 Motorola argues that Microsoft's claims in the amended complaint were "not ripe 

3 because the contractual obligations to which Microsoft claims beneficiary status are designed 

4 to benefit 'applicants' for licenses on RAND terms" and "because RAND License terms were 

5 intended to be determined through bilateral negotiations between involved parties." Dkt. #57 

6 (Mot.) at 10-11. Again, Motorola has failed to provide any legal authority that requires 

7 negotiations as a precondition to a breach of contract claim based on RAND licensing 

8 commitments. 

9 
All that is required for a claim to be ripe is "a substantial controversy, between parties 

1 0 
having adverse legal interests, of sufficient immediacy and reality to warrant the issuance of a 

11 
declaratory judgment." Principal Life Ins., 394 F.3d at 669. As previously stated, Microsoft 

has properly pled a claim for breach of contract. Microsoft also alleges an immediate and 
12 

13 

14 

certain injury because Motorola's alleged breaches injured Microsoft's "business or property, 

including damages associated with the cost of defending the improperly filed Motorola Patent 

Actions." Case No. Cl0-1823, dkt. #53 (Am. Compl.) ~86; Case No. Cll-343 dkt. #37 
15 

(Countercl.) ~108. Microsoft also alleges that it is ''threatened by imminent loss of profits, loss 
16 

of customers and potential customers, and loss of goodwill and product image." Am. Compl. 
17 ~87; Countercl. ~109. 
18 

19 

20 

21 

Accordingly, Microsoft's breach of contract claim is ripe for adjudication. 

2. Promissory Estoppel 

Motorola argues that Microsoft's promissory estoppel claim should be dismissed 

because Microsoft has alleged a valid contract, and promissory estoppel is not a doctrine 

22 designed to give a party to a negotiated commercial bargain a second bite at the apple in the 

23 event it fails to prove breach of contract. Dkt. #57 at 15. At this early stage of the case, 

24 plaintiff may plead alternative causes of action, regardless of whether the claims are consistent. 

25 See Fed. R. Civ. P. 8(d)(2) & (3). 

26 
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1 Under Washington law, there are five elements of a promissory estoppel claim: (I) a 

2 promise (2) that promisor should reasonably expect to cause the promisee to change his 

3 position, and (3) actually causes promisee to change position (4) justifiably relying on the 

4 promise (5) in such a manner that injustice can be avoided only by enforcing the promise. 

5 McCormick v. Lake Wash. Sch. Dist., 99 Wn. App. 107, 117 (1999). 

6 Microsoft alleges that Motorola "made a clear and definite promise to potential licensees 

7 through their commitments to the IEEE and the ITU that they would license any essential 

8 patents under reasonable terms, and on a non-discriminatory basis." Case No. CI0-1823, dkt. 

9 
#53 (Am. Compl.) ~89; Case No. CII-343 dkt. #37 (Countercl.) ~Ill. Microsoft alleges that 

the intended purpose of Motorola's promises was to induce reliance and that Motorola "knew 
10 

11 
or should have reasonably expected that this promise would induce companies producing 

products in wireless networking and H.264 technologies, like Microsoft to develop products 
12 

13 

14 

compliant with the relevant standards." Am. Compl. ~90; Countercl. ~112. Microsoft alleges 

that it "developed and marketed its products and services in reliance on [Motorola's] promises, 

as described above, including making their products and services compliant with WLAN 
15 

technical standards and including H.264 technologies in various Microsoft product offerings." 
16 

Am. Compl. ~91; Countercl. ~113. Finally, Microsoft alleges that it has been harmed as a 
17 

result of its reasonable reliance on defendant's promises and is threatened by imminent loss of 

18 profits, customers, potential customers, goodwill, and product image. Am. Compl. ~93; 
19 Countercl. ~ll5. 
20 

21 

These facts are sufficient to state a claim for promissory estoppel. 

3. Waiver 

22 Motorola argues that Microsoft's cause of action for waiver should be dismissed 

23 because waiver is not a cause of action, but a defense. Dkt. #57{Mot.) at 16. Microsoft 

24 responds that Microsoft's waiver allegation is a predicate for a claim for injunctive relief. Dkt. 

25 #60 (Opp'n) at 20. During oral argument, Microsoft conceded that its waiver claim is part and 

26 parcel to its breach of contract and promissory estoppel claims. Microsoft has not cited, and 

ORDER REGARDING MOTIONS TO DISMISS - 7 

Case: 14-1089      Document: 10-2     Page: 79     Filed: 11/21/2013 (105 of 110)



Case 2:10-cv-01823-JLR   Document 66    Filed 06/01/11   Page 8 of 12

l the Court is unaware of, any legal authority allowing waiver as a cause of action, or as a 

2 predicate to a claim for injunctive relief. 

3 Accordingly, the Court dismisses Microsoft's waiver claim. 

4 4. Declaratory Jud&ment 

5 Motorola moves to dismiss this claim because it seeks the same relief as sought by 

6 Microsoft's other claims. Dkt. #57 (Mot.) at 16-17. Microsoft seeks declaratory judgment 

7 ''that Defendants have not offered license terms to Microsoft conforming to applicable legal 

8 
requirements." Case No. C10-1823, dkt. #53 (Am. Compl.) '1[102; Case No. C11-343 dkt. #37 

9 
( Countercl.) '1[124. 

10 

11 

To maintain a claim under the Declaratory Judgment Act, "a plaintiff must establish 

standing by showing 'that there is a substantial controversy, between parties having adverse 

interest, of sufficient immediacy and reality to warrant issuance of a declaratory judgment.'" 
12 

Scott v. Pasadena Unified Sch. Dist., 306 F.3d 646, 658 (9th Cir. 2002); see also Aydin Cor_p. 
13 

v. Union oflndia, 940 F.2d 527, 529 (9th Cir. 1991). Requests for declaratory judgment orders 
14 

15 

16 

17 

18 

19 

that merely impose the remedies provided for in other claims are duplicative and may be 

dismissed on that basis. Swartz v. KPMG LLP, 476 F.3d 756, 766 (9th Cir. 2007). A 

declaratory judgment is "not ripe for adjudication if it rests upon 'contingent future events that 

may not occur as anticipated, or indeed may not occur at all."' Hodgers-Durgin v. De LaVina, 

199 F.3d 1037, 1044 (9th Cir. 1999). 

Microsoft seeks the followingjudicia1 decrees: (1) ''that Defendants are liable for breach 

20 of contract"; (2) ''that Defendants are liable for promissory estoppel"; (3)''that defendants have 

21 not offered royalties to Microsoft under reasonable rates with reasonable terms and conditions 

22 that are demonstrably free of any unfair discrimination"; ( 4) ''that Microsoft is entitled to 

23 license from Defendants any and all patents that fall within [Motorola's] commitments to the 

24 IEEE in relation to WLAN technology on a non-discriminatory basis on reasonable terms and 

25 conditions"; and (5) ''that Microsoft is entitled to license from Defendants any and all patents 

26 that fall within [Motorola's] commitments to the ITU-T in relation to H.264 technology on a 
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I non-discriminatory basis on reasonable terms and conditions." Am. Compl., Prayer for Relief 

2 ~~A-B, F-G; see Countercl., Prayer for Relief~~J-K, 0-Q. During oral argument, Microsoft 

3 conceded that the reliefit was seeking is the consequence of the same ruling on its other 

4 claims, which is an injunction that requires Motorola to make a RAND offer. 

5 Accordingly, the Court finds that Microsoft's declaratory judgment cause of action is 

6 duplicative of its other claims. In its breach of contract claim, Microsoft alleges that Motorola 

7 was "contractually obligated to offer a license to any essential patents consistent with the 

8 
applicable licensing commitments and the patent policy of the IEEE-SA Standards Board 

9 
Bylaws and the ITU-T'' and that Motorola breached these contracts "by refusing to offer 

licenses to any essential patents (including the STO Patents in Suit) under reasonable rates, 
10 

with reasonable terms, and on a non-discriminatory basis." Am. Compl. ~ 83-84. Microsoft 
11 

also alleges that Motorola is "not entitled to enjoin or exclude Microsoft from implementing 
12 

l3 

14 

15 

16 

17 

18 

the technology of the STO Litigated Patents." Id. ~85. Microsoft seeks to "enjoin Defendants 

from further demanding excessive royalties from Microsoft that are not consistent with 

[Motorola's] obligations." Id., Prayer for Relief,~-

Based on the duplication between Microsoft's declaratory judgment claim and its other 

claims, the Court dismisses Microsoft's declaratory judgment claim. 

B. Microsoft's Motion to Dismiss with Leave for Motorola to File 
Counterclaims 

19 Microsoft seeks to dismiss Motorola's patent infringement case and to require Motorola 

20 to file its patent claims as compulsory counterclaims in Microsoft's contract case. Dkt. #74. 

21 
Microsoft brings the motion pursuant to Fed. R. Civ. P. 13(a) and the first to file rule. 

22 

23 

l. Compulsorv Counterclaims 

A counterclaim is compulsory if it "arises out of the transaction or occurrence that is the 

subject matter of the opposing party's claim" and "does not require adding another party over 
24 

25 

26 

whom the court cannot acquire jurisdiction." Fed. R. Civ. P. 13(a)(l). The Ninth Circuit 

applies the "logical relationship test" which "attempts to analyze whether the essential facts of 

the various claims are so logically connected that considerations of judicial economy and 
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I fairness dictate that the issues be resolved in one lawsuit." Pochiro v. Prudential Ins. Co. of 

2 Am., 827 F.2d 1246, 1249 (9th Cir. 1987). 

3 Here, the subject matter of the two actions are distinct. In the contract case, Microsoft 

4 contends that Motorola breached an agreement that was entered into for the benefit of certain 

5 third parties, including Microsoft, by refusing to offer licenses to essential patents under 

6 reasonable rates, with reasonable terms, and on a non-discriminatory basis, and by filing 

7 several patent infringement actions which seek to enjoin Microsoft from implementing the 

8 
relevant technology in Xbox, Windows 7 and Windows 7 Phone products. Case No. C 10-

9 
1823, dkt. #53 (Am. Compl.) ~~61-69. The facts underlying the contract case relate to 

Motorola's dealings with SDOs and Motorola's licensing and enforcement practices. The 
10 

11 
claims in the contract case arise under state law. In contrast, in the patent infringement case, 

Motorola alleges that Microsoft infringed patents 374,375, and 376 (which are three of the 
12 

13 

14 

15 

16 

17 

many patents at issue in the contract case) with respect to Microsoft's Windows and Internet 

Explorer products. Case No. Cll-343, dkt. #29. Motorola's patent infringement case arises 

under patent laws of the United States, 35 U.S.C. §§ 101 et seq. Id. ~7. 

Additionally, in its original complaint in the contract case and its answer and 

counterclaim in the patent infringement case, Microsoft concedes that "Motorola's breach of its 

commitments does not depend on ... whether Microsoft has infringed any valid Motorola 

18 patents." Case No. CI0-1823, dkt. #I (Compl.) ~8; Case No. Cll-343, dkt. #37 (Answer & 

19 Counter Claim) ~29. 

20 However, there will be some factual overlap between the two cases. As the Wisconsin 

21 District Judge Crabb noted, the result of the contract case could limit the damages available to 

22 Motorola in the patent infringement case if this Court determines that the royalty rate for 

23 licensing the 374, 375 and 376 patents were too high. Case No. Cll-343, dkt. #44. 

24 Additionally, if the parties do not negotiate a RAND rate, this Court will need to issue a RAND 

25 rate to determine damages in both cases. 

26 
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I The Court finds that the essential facts are not so intertwined and logically connected 

2 that considerations of judicial economy and fairness dictate that the issues be resolved in one 

3 lawsuit. Nevertheless, the Court finds that these cases are appropriate for consolidation 

4 because the actions involve at least some common questions oflaw or fact, and the interests of 

5 judicial economy will be served by consolidation. Fed. R. Civ. P. 42(a). 

6 2. First to File Rule 

7 "There is a generally recognized doctrine of federal comity which permits a district 

8 
court to decline jurisdiction over an action when a complaint involving the same parties and 

9 
issues has already been filed in another district." Pacesetter Sys .. Inc. v. Medtronic. Inc., 678 

10 
F.2d 93, 95 (9th Cir. 1982) (emphasis added). The Ninth Circuit has reasoned: 

11 

12 

13 

14 

15 

16 

17 

18 

19 

Normally sound judicial administration would indicate that when two 
identical actions are filed in courts of concurrent jurisdiction, the court 
which first acquired jurisdiction should try the lawsuit and no purpose 
would be served by proceeding with a second action. However, this "first 
to file" rule is not a rigid or inflexible rule to be mechanically applied. but 
rather is to be applied with a view to the dictates of sound judicial 
administration .... [T]he "first to file" rule normally serves the purpose 
of promoting efficiency well and should not be disregarded lightly. 
Circumstances and modern judicial reality, however, may demand that we 
follow a different approach from time to time[.) The Supreme Court has 
emphasized that the solution of these problems involves determinations 
concerning wise judicial administration, giving regard to conservation of 
judicial resources and comprehensive disposition of litigation, and that an 
ample degree of discretion, appropriate for disciplined and experienced 
judges, must be left to the lower courts. 

Id. (internal citations and quotations omitted). 
20 

21 

22 

23 

24 

25 

26 

Here, the patent infringement case was transferred from the Western District of 

Wisconsin to this Court. See Case No. Cll-343, dkt. #44. Accordingly, both the contract case 

and the patent infringement case is currently pending in the same district and before the same 

judge. Under these circumstances, the first to file rule does not require dismissal of the patent 

infringement case. 
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1 Rather, as previously stated, consolidation of the contract case and the patent 

2 infringement case pursuant to Fed. R. Civ. P. 42(a), and coordination of the case schedules will 

3 conserve judicial resources and avoid unnecessary cost or delay. 

4 V. CONCLUSION 

5 The Court GRANTS in part and DENIES in part Motorola's motions to dismiss. Case 

6 No. Cl0-1823, dkt. #57; Case No. Cll-343, dkt. #73. The Court also DENIES Microsoft's 

7 motion to dismiss the patent infringement case. Case No. C 11-343, dkt. #74. The Court 

8 further ORDERS that the cases be consolidated into Case No. Cl0-1823 pursuant to Fed. R. 

9 
Civ. P. 42(a) for all purposes. The briefing schedule set forth in Case No. Cl0-1823 shall 

apply to all issues. All documents hereafter filed in these cases shall be filed and docketed 
10 

under Case No. Cl0-1823. No further documents shall be filed in Case No. Cll-343. The 
11 

Court invites the parties to file a proposed protocol for coordinating the handling of both cases. 
12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

The Clerk of the Court is requested to file a copy of this Order in both cases and to close Case 

No. Cll-343. 
$l 

DATED this~ day of May, 2011. 

United Stat s District Judge 
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