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I. INTRODUCTION

Realtek Semiconductor Corporation submits this reply to Complainants’ Brief in 

Response to Notice of Commission Determination to Review Final Initial Determination Finding 

a Violation of Section 337 in Its Entirety. 

II. REPLY TO COMPLAINANTS’ RESPONSES TO COMMISSION 
QUESTIONS 

A. Questions 1-7. 

Questions 1-7 address the ’087 and ’663 patents, which Complainants did not assert 

against Realtek. 

B. 8. What record evidence supports or does not support the conclusion 
that the ’958 patent is entitled to the July 30, 1996 priority date of 
U.S. Patent No. 5,862,182? 

1. Complainants still fail to present evidence that the ’182 patent 
discloses each element of the asserted claims of the ’958 patent. 

Complainants addressed only five elements in the asserted claims: “serial-to-parallel 

converter”; “M>N”; “autocorrelation sidelobes”; “QPSK”; and “scrambler.” Complainants’ Brief 

in Response to Notice of Commission (“Comp. Br.”), at 37-43. They presented no evidence that 

the ’182 patent describes the remaining limitations, such as, “a modulator that chooses a code 

having N chips in response to the group of data bits, the code being a member of a code set that 

includes M codes, wherein M>N” (claims 22, 29, 32, 35); “wherein the code set derived from a 

complementary code that provides autocorrelation sidelobes suitable for multipath 

environments” (claims 22, 32); and “wherein the complementary code is defined by the sequence 

ABAB', such that A is a sequence of elements and B is a sequence of elements and wherein B' is 

derived by inverting all elements in the sequence B” (claims 29, 35). See id.; Realtek’s Response 

to the Notice of Commission (“Realtek Br.”), at 2. For this reason alone, they have failed to 

show the claims-at-issue are entitled to the filing date of the ’182 patent. 
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Complainants also ignored the other facts showing they were not entitled to the earlier 

date. First,  

Resp. Br. at 2-4.  

 

RX-1788C (  

Tr.) at 58:21-59:23. 

Second, Mr. van Nee’s Invention Disclosure Record for the application that became the 

’958 patent  RX-1816C (van Nee - 

Invention Disclosure Record), at 1.  RX-1788C (  

Tr.) at 27:22-31:20, 34:9-19 (  

). This conception date is two years after the ’182 patent filing date. 

Third, Complainant Agere (then Lucent) filed the ’958 patent application on April 22, 

1998, without mentioning or claiming priority to the ’574 application. See JX-0004 (File History 

of ’958 Patent) at JX-0004.0008. Agere only changed its mind in January 2002, when,  

 Agere’s attorneys amended the ’958 patent application to claim 

priority to the ’574 application as a continuation-in-part. Id. at JX-0004.0124, 136, 143, 145; 

RX-1788C (  Tr.) at 53:17-54:4, 54:19-58:20. 

Fourth, Complainants have already stipulated that the priority date of the ’958 patent is 

its filing date, April 22, 1998. RX-1149 (Joint Pretrial Order), at 4, 9-10. All of these facts, plus 

the failure to show the presence of every limitation of the claims in the earlier application, meant 

Complainants failed to show they were entitled to the earlier filing date for the ’958 patent. 
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2. Complainants never show the ’574 application provides 
written-description support even for the elements of the ’958 
patent they do discuss. 

a. The ’182 patent does not disclose “a modulator that 
chooses a code having N chips in response to a group of 
data bits, the code being a member of a code set that 
includes M codes, wherein M>N.” 

To show the limitation “a modulator that chooses a code having N chips in response to a 

group of data bits, the code being a member of a code set that includes M codes, wherein M>N,” 

Complainants rely solely on “Matrix A” in the ’182 patent, but they provide no evidence that 

“Matrix A” is a “code set” of M “codes” with N “chips” or that the ’182 patent describes “a 

modulator that chooses a code” from Matrix A “in response to the group of data bits.” Comp. Br. 

at 38-39. Matrix A is: 

 

CX-0878 (’182 patent) at 4:49-58. The 182 patent explains, 

The vectors forming the complementary code may be represented 
by respective output phases 1 through 8 and may be formed as 
illustrated by the following transformation derived in accordance 
with equation 1: 

PUBLIC VERSION



 

4 

 

The eight phases 1 through 8 may then be used to respectively 
modulate eight OFDM subcarriers as is done conventionally in an 
OFDM system, as discussed below. 

Id. at 2:23-39. Thus, Matrix A is not a code set, but is just a mathematical tool (encoding matrix) 

to encode one set of four phases into another set of eight phases. Id. at 1:34-39. Nor does Matrix 

A have M “codes” and N “chips,” with M>N, because the matrix has no codes at all. 

Complainants cite the testimony of Dr. Katti, but he argues that Matrix A shows “M>N” 

merely because it has eight rows and four columns. CX-1641C (Katti Rebuttal WS) at QA 134-

36. The 182 patent never even suggests that each row in the matrix is a code, or that each 

column is a number of chips, and Dr. Katti never testified they were. See id. Instead, he testified 

that N was twelve, not eight (Hg. Tr. (Katti) 1865:25-1866:5), which contradicts his earlier 

testimony and Complainants’ earlier position (Complainants’ Initial Posthearing Brief (“Comp. 

PostHB”), at 33; Complainants’ Reply Posthearing Brief (“Comp. PostHRB”) at 96 (“the eight 

rows [in Matrix A] represent code words.”)). Complainants now argue that “there are 212 = 4096 

possible codes” (Comp. Br. at 39), but Matrix A does not have 4,096 codes. 

Complainants seek to paper over these inconsistencies with the unsupported assertion that 

“there are multiple ways in which one of ordinary skill in the art would interpret Matrix A.” 

Comp. Br. at 39. That admission merely confirms that nothing in the ’182 patent supports the 

claims. See PowerOasis, Inc. v. T-Mobile USA, Inc., 522 F.3d 1299, 1306 (Fed. Cir. 2008) (“[A] 

prior application itself must describe an invention, and do so in sufficient detail that one skilled 
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in the art can clearly conclude that the inventor invented the claimed invention as of the filing 

date sought.” (emphasis added)). Complainants also failed to take the next step of showing that, 

assuming that the “code set” is either Matrix A or the 4,096 unidentified codes, the claim 

limitations associated with the “code set” are met. See Realtek Br. at 6. 

b. The ’182 patent does not disclose “autocorrelation 
sidelobes for multipath environments.” 

Claims 22 and 32, and claims 23-26 which depend on claim 22, require that “the code set 

is derived from a complementary code that provides autocorrelation sidelobes suitable for 

multipath environments.” JX-0003 (’958 patent) at 12:50-13:3, 13:38-45. To show 

“autocorrelation sidelobes suitable for multipath environments,” Complainants cited only the 

following equation from the ’182 patent: 

 

(CX-0878 (’182 patent) at 2:21-22), and the following excerpt: “One possible kernel for 

generating codes of length 8 may be, for example, the series {111-111-11}” (id. at 1:62-64). 

This disclosure, however, does not to convey to a person of ordinary skill in the art that 

the inventor possessed the claimed “code set . . . derived from a complementary code that 

provides autocorrelation sidelobes suitable for multipath environments.” RX-0006C (Heegard 

Direct WS) at QA 295. Complainants do not even attempt to tie this disclosure to what they 

purport is the “code set,” whether that be Matrix A or the 4,096 unidentified codes. See Comp. 

Br. at 40-42. 

Instead, Complainants argue that, because the above equation may be used in a 

modulation scheme to produce “autocorrelation sidelobes suitable for multipath environments,” 

it discloses the entire genus of code sets “derived from a complementary code that provides 

autocorrelation sidelobes suitable for multipath environments.” See id. This argument fails for 
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several reasons. “[A] sufficient description of a genus [] requires the disclosure of either a 

representative number of species falling within the scope of the genus or structural features 

common to the members of the genus so that one of skill in the art can visualize or recognize the 

members of the genus,” which “depends upon the state of the art and the nature and breadth of 

the genus.” Hynix Semiconductor Inc. v. Rambus Inc., 645 F.3d 1336, 1352 (Fed. Cir. 2011). 

Complainants presented no evidence of any “structural features common to the members of the 

genus.” Nor did they show that that the equation in the ’182 patent is “a representative number of 

species falling within the scope of the genus” of all code sets “derived from a complementary 

code that provides autocorrelation sidelobes suitable for multipath environments,” or evidence of 

the state of the art or the nature and breadth of such code sets. 

Dr. Katti offered only the conclusory opinion that “the disclosure of this equation in the 

‘182 Patent to form a complementary code discloses the claim element ‘autocorrelation sidelobes 

suitable for multipath environments.” CX-1641C (Katti Rebuttal WS) at QA 137. He did not 

show where the ’182 patent discloses this, explain how the single equation discloses the genus of 

code sets derived from complementary codes that provide autocorrelation sidelobes suitable for 

multipath environments, or present evidence showing the genus is inherent. See PowerOasis, 522 

F.3d at 1310 (finding analogous expert testimony insufficient to show written description). 

Complainants also cite the following testimony of Dr. Katti (Comp. Br. at 40): 

[B]y just looking at the code set I could check what the 
autocorrelation sidelobes were for that code set. And if they were 
small, that implies a connection to complementary codes, which 
have that strong property that the autocorrelation sidelobes are 
actually zero. 

Hg. Tr. (Katti) at 1839:1-7. This testimony, however, addresses the ’958 patent, not the ’182 

patent. See id. 
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Complainants took conflicting positions on what the ’182 patent discloses as the “code 

set,” and failed to present any evidence on the sidelobes of any code set in the ’182 patent. They 

relied on Dr. Negus’s testimony about how the equation in the ’182 patent might be used in CCK 

modulation (Comp. Br. at 41), but “the written description requirement is not a question of 

whether one skilled in the art might be able to construct the patentee’s device from the teachings 

of the disclosure,” rather “it is a question whether the application necessarily discloses that 

particular device.” PowerOasis, 522 F.3d at 1306 (emphasis in original). 

Complainants also argue that the ’182 patent discloses “a modulation system suitable for 

multipath environments” and “a person of ordinary skill would know that OFDM is suitable for 

multipath, and therefore would have been able to apply the teachings of the ‘182 Patent . . . to the 

problem of communication in multipath environments.” Comp. Br. at 41. In effect, they argue 

that it would have been obvious to a person of ordinary skill to take the ’182 patent as “suitable 

for multipath environments” but “[o]bviousness simply is not enough.” PowerOasis, 522 F.3d 

at 1310. 

In addition, the claims recite that “the code set is derived from a complementary code that 

provides autocorrelation sidelobes suitable for multipath environments,” not “a modulation 

system suitable for multipath environments.” Even if the OFDM were suitable for multipath 

environments, that does not mean that the ’182 patent “necessarily discloses” that “the code set is 

derived from a complementary code that provides autocorrelation sidelobes suitable for 

multipath environments.” PowerOasis, 522 F.3d at 1306 (“[The written description requirement] 

is a question whether the application necessarily discloses [the claimed device].”).

In summary, Complainants failed to demonstrate that, at the time of the filing date of the 

’182 patent, Mr. van Nee had possession of “a modulation that chooses a code having N chips in 
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response to the group of data bits, the code being a member of a code set that includes M codes, 

wherein M>N, and wherein the code set is derived from a complementary code that provides 

autocorrelation sidelobes suitable for multipath environments,” as claims 22-26 and 32 require. 

They cite nothing in the ’182 patent showing a modulator that chooses such a code in response to 

the group of data bits, the code being a member of a code set with M>N and being derived from 

a complementary code that provides autocorrelation sidelobes suitable for multipath 

environments. For this reason as well, they have failed to show that the filing date of the 182 

patent can be the effective filing date for those claims. 

c. The ’182 patent does not disclose “QPSK.” 

Claim 25 recites “at least one carrier signal is QPSK modulated in accordance with the 

selected code.” Complainants concede that the ’182 patent does not mention “QPSK.” Hg. Tr. 

(Katti) at 1860:9-16. To show “QPSK,” they cite one sentence from the 182 patent: 

It is also possible to do fallback rates (decreased data rates with 
larger coverage) by increasing the code length (using length 16 or 
32 codes instead of a length 8 code) or by decreasing the number 
of phases (e.g., using BPSK instead of 8-PSK). 

CX-0878 (’182 patent) at 7:39-43; see also CX-1641C (Katti Rebuttal WS) at QA 142.  

Complainants call this a “general discussion of PSK [phase-shift keying]” (Comp. Br. at 42), but 

that attorney argument ignores the wording of the parenthetical phrase, which only refers to 

replacing 8-PSK with BPSK, two specific types of PSK, not to PSK generally or QPSK 

specifically. Once again, Complainants ignore the law requiring evidence that the inventor of the 

later patent had possession of the invention at the time the earlier application was filed. See

PowerOasis, 522 F.3d at 1306. 
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d. The ’182 patent does not disclose a “scrambler.” 

Claims 26, 32, and 35 recite “a scrambler for scrambling the group of data bits.” 

Complainants concede the ’182 patent does not mention a “scrambler” (Hg. Tr. (Katti) at 

1860:21-1861:2), and cite only the following in the 182 patent: 

The invention relates to the modulation of data for transmission in 
a digital communications system. 

CX-0878 (’182 patent) at 1:6-7. Complainants failed to show that a scrambler is inherent to 

every “digital communications system.” Nothing in the ’182 patent discloses “in sufficient detail 

that one skilled in the art can clearly conclude that the inventor invented the claimed invention as 

of the filing date sought.” PowerOasis, 522 F.3d at 1306. Dr. Katti testified that “a person of 

ordinary skill in the art would have understand the ’182 Patent to disclose an invention in which 

a data scrambler could be incorporated” (CX1641C (Katti Rebuttal WS) at QA 143-44), but this 

obviousness argument is not sufficient. See PowerOasis, 522 F.3d at 1310. 

Complainants also cite the following testimony of Dr. Katti: 

I understand that Dr. Heegard testified during his deposition that a 
scrambler is ‘pretty much inherit [sic] in any kind of digital 
communication systems’ and thus would not have to be explicitly 
disclosed. Heegard Dep. at 309. I agree with that characterization 
of a scrambler. 

CX-1641C (Katti Rebuttal WS) at QA 144; Comp. Br. at 43. This is not enough to show 

inherency. “To establish inherency, the extrinsic evidence must make clear that the missing 

descriptive matter is necessarily present in the thing described in the reference . . . . Inherency, 

however, may not be established by probabilities or possibilities. The mere fact that a certain 

thing may result from a given set of circumstances is not sufficient.” In re Robertson, 169 F.3d 

743, 745 (Fed. Cir. 1999) (internal quotation marks and citations omitted). 
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Complainants provide no context for the ten words of Dr. Heegard’s testimony above, but 

even on its face, Dr. Heegard only generally stated that scramblers are “pretty much inherit 

[sic],” i.e., common, in digital communications systems. The testimony does not show that “the 

missing [scrambler] is necessarily present in the thing described in the [’182 patent].” In re 

Robertson, 169 F.3d at 745. On the contrary, Dr. Heegard testified that the ’182 patent neither 

mentions a scrambler nor includes adequate description to clearly convey to those skilled in the 

art that the applicant was in possession of one as of filing date of the ’182 patent. RX-0006C 

(Heegard Direct WS) at QA 57, 309. 

C. 9. Please discuss and cite the record evidence, if any, that shows the 
asserted claims of the ’958 patent are invalid as being anticipated or 
rendered obvious by Prasad. Assuming the priority date of the ’958 
patent is April 22, 1998, please discuss and cite the record evidence, if 
any, that shows the combination of the Harris Proposal in view of the 
van Nee article, and the combination of the Proakis textbook in view 
of the Weathers patent render the asserted claims of the ’958 patent 
obvious.

1. Prasad anticipates or renders obvious the asserted claims of 
the ’958 patent. 

a. Prasad anticipates claims 22-24 because it discloses 
M>N, the only element Complainants allege is missing. 

Complainants concede Prasad is prior art and discloses all limitations of claims 22-24, 

except “M>N.” Comp. Br. at 43-46. They attempt to distinguish Prasad by arguing that it is a 

“multi-carrier system” and the ’958 patent is a “single-carrier system” (id. at 43-44), but the 

claims do not recite a “single-carrier system.” JX-0003 (’958 patent) at 12:50-64. 

Complainants also argue Prasad does not disclose “M>N” by acknowledging only one of 

the code sets in Prasad. Comp. Br. at 44-45. Dr. Heegard agreed that the code set Complainants 

cherry-picked is not “M>N,” but explained that Prasad “gives multiple examples” (Hg. Tr. 

(Heegard) at 1125:1-20), including code sets with “M>N” (RX-0006C (Heegard) at QA 344). 
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Dr. Katti even admitted that Prasad discloses “M>N” when the code set includes “inversions.” 

See Hg. Tr. (Katti) at 1807:24-1808:5; see also CX-1641C (Katti Rebuttal WS) at QA 174, 177. 

Although they now take a different position, Complainants earlier conceded that Prasad discloses 

“M>N” when including inversions: “There are M such codewords [in Prasad], and the number of 

sequences in a codeword is equal to the number of codewords. Prasad also teaches that 2M 

codewords can be generated by inverting the sequences in each codeword.” Comp. PostHB 

at 403 (emphasis in original). 

Complainants argue that they disclaimed inversions during the prosecution of the 958 

patent (Comp. Br. at 45 n.12), but they failed to identify any unequivocal and unambiguous 

disavowal of inversions. See Biogen, Inc. v. GlaxoSmithKline LLC, 713 F.3d 1090, 1095 (Fed. 

Cir. 2013). To the contrary, in a district court case, Complainant Agere admitted there was no 

disclaimer and argued, as Respondents do, that the claims of the ’958 patent include inversions: 

By contrast, Intersil’s construction improperly seeks to read 
several extraneous limitations into the simple words “code set.” 
First, Intersil proposes that the code set is “exclusive of codes that 
are phase-inverted versions of other codes in the set.” This 
construction finds no support in the words of the claim themselves. 
Moreover, it is not supported by the specification or file history. 
While the file history does include discussions regarding whether 
inverted codes should be counted in determining the number of 
codes in the code set (M) and whether M is greater than the length 
of the codes (N), there was no suggestion that the code set could 
not include inverted versions of other codes in the set. (See. e.g., 
Ex. 4C, ‘498 Van Nee Prosecution History.) To the contrary, the 
applicant stated that such code inversions were “plainly within the 
contemplation of the system disclosed by the Applicant.” (Id.; See 
also Ex. 4A, Abstract (discussing “ability to change the sign of the 
code to be transmitted,” i.e. phase-inverting it)). 

RX-0858 (Agere’s Claim Construction Brief) at LSIAgere837-00004008-09. 

Complainants also concede Prasad discloses other code sets, but they ignore them when 

they argue that the code set they selected is the only one “clearly disclosed.” Comp. Br. at 45-46. 
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For example, for a code set where M=16, Prasad teaches that the length of each sequence and set 

“can vary in length from 2 bits to 32 bits.” RX-0590 (Prasad - Data Transmission) at 

837MEDIATEK000023289, 23291 (fig. 4d); RX-0006C (Heegard Direct WS) at QA 335, 344. 

Prasad therefore discloses, among other code sets, a set with M = 16 and N = 2, so M>N. RX-

0006C (Heegard Direct WS) at QA 341-44. Complainants ignored this. 

b. Prasad renders the remaining asserted claims obvious. 

The remaining asserted claims—claims 25, 26, 29, 32, and 35—contain only three 

limitations absent from claims 22-24: 

“the phase of the at least one carrier signal is QPSK 
modulated in accordance with the selected code” 
(claim 25); 

“a scrambler for scrambling the group of data bits” 
(claims 26, 32, 35); and 

“the complementary code is defined by the sequence 
ABAB’, such that A is a sequence of elements and B is a 
sequence of elements and B’ is derived by inverting all 
elements in the sequence B” (claims 29, 35). 

Complainants concede these limitations were in the prior art (see, e.g., Hg. Tr. (Katti) at 

1818:20-1819:10, 1822:11-19, 1823:6-12, 1855:16-25), and made no attempt to rebut Dr. 

Heegard’s conclusion that “QPSK” and “scrambler” were obvious, instead relying solely on the 

argument that Prasad does not disclose M>N. Comp. Br. at 46; Resp. Br. at 14. 

For claims 29 and 35, Complainants’ only rebuttal to Dr. Heegard’s conclusion that 

ABAB’ was obvious is other commentary of Dr. Heegard that the ABAB’ limitation was “silly” 

because it does not “relate to the objective” in the ’958 patent of modifying the code words. Hg. 

Tr. (Heegard) at 1145:3-18. That comment, however, does not contradict Dr. Heegard’s opinion 

that the well-known limitation (taught by Marcel Golay) was a predictable variation and obvious 

to try. RX-0006C (Heegard Direct WS) at QA 525-27. 
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Dr. Katti conceded that “a complementary code defined by the sequence ABAB’” refers 

to Golay’s original “rule for length expansion” of complementary codes (Hg. Tr. (Katti) at 

1818:20-1819:10), and that not only did the ’958 patent cite Golay’s 1961 paper (RX-0563 

(Golay – Complementary Series)), but many references cited Golay’s paper for the ABAB’ 

expansion rule. Hg. Tr. (Katti) at 1822:11-19, 1823:6-12. There is no dispute that persons of 

ordinary skill at the time of invention knew that Golay’s rule of combining complementary codes 

A and B in the form ABAB’ would generate a new, longer complementary code. See RX-0563 

(Golay – Complementary Series) at 837MEDIATEK000005404-05 (explaining as method of 

“general synthesis” that complementary series may be “formed by appending the series A and B, 

and the series A and B’”). 

2. The combination of the Harris Proposal and van Nee article 
renders obvious the asserted claims of the ’958 patent. 

Dr. Katti conceded that the combination of the Harris Proposal (RX-0529) and van Nee 

1996 (RX-0614) render the asserted claims invalid if the priority date of the ’958 patent is 

April 22, 1998. Hg. Tr. (Katti) at 1877:9-16. Originally, in their posthearing brief, Complainants 

only contested the priority date. RX-0006C (Heegard Direct WS) at QA 359-420, 478-84, 643-

63; CX-1641C (Katti Rebuttal WS) at QA 269-82; Comp. PostHB at 417-18. 

Complainants now argue that van Nee 1996 cannot render the claims obvious because it 

was authored by Mr. van Nee, citing the dissenting opinion in Novo Nordisk A/S v. Caraco 

Pharmaceutical Laboratories, Ltd., 719 F.3d 1346 (Fed. Cir. 2013), that “‘obviousness may not 

be established using hindsight or in view of the teachings or suggestions of the inventor.’” Comp. 

Br. at 51 (emphasis in original) (quoting Novo Nordisk, 719 F.3d at 1361). Novo Nordisk, 

however, involved deposition testimony of the inventors about their own path to the invention, 

not prior art authored by the inventor, like van Nee 1996. Novo Nordisk, 719 F.3d at 1361. 
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Complainants also cite Otsuka Pharmaceutical Co. v. Sandoz, Inc., 678 F.3d 1280 (Fed. Cir. 

2012), but that case also applied the principle of avoiding hindsight bias to the inventor’s 

“development efforts,” not prior art. Id. at 1296. 

An inventor’s own work qualifies as prior art under 35 U.S.C. § 102(b) if it was 

published more than one year before the effective filing date. See, e.g., Baxter Int’l, Inc. McGaw, 

Inc., 149 F.3d 1321, 1334 (Fed. Cir. 1998) (finding inventor’s prior patent application was prior 

art under § 102(b)); Chester v. Miller, 906 F.2d 1574, 1576-77 (Fed. Cir. 1990) (affirming 

invalidity based on inventor’s prior patent that published more than one year before the filing 

date of the patent-in-suit). van Nee 1996 was published in 1996, more than one year before the 

April 22, 1998 priority date of the ’958 patent, and thus it is prior art under § 102(b). RX-0006C 

(Heegard Direct WS) at QA 478-81; RX-1792 (Ellett Supp. Declaration) ¶¶ 1-10, 19. Because 

this argument against van Nee 1996 is meritless, the combination of the Harris Proposal and van 

Nee 1996 renders the asserted claims obvious.1 

3. The combination of Proakis and Weathers renders obvious the 
asserted claims of the ’958 patent. 

Complainants concede that the combination of Proakis (RX-1349) and Weathers (RX-

0099) discloses all limitations of the asserted claims, except “wherein the code set is derived 

                                                 
1 Complainants also argue that Respondents have an “enhanced burden” because the Examiner 
considered the Harris Proposal during examination. Comp. Br. at 46-47. Although the Harris 
Proposal is one of many dozens of references on the front page of the patent, the Examiner never 
discussed the Proposal during prosecution. See JX-0003 (’958 patent) at 3; JX-0004 (File History 
of the ’958 patent). Complainants submitted several van Nee papers from 1998, but they never 
disclosed van Nee 1996 to the PTO (see id.), even though they argued that its disclosure is 
similar to the ’182 patent and that the ’182 patent describes all of the limitations of the claims 
(see Comp. PostHB at 412). No “enhanced burden” applies to a prior-art combination that the 
patentee withheld from the PTO, because that combination is not the “same prior art considered 
during examination.” Tokai Corp. v. Easton Enters., Inc., 632 F.3d 1358, 1368 (Fed. Cir. 2011) 
(“An added burden of deference to the PTO is not required, however, with respect to invalidity 
arguments based on evidence that the PTO did not consider.”). 
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from a complementary code that provides autocorrelation sidelobes suitable for multipath 

environments.” Comp. Br. at 52. Complainants interpret this term as requiring only “low” 

autocorrelation sidelobes. Hg. Tr. (Katti) at 1846:7-18. Weathers is directed at achieving “very 

low or zero temporal sidelobes in the autocorrelation function,” and the title of Weathers refers 

to “Group-Complementary Code Sets . . . With Optimum Aperiodic Autocorrelation . . . 

Properties.” RX-0099 (Weathers ’288) at cols. 1:2-6, 2:24-30. Thus, Proakis and Weathers 

disclose all elements and render the asserted claims obvious. RX-0006C (Heegard Direct WS) at 

QA 433-54, 542-620. 

Complainants concede that Weathers discusses “complementary codes and 

autocorrelation properties,” but argue that “Weathers does not address indoor multipath issues.” 

Comp. Br. at 53. The claims, though, do not recite “indoor multipath” (JX-0003 (’958 patent) at 

12:22-13:34), and Dr. Katti admitted that “multi-path effects can exist both in indoor and outdoor 

scenarios” (Hg. Tr. (Katti) at 1853:5-9).  He also admitted that the term “autocorrelation 

sidelobes suitable for multipath environments” only limits the code set itself, not the 

environment in which the code set is used (CX-1641C (Katti Rebuttal WS) at QA 357). 

Weathers teaches that its code sets are advantageous because of their “reduced sensitivity to out-

of-range clutter and multi-target returns [and] mutual interference,” i.e., reduced sensitivity to 

multipath effects. RX-0099 (Weathers ’288) at 10:32-44; RX-0006C (Heegard Direct WS) at 

QA 597-98. 

Complainants argue that Weathers is non-analogous art because it teaches a “pulse 

compression radar system” (Comp. Br. at 52-53), but they never responded to Dr. Heegard’s 

testimony that a person of ordinary skill would find it obvious to combine the digital modulation 

system of Proakis with any set of block codes, because doing so would simply unite old elements 
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with no change in their respective functions. RX-0006C (Heegard WS) at QA 604. They also 

ignored the teaching of Weathers that its code sets were advantageous for use in multipath 

environments (RX-0099 (Weathers ’288) at 10:32-44; RX-0006C (Heegard WS) at QA 597-98), 

and improving multipath performance was the particular problem with which Mr. van Nee was 

involved in the ’958 patent, as Complainants concede (Comp. Br. at 48, 50-51; JX-0003 (’958 

patent) at abstract, 1:26-48, 2:37-40). See In re GPAC Inc., 57 F.3d 1573, 1577-78 (Fed. Cir. 

1995) (“[T]he prior art relevant to an obviousness determination necessarily encompasses not 

only the field of the inventor’s endeavor but also any analogous arts,” which includes any 

reference that is “reasonably pertinent to the particular problem confronting the inventor.”). 

Complainants also argue that “the ABAB’ limitation would not be [sic] obvious from 

these references or any prior art reference as discussed above,” because “Dr. Heegard denigrated 

this claim feature and stated that there would be no reason to look for it.” Comp. Br. at 54. 

Merely citing testimony suggesting that the ABAB’ limitation is arbitrary does not rebut Dr. 

Heegard’s conclusion that the limitation was obvious in light of these references because it was 

well known in the art (as taught by Golay), a predictable variation, and obvious to try. RX-

0006C (Heegard Direct WS) at QA 525-27, 572-74, 602-04. For example, because Weathers 

teaches multiple methods of generating group-complementary code sets from “seed” matrices 

(RX-0099 (Weathers ’288) at 6:14-51), it would have been obvious for a person of ordinary skill 

to generate a code set according to the teachings of Weathers using any complementary code, 

including one of the form ABAB’. RX-006C (Heegard WS) at QA 604.  

4. Secondary considerations do not negate obviousness. 

Complainants state that “any showing of obviousness is overcome by secondary 

considerations of nonobviousness as set forth in Complainants’ prior submissions.” Comp. Br. 

at 54. This conclusory sentence, with no citation to the record, does not support a finding that 
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secondary considerations overcome obviousness. The ID correctly concluded that the secondary 

considerations do not weigh in favor of nonobviousness. ID at 217; Respondents’ Post-hearing 

Brief (“Resp. PostHB”), at 120-22; Respondents’ Reply Post-hearing Brief (“Resp. PostHRB”), 

at 51; Realtek Br. at 17. 

D. 10. What record evidence supports or does not support the conclusion 
that U.S. Patent Application No. 08/155,661 was abandoned in 
December 2001 because the applicant failed to file a reply to the 
Office Action mailed on June 7, 2001 within the six-month statutory 
deadline (35 U.S.C. § 133)? Please discuss and cite the record 
evidence, if any, showing proof of the USPTO’s grant of an extension 
in December 2001. 

Complainants concede that (1) the ’661 application would be abandoned if they did not 

file a proper reply to the June 7, 2001 Office Action by December 7, 2001 (Comp. Br. at 56), (2) 

the PTO found the applicants failed to file such a reply, a finding they never contested (id. at 59), 

and (3) the record lacks any reply (id. at 55-61). Complainants cite the file histories of the ’661 

application (RX-1165) and ’867 patent (JX-0006) (Comp. Br. at 55-61), but those histories just 

show a failed attempt to claim priority. Realtek Br. at 18-20. 

Complainants also argue that it was “not foreseeable that Respondents would seriously 

contest the priority date of the ‘867 Patent” (Comp. Br. at 58), but Respondents have held all 

along that the Diepstraten European Patent (RX-0299) anticipated the asserted claims (see, e.g., 

Joint Prehearing Brief and Statement of Respondents, at 202-03 (Mar. 22, 2013)). Because 

Respondents showed invalidity based on the Diepstraten European Patent published on 

September 14, 1994 (RX-0006C (Heegard Direct WS) at QA 989-98), Complainants had the 

burden to present evidence that the ’867 patent was entitled to an priority date earlier than its 

March 7, 2002 filing date. See PowerOasis, 522 F.3d at 1305-06. 

Complainants also cite a postcard and some unidentified documents (Comp. Br. at 56-

58), but the postcard and other documents are not evidence of record. At most, they suggest the 
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PTO received something on January 8, 2002, a month after the December 7, 2001 deadline. 

Complainants have no evidence showing what documents the PTO received or whether they 

included a “proper reply.” Thus, even if Complainants had entered the postcard into evidence, it 

does not overcome the finding of the PTO that the ’661 application was abandoned no later than 

December 7, 2001, for failure to file a “proper reply” to June 7, 2001 Office Action. RX-1165 

(’661 File History) at REA837ITC00000627. 

Although Complainants argue that “substantive prosecution continued after December 

2001” based on a petition for extension of time and an Examiner Interview Summary (Comp. Br. 

at 60), they admit that filing a petition for extension of time is a unilateral action of the applicant, 

and not action by the PTO. Comp. Br. at 55. Also, the Interview Summary was for the ’867 File 

History, but the Examiner inadvertently placed it in the ’661 File History, as the applicants later 

clarified. See Resp. PostHB at 133 n.26 (citing JX-0006 (File History of ’867 Patent) at JX-

0006.0069). The only action the PTO took on the ’661 application after the December 7, 2001 

deadline was to file a Notice of Abandonment for failure to file a proper reply to the June 7, 2001 

Office Action. RX-1165 (’661 File History) at REA837ITC00000627. 

Complainants’ argument that “the PTO explicitly accepted and acknowledged the claim 

of priority in the Notice of Allowability for the ’867 Patent” (Comp. Br. at 60) misrepresents the 

record. The Notice of Allowability acknowledges a claim of foreign priority, but not any claim 

of domestic priority to the ’661 application. JX-0006 (File History of ’867 Patent) at JX-

0006.0187. To acknowledge “a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121,” 

the PTO would have checked box number 6 in the Notice, but the PTO left this box unchecked. 

See id. The Examiner who determined that box number 6 on the September 8, 2003 Notice 

should not be checked is the same Examiner who issued the October 27, 2003 Notice of 
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Abandonment for the ’661 application based on the applicants’ failure to timely file a proper 

reply. See id.; RX-1165 (’661 File History) at REA837ITC00000627. 

Moreover, the PTO “does not normally examine the papers to determine whether the 

applicant is in fact entitled to the right of priority and does not grant or refuse the right of 

priority,” except in limited circumstances which did not apply to the 867 patent application. 

Manual of Patent Examining Procedure § 201.14(b). Thus, even if the PTO had acknowledged a 

claim of domestic priority to the 661 application in the Notice of Allowability, no weight would 

be given to that acknowledgement in deciding whether the 867 patent is in fact entitled to an 

earlier priority date. The only deference owed to the PTO is deference to its decision that no 

“proper reply” was filed by the December 7, 2001 deadline. 

E. 11. Please discuss and cite any record evidence of the standard 
essential nature of the ’663, the ’958, and the ’867 patents. 

Complainants expressly claim that the ’958 and ’867 patents are 802.11-standard 

essential. See Comp. Br. 68-69. 

F. 12. Please discuss, in light of the statutory language, legislative 
history, the Commission's prior decisions, and relevant court 
decisions, including Inter Digital Commc’ns, LLC v. Int’l Trade 
Comm’n, 690 F.3d 1318 (Fed. Cir. 2012), 707 F.3d 1295 (Fed. Cir. 
2013), and Microsoft Corp. v. Int 'l Trade Comm 'n, Nos. 2012-1445, -
1535 (Oct. 3, 2013), whether establishing a domestic industry based on 
licensing under 19 U.S.C. § 1337 (a)(3)(C) requires proof of “articles 
protected by the patent” (i.e., a technical prong). If so, please identify 
and describe the evidence in the record that establishes articles 
protected by the asserted patents. 

Realtek defers to the arguments presented by Funai in response to Issue No. 12. 

III. CONCLUSION 

For these reasons, the Commission should find that: (1) the ’958 patent is not entitled to 

the July 30, 1996 filing date of the ’182 patent, because the ’182 patent lacks written description 

of the asserted claims; (2) Prasad anticipates or renders obvious the asserted claims of the ’958 
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patent; (3) the combination of the Harris Proposal and van Nee 1996 article renders obvious the 

asserted claims of the ’958 patent; (4) the combination of Proakis and Weathers renders obvious 

the asserted claims of the ’958 patent; (5) the ’867 patent is not entitled to the filing date of the 

’661 application, because the ’661 application was abandoned no later than December 2001 

before the ’867 patent application was filed; and (6) Complainants expressly claimed that the 

’958 and ’867 patents are standard-essential. 
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