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STATEMENT OF RELATED CASES 

No other appeals from this investigation were previously before this or any 

other appellate court. 

On June 29, 2011, Appellants Samsung Electronics Co., Ltd. and Samsung 

Telecommunications America, LLC (collectively, “Samsung”) filed a complaint in 

the United States District Court for the District of Delaware alleging that Apple 

Inc. (“Apple”) infringed five patents, including the sole patent at issue in this 

appeal, U.S. Patent No. 7,486,644 (“’644 patent”).  The district court has stayed 

that litigation pursuant to 28 U.S.C. § 1659.  See Samsung Elecs. Co. v. Apple Inc., 

No. 1:11-cv-00573-LPS (D. Del.). 

STATEMENT OF ISSUES 

1. Whether the Commission’s determination of no Section 337 violation 

for the ’644 patent should be affirmed where substantial evidence supports the 

Commission’s (and ALJ’s) finding that the accused Apple products and Samsung 

domestic industry products do not “extract[] a 60-bit rate-matched block,” as each 

asserted claim requires. 

2. Whether the Commission’s determination of no Section 337 violation 

also should be affirmed where: 

a. Samsung waived its Section 337 arguments by not appealing 

the Commission’s adverse rulings for the “generating” limitation; 
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b. Samsung waived its Section 337 arguments by not appealing 

the Commission’s adverse rulings for the “decoding” limitation; 

c. the Commission misconstrued the claims by holding, contrary 

to the ALJ, that Apple’s and Samsung’s products meet the “outputting” limitation 

merely by checking , when the agreed and unappealed claim 

construction requires checking “a 16-bit CRC masked with a 16-bit UE-ID”; 

d. the Commission erroneously concluded that Apple’s derivation 

defense could not partially rest on proof of obviousness, including the ’644 

inventors’ admission that ; 

e. the Commission legally erred by finding that Samsung’s 

declaration of the ’644 patent as essential—nearly one year after the relevant 

standard was finalized—was “timely,” despite Samsung’s contractual obligation to 

disclose all patent rights that “might” be essential before that standard was 

finalized;  

f. the Commission erroneously rejected Apple’s inequitable 

conduct defense by ignoring undisputed evidence showing that the ’644 inventors 

 

 

; 
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g. the Commission erred as a matter of law by concluding that 

Samsung did not exhaust its right to accuse Apple products  

 

; 

3. Whether remand would be futile given the overwhelming consensus 

that FRAND patents do not warrant exclusionary relief, and the USTR’s recent 

decision that no Section 337 relief should issue for the ’348 patent for reasons 

equally applicable to the ’644 patent. 

STATEMENT OF THE CASE 

In this investigation, Samsung initially alleged a Section 337 violation based 

on five patents.1  Samsung voluntarily dropped one patent, and after a two-week 

hearing—involving more than 80 witnesses and 1,000 admitted exhibits—the 

Administrative Law Judge (“ALJ”) issued a 611-page Initial Determination finding 

no violation for the ’644 patent at issue here, or for the three other remaining 

patents:  U.S. Patent Nos. 7,450,114 (“’114 patent”), 6,771,980 (“’980 patent”), 

and 7,706,348 (“’348 patent”). 

The Commission reviewed the Initial Determination “in its entirety,” and 

also found no violation for the ’644, ’980, and ’114 patents.  (A00001-02.)  Unlike 

                                           
1  In its opening brief (“SBr.”), Samsung incorrectly states that it initially 
asserted six patents.  (SBr.7; A00020-28.) 
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the ALJ, however, the Commission found a violation for the ’348 patent, and 

determined that an exclusion order should issue.  (A00001.)  But the President, 

acting through the United States Trade Representative (USTR), disapproved that 

ruling on public interest grounds, thereby terminating the investigation for the ’348 

patent.  (A05998.) 

Samsung has only appealed the Commission’s determinations for the ’644 

patent. 

STATEMENT OF FACTS 

I. TECHNOLOGY BACKGROUND 

A. Cellular Networks 

Cellular telephone networks consist of many network base stations, each of 

which can communicate wirelessly with mobile devices in range of that base 

station.  In this appeal, the relevant networks refer to a base station as a “Node B,” 

and to a mobile device as “User Equipment” or “UE.”  As shown below, cellular 

telephone network communications are two-way:  a UE can receive “downlink” 

transmissions from a Node B, and can send “uplink” transmissions to a Node B. 

 

(A16801.) 

Downlink 

Uplink 
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These wireless transmissions occur over “channels,” each of which has its 

own slice of the wireless spectrum (similar to AM/FM radio channels).  Some 

channels transmit “payload” data, such as the content of a voice call or an email.  

Others are “control channels” that transmit data governing how transmissions 

between base stations and wireless devices must occur (e.g., which channel to use 

and when).  (A06009[1:37-38, 1:46-51]; A16808-09.)  As discussed further below, 

the ’644 patent concerns transmissions that UEs receive from Node Bs over a type 

of control channel. 

B. Error Correcting Codes And Encoders 

Computer data is represented as “bits,” each of which is a binary value of  

either “0” or “1.”2  To transmit a bit wirelessly over the air, it must be modulated 

onto an analog carrier signal as either a +1 or -1 signal value.  As the analog signal 

travels through the air, interference from weather and obstructions may corrupt it, 

making it difficult for a receiving device to determine the original bit value 

accurately.  (A11934.) 

“Error correcting codes” address this problem by building redundancy into a 

transmitted signal.  For example, when transmitting a bit with a value of “1,” a 

basic error correcting code might use a device called an “encoder” to add two bits 

                                           
2  The parties agree that “bit” means a “binary digit” with two possible values, 
either a 0 or 1.  (A16966.) 
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with the same “1” value (“111”).  This repetition increases the likelihood that a 

receiving device can accurately determine the original bit value, even if the signal 

is corrupted during transmission.  Different types of encoders can output different 

numbers of bits for each bit input.  For instance, an encoder outputting 3 bits for 

every 1 input bit is called a “rate 1/3 encoder.”  (A12306; A16812.) 

Encoders can use many different types of coding schemes.  One example is 

“convolutional encoding,” in which the encoding of each bit depends on bit values 

previously encoded.  For example, for the rate 1/3 convolutional encoder below, 

each bit input (on left) outputs 3 encoded bits (on right), and the encoding of each 

bit is affected by the eight previously encoded bit values stored in the eight shift 

registers labeled “D” (on top): 

 

The bits output in this example will conclude with eight all-zero “tail bits,” which 

reset the shift registers to zero for their next use.  (A12227.) 

C. Puncturing And Rate-Matching 

Wireless systems limit the number of bits that can be transmitted over a 

channel during a given time period.  And after encoding, the resulting number of 
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bits may not match the number of transmittable bits during the allotted interval.  

For example, if 60 bits can be transmitted during a time interval, and if 30 bits are 

input to a rate 1/3 convolutional encoder, the resulting 90 coded bits will exceed 

the interval limit by 30 bits.  One way to address this discrepancy is “rate-

matching,” which either adds or “punctures” (deletes) bits as necessary to “match” 

the number of bits the channel can transmit.  In the above example, rate-matching 

would puncture 30 of the 90 coded bits to produce a rate-matched block of 60 bits 

that can be transmitted during the interval.  (A12193; A16813-14.) 

Rate-matching does not puncture bits randomly.  Instead, a “rate-matching 

pattern” identifies the specific bit locations to be punctured.  There are two basic 

types of rate-matching patterns:  (i) “equidistant” patterns that puncture bits at 

recurring positions (e.g., every third bit); and (ii) “non-equidistant” patterns that 

puncture more bits in some locations (e.g., at the beginning and end of the block), 

than in others (e.g., in the middle).  (A16814.) 

D. Transmission, Decoders, And Depuncturing 

Once encoded, the rate-matched block is modulated onto an analog signal 

that is transmitted wirelessly (a “0” bit value can be transmitted as a +1 signal, and 

a “1” bit value can be transmitted as a -1 signal).  The received analog signal is 

demodulated (removed), and the original digital data is recovered.  But interference 

during transmission may cause the receiver to recover inaccurate data values (e.g., 
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a signal transmitted with a +1 value may arrive with a +0.10 value or a -0.10 

value).  (A11121-22.) 

“Hard decision” decoding addresses this issue by “extracting” bits from the 

received signal and making a “hard decision” whether each extracted bit originally 

had a value of 0 or 1 (e.g., a positive signal value (+0.10) is always deemed a 0, 

and a negative signal value (-0.10) is always deemed a 1).  “Hard decision” 

decoding is relatively simple to implement, but its simplicity can lead to errors and 

reduce accuracy.  (A04455-56.) 

By contrast, “soft decision” decoding is a more advanced technique that 

does not extract bits from a received signal; rather, it generates symbols from the 

signal.  These symbols themselves are not bits.  They are “log likelihood ratios” 

(LLRs) that represent the probability a signal originally had a +1 value compared 

to the probability it originally had a -1 value.  For example, if a received signal 

value is -0.10, there is a greater probability the original signal had a -1 value, but 

still some probability it had a +1 value.  LLR symbols capture these many different 

probability ratios, which allow “soft decision” decoders to determine originally-

transmitted signal values more accurately.  (A04456-57.) 

As noted above, transmitters use rate-matching and puncturing to delete 

extra encoded bits.  Receivers use “rate-dematching” and “depuncturing” to undo 

this step.  In the example above, after receiving the transmitted 60-bit block, a 
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receiver can identify the 30 positions in the block that the transmitter punctured 

before transmission by applying the same rate-matching pattern that the transmitter 

used to puncture those positions.  But the receiver does not know the original bit 

values at those punctured positions.  To address that lack of information, “hard 

decision” decoding simply inserts a “0” bit at each punctured position, many of 

which will be incorrect.  Conversely, “soft decision” decoding inserts an “erasure 

symbol” at each punctured position, which represents an equal likelihood (a 50/50 

ratio) that a +1 or -1 value was transmitted.  Erasure symbols avoid the known 

errors of “hard decision” decoding because a 50/50 ratio has no impact on final 

decoding.  (A04454.) 

After depuncturing, the resulting block is input to a decoder that outputs data 

for use by the receiver.  For example, a rate 1/3 convolutional decoder outputs 1 

decoded bit for every 3 bits input.  Thus, in the “hard decision” example above, the 

decoder will receive 90 bits (60 extracted bits and 30 all-zero bits added by during 

depuncturing) and outputs 30 bits of data (additional error checking operations also 

may be used to verify the output data).  Because incorrect values can be added 

during the extracting and depuncturing steps detailed above, the 30 bits of data 

resulting from this type of “hard decision” decoding are more likely to include 

errors than data output by “soft decision” decoding.  (A04458.) 
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E. Cellular Standards 

To promote the interoperability of cellular networks, industry participants 

have formed organizations to develop standards guiding how certain networks and 

their wireless devices must communicate.  One example is the European 

Telecommunications Standards Institute (ETSI), which manages many 

telecommunications standards, including those developed by the 3rd Generation 

Partnership Project (3GPP).  Some of the largest communications companies in the 

world are 3GPP members, including Apple, Samsung, Siemens, and Motorola.  

Among other things, 3GPP has created the Universal Mobile Telecommunications 

System (UMTS) standard supported by many cellular networks worldwide (the 

’644 patent is directed to UMTS networks).  (A16805.) 

The UMTS standard includes numerous technical specifications directed to 

the operation of UMTS networks and devices.  Over time, 3GPP has developed 

these specifications through a process by which members make various technical 

proposals, and then collectively decide which proposal to include in the final 

standard (to finalize a standard is sometimes called “freezing” it).  ETSI has an 

Intellectual Property Rights (IPR) Policy that expressly requires its members 

making technical proposals to disclose any IPR that “might” be essential “if that 

proposal is adopted”: 

Each MEMBER shall use its reasonable endeavours to timely 
inform ETSI of ESSENTIAL IPRs it becomes aware of.  In 
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particular, a MEMBER submitting a technical proposal for a 
STANDARD shall, on a bona fide basis, draw the attention of 
ETSI to any of that MEMBER’s IPR which might be 
ESSENTIAL if that proposal is adopted. 

(A15869[Cl.4.1] (emphases added).)  This policy ensures that ETSI members can 

consider all potential patent rights when evaluating competing proposals—before a 

standard is finalized.  (A11362-64.) 

Once patented technology is incorporated into a standard, the patentee could 

demand excessive royalties from those practicing the standard, or could seek to 

enjoin them altogether (called “patent hold-up”).  To prevent that unfair leverage, 

ETSI requires members to license any patents they declare as essential to the 

standard on fair, reasonable, and nondiscriminatory (FRAND) terms.  (A15870.) 

II. SIEMENS’ PRIOR ART 

During the UMTS standards-setting process, Siemens made two technical 

proposals relevant to this appeal. 

A. Siemens’ HS-SCCH Coding Chain 

In a UMTS network, Node Bs and UEs can communicate over many 

different wireless channels, including a high-speed downlink channel called High 

Speed Downlink Packet Access (HSDPA).  In 2002, Siemens developed a series of 

steps (called a “coding chain”) to govern transmissions between Node Bs and UEs 

over the HSDPA—including having a Node B send a “scheduling grant” to the UE 

over a control channel called the High Speed Shared Control Channel (“HS-
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SCCH”).  Node Bs use scheduling grants to tell UEs the data rate (and, in some 

cases, the timing) to use for their “uplink” transmissions.  A scheduling grant may 

be (i) a “relative grant” that defines the new data rate relative to a prior defined rate 

(“up”/“hold”/“down”), or (ii) an “absolute grant” that defines the new rate in 

absolute terms (new rate is “X”).  (A06009.) 

Siemens’ HS-SCCH coding chain used a 16-bit UE-ID masked with a 16-bit 

cyclic redundancy check (CRC) (which helps a UE check for transmission errors) 

to form a combined 16-bit UE-ID specific CRC.3  It also used rate 1/3 

convolutional encoding.  (A12191-94; A16208-09; A16769.) 

This convolutional encoding produced a block containing 111 bits, but the 

HS-SCCH only could transmit 80 bits during the allotted timeslot.  Therefore, 

Siemens punctured the extra 31 bits using a non-equidistant rate-matching pattern 

that punctured more bits near the start and end of the block (where puncturing is 

less likely to produce errors) than through the middle.  Siemens explained that this 

approach minimized the change in bit error rate (BER) at each bit position of the 

                                           
3  A “UE-ID” is a unique User Equipment Identifier that a Node B uses to 
address scheduling grants to a specific UE.  (A12310.)  “Masking” involves 
combining two sets of an equal number of bits to produce a new set of bits with the 
same number of bits (e.g., masking 10110100 with 00101010 produces 10011110).  
Demasking reverses this process to recover the two separate sets of original bits.  
(A06011[5:13-17].) 
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block, and would result in a 0.2 dB block error rate (BLER) performance gain 

improvement (for the signal-to-noise ratio) over earlier UMTS rate-matching 

patterns.  Siemens then transmitted the resulting rate-matched block by mapping 

each bit to a +1 or -1 signal.  (A15447-48[Figs. 2, 5, 6]; A16209[§4.6.6]; A12195.) 

B. Siemens’ E-AGCH Coding Chain 

In 2004, a 3GPP working group called “RAN 1” was developing a new 

high-speed uplink channel called the High-Speed Uplink Packet Access (HSUPA).  

At RAN 1 meetings in September and November 2004, Siemens proposed a coding 

chain for a new control channel for the HSUPA:  the Enhanced Absolute Grant 

Channel (“E-AGCH”).  As shown in Figure 24 of that proposal, that coding chain 

largely re-used Siemens’ existing coding chain for the HS-SCCH—including a 16-

bit UE-ID specific CRC, rate 1/3 convolutional encoding, rate-matching, and 

physical channel mapping: 
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(A12191-94; A15443; A16208-09; A16217-18.) 

Siemens’s proposal did not specify a bit length for the absolute grant, but 

RAN 1 members were already considering absolute grant options ranging from 4-

10 bits.  (A06011[5:8-10]; A10337-39; A10402-03; A12248-51; A13070-74; 

A13077-78; A15717; A16592.)  Siemens also did not identify a specific rate-

matching pattern, but explained that,  

  (A15705; A15468.)  
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That  involved using a “finding rule” that Siemens had previously 

disclosed that identified suitable rate-matching patterns:  BER at each bit position 

equals BER overall.  (A12260-61; A16141.) 

III. THE ’644 INVENTORS’ USE OF SIEMENS’ PROPOSALS 

The ’644 inventors attended the RAN 1 meetings where Siemens proposed 

its E-AGCH coding chain, .  (A10305; 

A15662.)   

.  (A10327-28; A10334; A12194-95; A15527-30; A16229-34; A16242.) 

After the November 2004 RAN 1 meeting,  

 

.  (A16242-43.)   

 

 

 

  In other words, as Mr. 

Kim later  

 

  (A15450.) 
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The ’644 inventors quickly filed three Korean patent applications in 

December 2004 and January 2005, claiming numerous rate-matching patterns for 

absolute grant lengths ranging from 6-10 bits.  (A10380; A15453-54; A15841-47.)  

Mr. Kim attended the next RAN 1 meeting in February 2005, where he proposed 

using Siemens’ E-AGCH coding chain, a 6-bit absolute grant, and one of the rate-

matching patterns claimed in the recently-filed Korean patent applications—

without revealing the pending applications.  (A10376; A10380; A15453; A15841.)  

Instead,  

 

  (A15450; A16140.) 

, at the time, RAN 1 was considering 

an alternative Motorola approach called “tail-biting.”  (A15919-20.)  After 

extensive lobbying by the ’644 inventors, and unaware of the pending Korean 

applications, the RAN 1 group ultimately adopted Mr. Kim’s proposal.  (A14500-

02; A15557; A15564.)  In June 2005, the full RAN group incorporated that 

proposal and its rate-matching pattern into TS 25.212 § 4.10.4 of the UMTS 

standard.  (A15966; A16110.) 

IV. THE ’644 APPLICATION 

Consistent with Mr. Kim’s representation that he and his co-inventors “took” 

their E-AGCH proposal from Siemens, the ’644 inventors  
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  (A16015; 

A16242.)   

 

  (A16024.) 

On November 30, 2005, the inventors filed the ’644 application, in which 

they claimed the same rate-matching pattern for a 6-bit absolute grant that the 

RAN group had incorporated into the UMTS standard months earlier.  (A06002.)  

, and despite 

admitting to RAN 1 that they had taken their work directly from the same Siemens 

proposals, the inventors never disclosed those proposals during prosecution of the 

’644 patent.  (A10380.) 

V. THE ’644 PATENT 

The ’644 patent is directed to the coding chain for an E-AGCH absolute 

grant.  Figure 3 depicts how Node Bs transmit an absolute grant—using the same 

steps in Figure 24 of Siemens’ November 2004 proposal, as discussed above: 
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UE-ID specific CRC adder 304 receives and uses 6-bit absolute grant 302 to create 

a 16-bit CRC, which it masks with a 16-bit UE-ID to form a 16-bit UE-ID specific 

CRC.  The 16-bit UE-ID specific CRC is then combined with the 6-bit absolute 

grant to produce 22 bits of control information.  The 22 bits are output to channel 

coder 308, which adds 8 “tail bits” (all zeros), and uses rate 1/3 convolutional 

encoding on the resulting 30 bits to produce 90 coded bits.  (A06007; A6011-

12[5:8-10, 7:25-35]; A103070-74; A103077-78; A10337-39.) 

According to the patent, the UMTS standard only allots 2 milliseconds for 

each E-AGCH absolute grant transmission, and requires transmitting 60 bits during 

that interval.  Thus, rate matcher 310 uses the rate-matching pattern developed 

from Siemens’ “finding rule” to puncture 30 of the 90 coded bits to produce a 60-
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bit rate-matched block.  (A06010-11[3:36-37, 5:46-56, 6:58-62].)4  After rate-

matching, physical channel mapper 312 modulates the 60-bit rate-matched block 

onto an analog signal that is transmitted to a UE.  (A06012[7:37-41].) 

Figure 4 shows how a receiver reverses the steps used to transmit the 

absolute grant (steps occur from right to left): 

 

After receiving the transmitted signal on E-AGCH 402, physical channel demapper 

404 extracts a rate-matched block of exactly 60 bits by making a “hard decision” 

                                           
4  The ’644 patent claims this specific pattern was an improvement over prior 
art patterns that suffered from low bit error rates at the ends of a block, and high bit 
error rates in the middle.  (A06009-11[1:30-45, 3:17-24, 5:52-57, 5:60-6:17].)  But 
Siemens had identified and solved this same problem years earlier with its HS-
SCCH coding chain and “finding rule.”  (A16230[Fig.2]; A16232-33[Figs.5&6]; 
A12194-99; A12223; A12225.) 
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whether each signal segment (60 in total) is a 0 or 1.  (A06008[3:67-4:1]; 

A06012[7:59-61]; A11132; A12260.) 

Rate matcher 406 performs “rate-dematching” on the extracted 60-bit block 

by inserting 30 bits (all 0s) at the same locations that the Node B punctured before 

transmission.  Convolutional decoder 408 then decodes the resulting 90-bit block 

at a 1/3 rate, and outputs the same 30 bits that the Node B transmitted:  a 6-bit 

absolute grant, a 16-bit UE-ID specific CRC, and 8 tail bits.  UE-ID specific CRC 

extractor 410 receives the 6-bit absolute grant and 16-bit UE-ID specific CRC, and 

extracts a 16-bit CRC that is sent to CRC checker 414 along with the absolute 

grant.  CRC checker 414 checks the 16-bit CRC for errors; if the check passes, the 

absolute grant is outputted, but if it fails, the process repeats.  (A06010-12[4:1-6, 

7:61-66, 8:3-14].) 

VI. SAMSUNG’S UNTIMELY DECLARATION TO ETSI 

By declining to inform RAN 1 about their pending patent applications, the 

’644 inventors violated ETSI’s IPR Policy, which requires members making a 

technical proposal to disclose any patent rights that “might” be essential to their 

proposal, before the proposal is adopted—so members can consider alternative 

solutions (e.g., Motorola’s competing “tail biting” proposal).  (A11327; A11329; 

A11362-64; A15869[Cl.4.1].)  However, this nondisclosure did comply with 
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(A16707.)  In fact, the Samsung director then-responsible for declaring Samsung’s 

essential IPR rights testified that  

 

(despite ETSI’s express contrary requirement).  (A16708-09.) 

VII. APPLE’S ACCUSED PRODUCTS 

Samsung accused certain Apple HSUPA-compatible iPhones and iPads of 

infringing claims 9-16 (directed to the coding chain a UE uses after receiving an E-

AGCH absolute grant).  Those Apple devices include either a Qualcomm or Intel 

baseband processor chip that uses proprietary Qualcomm or Intel source code to 

perform the accused functionality.  (A12280; A12292; A16766; A16771-72.) 

Using those baseband chips, the accused Apple products  

.  Therefore, when they receive an E-AGCH absolute grant, the 

Qualcomm and Intel chips .  Rather, they  
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  (A00314-15; A06852; A08160; A11018-

19; A11025; A11037-38; A11040-43; A11045; A11053; A11122; A15008; 

A15028-29; A15092; A16771-72; A17159-60.) 

 

 

.  (A06852; A11037-38; A11040-43; A11045-46; A11068-73; 

A11076-79; A11081-82; A15008; A15015-17; A15092; A15095-96; A17217; 

A17200-15.) 

 

 

 

 

  (A11085-88; A11111-13; A11118.) 
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  (A10790; A11140-42; 

A12262; A12309; A15025; A15134-40; A16772.)  

As Dr. Min conceded,  

 

.  (A11111; A11114; A11117-18; A11120-

21; A11123-30.)  Indeed, in its interrogatory responses, even Samsung admitted 

that   (A15215; 

A06010[3:64-4:1]; A06012[7:60-61].) 

VIII. SAMSUNG’S  

Samsung accused Apple products containing  

 

 

 

.  (A15606[§1.14], 

A15608[§3.1] (emphases added); A15614; A16267.)   

 

.  (A16227-28.)   
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  (A10966-71; A16227-28.) 

IX. SAMSUNG’S DOMESTIC INDUSTRY PRODUCTS 

Samsung alleged that its HSUPA-compatible products practice claims 9 and 

13 of the ’644 patent.  The parties agreed that, for purposes of the ’644 patent, 

those Samsung devices (all of which ) work the 

same as accused Apple products .  (A06910; 

A06912; A06922-24; A06934; A06937-38; A10801-02; A12311.) 

X. SAMSUNG’S VIOLATION OF ITS FRAND COMMITMENT 

Samsung’s declaration of the ’644 patent to ETSI, although untimely, 

obligated it to license the patent on FRAND terms to all implementers of the 

UMTS standard.  (A15870[Cl.6.1].)  However, Samsung commenced this 

investigation  

  (A16235; A16936.) 

Since April 2011, Apple has  

 

  (A16239; A16935-54.)  But Samsung has only responded 

by  
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(A16237; A16956; A16932[¶10].)  

XI. THE COMMISSION’S DETERMINATION 

The Commission found no Section 337 violation for the ’644 patent because 

the accused Apple products and Samsung domestic industry products do not 

practice multiple claim limitations. 

“Extracting”: The Commission (and ALJ) found that the Apple and 

Samsung products do not “extract[] a 60-bit rate-matched block from a signal 

received from a Node B” because:  (i)  

 

; and (ii)  

  (A00094-96; A00314.) 

In its petition for review, Samsung argued for the first time  

 

 

  The Commission rejected that belated 

argument as a factual matter because  
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  (A00301-03; A00314-15.)  Indeed, as the 

Commission observed, when asked on cross-examination to  

 Samsung’s expert, Dr. Min, effectively 

  (A11302.) 

“Generating”:  The Commission adopted all ALJ findings “consistent with” 

this analysis for the “extracting” limitation.  (A00095-96.)  Thus, the Commission 

necessarily adopted the ALJ’s determination that the Apple and Samsung products 

do not “generat[e] 90 coded bits by rate-dematching the rate matched block”—

because the antecedent basis for “the rate matched block” is the “60-bit rate-

matched block” .  (A00095-

96; A00323-23.) 

“Decoding”: The same result applied to the “decoding the coded bits at a 

coding rate of 1/3” limitation.  Because the antecedent basis of “the coded bits” is 

the “90 coded bits” required by the “generating” limitation, the Commission also 

necessarily adopted the ALJ’s determination that the Apple and Samsung products 

do not meet the “decoding” limitation for three reasons:  (i)  

 

; (ii)  
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; and (iii)  

.  (A00331.) 

Outputting: The ALJ found that the Apple and Samsung products do not 

“output[] the control information by checking the UE-ID specific CRC”—because 

the agreed construction requires checking “a 16-bit CRC masked with a 16-bit 

UE-ID,” but the products .  (A00339.)  The 

Commission reversed, citing the claims’ use of the word “comprising,” without 

explaining how that word supposedly obviated the need for Samsung to show that 

the claimed “checking” actually occurred.  (A00098.)  

Having found no infringement or domestic industry, the Commission 

rejected Apple’s remaining defenses. 

Invalidity:  The Commission rejected Apple’s derivation defense—despite 

the ’644 inventors’ admission that they “took” their claimed invention from 

Siemens—based on its belief that derivation cannot rest on proof of obviousness.  

(A00544-45; A15450.) 

Exhaustion:  The Commission held that the  did not 

exhaust Samsung’s ’644 patent rights after concluding that  

.  (A00084-85.)  The Commission did not 

attempt to square its holding with the , or with 
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unrebutted evidence that  

. 

Unenforceability:  The Commission found no standards-setting abuse 

because Apple had demonstrated noninfringement, and after finding that 

Samsung’s year-late declaration of essentiality for the ’644 patent was “timely”—

despite ETSI’s requirement to disclose potentially-essential patents before standard 

finalization.  (A00082-84.)  The Commission found no inequitable conduct by (i) 

concluding that Siemens’ proposals were not material—even though the proposals 

rendered the claims obvious and  

, and (ii) finding no fraudulent intent—despite evidence that  

 

 

 

FRAND:  Declining to follow the lead of courts, agencies, and technology 

companies worldwide, the Commission declined to hold that exclusionary 

remedies are inappropriate for FRAND-committed patents. 

Evidentiary Rulings:  Before the hearing, the ALJ precluded Samsung’s 

expert, Dr. Min, from supplementing his report to add new theories directed to 

, and precluded Apple’s expert, Dr. Stark, from offering 

hearing testimony on the same issue.  However, the ALJ ruled that “the underlying 
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evidence is not stricken,” that Apple “is free to explore this evidence with Dr. Min 

on cross-examination,” and that, if Apple did so, Dr. Min would be “permitted to 

offer responsive opinions” on re-direct.  (A03573.) 

During his direct testimony, Dr. Min opined that Apple’s and Samsung’s 

products literally practiced the asserted claims—with no mention of equivalents—

and discussed at length the source code for the Qualcomm and Intel baseband 

chips.  But he provided a selective and inaccurate description of their  

.  On cross-examination, Apple elicited admissions 

from Dr. Min concerning the correct operation of those chips.  During his re-direct, 

Dr. Min sought to offer a new equivalents theory—based on  

—that he had not properly disclosed in any report, and that Samsung had 

not otherwise disclosed during the investigation.  (A11292-300.)  The ALJ did not 

permit Dr. Min to advance that belated new infringement theory.  (A11299-300.)  

The Commission affirmed these evidentiary rulings as “sound and well within the 

Judge’s discretion.”  (A00098.) 

XII. THE USTR’S DECISION 

In August 2013, the USTR disapproved, and thereby nullified, the 

Commission’s exclusion order for the ’348 patent due to his  

substantial concerns … about the potential harms that can result 
from owners of standards-essential patents (“SEPs”) who have 
made a voluntary commitment to offer to license SEPs on terms 
that are fair, reasonable, and non-discriminatory (“FRAND”), 
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gaining undue leverage and engaging in “patent hold-up,” i.e., 
asserting the patent to exclude an implementer of the standard 
from a market to obtain a higher price for use of the patent than 
would have been possible before the standard was set, when 
alternative technologies could have been chosen.   

(A05999.)  Samsung has not explained how, under the reasoning of that decision, it 

could obtain exclusionary relief for the ’644 patent—which raises precisely the 

same “substantial concerns.” 

SUMMARY OF ARGUMENT 

Samsung’s appeal suffers from a wide range of factual and legal errors.   

To begin, substantial evidence supports the Commission’s determination that 

the Apple and Samsung products do not “extract[] a 60-bit rate-matched block” 

because:  (i)  

; 

(ii)  

; and (iii)  

, as Samsung first argued 

after the hearing.  The Court should affirm no Section 337 violation on this ground 

alone. 

Samsung attempts to avoid this substantial evidence by asking to delete it 

from the record—arguing that the ALJ should not have allowed Apple to cross-

examine Dr. Min about the source code for the Qualcomm and Intel chips.  But the 
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Commission correctly held that the ALJ acted “well within” his discretion in 

permitting Apple to solicit that relevant testimony—especially after Dr. Min had 

testified selectively and incorrectly about the same source code at length during his 

direct testimony.  The Commission also correctly found that the ALJ did not err by 

precluding Dr. Min from offering a previously undisclosed equivalents theory on 

re-direct, particularly given Samsung’s tactical choice to base its case-in-chief 

purely on a literal infringement theory. 

Samsung also argues that unresolved claim construction disputes existed 

concerning the meaning of “extracting.”  But there was no dispute.  No party 

sought to construe that term, and in its petition for review, Samsung never asked 

the Commission to review the meaning of “extracting” that the ALJ had applied.  

Therefore, Samsung’s new claim construction argument is waived.  It also fails 

because the ALJ’s and Commission’s analyses did not turn on any specific (or 

incorrect) meaning of “extracting.” 

The Commission’s finding of no violation also can be affirmed for seven 

additional reasons. 

First, the Commission adopted all ALJ findings “consistent with” its ruling 

for the “extracting” limitation.  That necessarily included the ALJ’s determination 

that the Apple and Samsung products do not “generat[e] 90 coded bits by rate-
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dematching the rate matched block.”  By failing to appeal that adverse ruling, 

Samsung waived it, thereby precluding any Section 337 violation. 

Second, Samsung also failed to appeal another ALJ adverse ruling 

“consistent with” the Commission’s decision:  that the Apple and Samsung 

products do not “decod[e] the coded bits at a coding rate of 1/3,” in part, because 

they do not meet the “extracting” and “generating” limitations. Therefore, waiver 

precludes any Section 337 violation for this reason as well. 

Third, the asserted claims are invalid.  The undisputed record establishes 

that the ’644 inventors admittedly “took” their claimed invention from Siemens. 

Fourth, the ’644 patent is unenforceable due to standards-setting violations.  

The ’644 inventors urged RAN 1 to adopt their rate-matching pattern (over a 

competing Motorola proposal), without disclosing that they had pending patent 

applications covering the same pattern.  , Samsung 

then delayed nearly one year after the standard closed before declaring the ’644 

patent as standards-essential.  This late disclosure breached Samsung’s obligation 

to disclose patent rights that “might” be essential before a standard is finalized. 

Fifth, the ’644 inventors  

, and told 

industry members they “took” that pattern from Siemens.  But when speaking to 

the PTO, they said nothing about that same Siemens prior art—  
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.  This inequitable conduct renders the ’644 patent 

unenforceable.  

Sixth, the Commission found no exhaustion under  

 

.  That ruling was legally wrong because  

. 

Finally, even if Samsung could overcome these many hurdles, a remand 

would be futile because (i) Section 337 proceedings should not give rise to 

injunctive relief based on FRAND-committed patents, particularly where, as here, 

, and (ii) Samsung cannot overcome 

the reasoning set forth in the USTR’s recent disapproval of injunctive relief for the 

’348 patent, which applies with equal force to the ’644 patent. 

ARGUMENT 

I. THE COMMISSION CORRECTLY DETERMINED THAT APPLE’S AND 

SAMSUNG’S PRODUCTS DO NOT “EXTRACT[] A 60-BIT RATE-MATCHED 

BLOCK.” 

Based on substantial evidence, the ALJ and Commission found that the 

Apple and Samsung products do not meet the “extracting” limitation.  (A00095-96; 

A00314-15.)  Unable to contest that substantial evidence on appeal, Samsung 
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attempts to avoid it by mischaracterizing the evidence, by seeking to change Dr. 

Min’s testimony, and by trying to rewrite the claims.  These arguments lack merit. 

A. Substantial Evidence Supports The Commission’s Finding. 

Each asserted claim requires “extracting a 60-bit rate-matched block from a 

signal received from a Node B.”  The ALJ found, and the Commission agreed, that 

the Apple and Samsung products do not practice that limitation for several reasons, 

all of which are supported by substantial evidence.  

First, the Commission agreed with the ALJ that the products  

 

.  (A00093; 

A00296; A00303.)  Substantial evidence supported these findings, including Dr. 

Min’s admission that these  

 

.  (A06852; A08160; A11018-19; 

A11025; A11037-38; A11040-43; A11045-46; A11053; A11065-66; A11122; 

A11128-30; A15008; A15028-29; A15092; A16771-72; A17159-60.) 

Second, substantial, undisputed evidence also supports the ALJ’s and 

Commission’s conclusion that  

 

  (A06852; A11037-38; A11040-43; A11045-46; 
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A11068-73; A11076-79; A11081-82; A15008; A15015-17; A15092; A15095-96; 

17217; A17200-15.) 

Third, the ALJ and Commission rejected Samsung’s new post-hearing 

allegation that  

 

.”  (Compare A00095-96, A00301-

03, A00314-15 with SBr.13, 15-23.)  As Dr. Min admitted, and as the source code 

and witnesses from Qualcomm and Intel confirm,  

 

.  (A00095-96; A00301-03; 

A00314-15.)  In fact, when challenged to identify “  

,” Dr. Min testified “ .”  (A11302.) 

This substantial evidence supports the Commission’s factual finding that the 

Apple and Samsung products do not practice the “extracting” limitation—which 

alone forecloses Samsung from proving a Section 337 violation.  See Spansion, 

Inc. v. ITC, 629 F.3d 1331, 1344 (Fed. Cir. 2010) (if Commission determination is 

supported by substantial evidence, “[t]his court must affirm”). 

B. Samsung Cannot Avoid Dr. Min’s Cross-Examination Testimony. 

Faced with this substantial evidence, Samsung seeks both to erase it—by 

arguing that the ALJ abused his discretion in permitting Apple to cross-examine 
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Dr. Min about the Qualcomm and Intel source code—and to rewrite it—by arguing 

that the ALJ should have allowed Dr. Min to supplement his testimony with an 

entirely new equivalents opinion on re-direct.  (SBr.63-64.)  As the Commission 

correctly found, the ALJ acted  “well within” his discretion in all respects.  

(A00097-98.) 

First, the ALJ properly precluded Dr. Min from supplementing his report to 

further address  

—issues Samsung knew would be relevant long before the hearing.  

For example, in February 2012, Dr. Min addressed  throughout his 

opening report, acknowledging “  

,” and opining that 

“ .”  (A16827,  A16832-34, A16840-41, A16848-49, A16852-53 [¶¶ 

135-36, 152-55, 172-73, 193-94, 204-05].)  Yet, Samsung waited many weeks 

before seeking leave to file a new report to more specifically address those same 

issues—delay that alone justified the ALJ’s decision.5 

                                           
5  Having successfully precluded Apple’s expert from supplementing his 
opinions about  on lack of timeliness grounds (A03552-
75), Samsung can hardly contend that the ALJ abused his discretion when he 
precluded Samsung’s own expert from offering certain testimony on those same 
issues based on lack of timeliness grounds. 
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Nor did Apple attempt to hide its  arguments until too late in 

the investigation, as Samsung suggests.  (SBr.64-65.)  Apple received the 

Qualcomm and Intel proprietary source code at the same time that Samsung 

received it, and Apple and Samsung both questioned Qualcomm and Intel 

witnesses about the code at the same depositions.  (A06679; A06831-34; A06840-

41; A06900; A11058-59; A16742-43.) 

Second, Samsung argues that the ALJ should not have permitted Apple to 

cross-examine Dr. Min about the  

 because Samsung supposedly “was careful to avoid ‘opening 

the door’” on that subject during Dr. Min’s direct testimony.  (SBr.63-64.)  But as 

the ALJ correctly found, Samsung opened the door on that subject repeatedly by 

having Dr. Min discuss  and by selectively describing  

 in a manner that conflicted with the 

testimony of Qualcomm’s and Intel’s own witnesses.  (A00308-09; A11037-38; 

A11039; A11044-47; 11050-54; A11057-59; A11064-65; A10752-53; A10770-73; 

A10804-07; A11010; A11274-75; A11302-03.) 

The ALJ did not abuse his discretion by permitting Apple to cross-examine 

Dr. Min about that same source code—including portions that Dr. Min did not 

address on direct—to establish that Dr. Min had not accurately explained the chips’ 

decoding operations.  (A00307; A11034; A15000-39; A15089-96.)  See Taskett v. 
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Dentlinger, 344 F.3d 1337, 1343 (Fed. Cir. 2003) (eliciting testimony beyond 

scope of prior testimony is “entirely appropriate” to “clarify facts that were not 

made sufficiently clear”); United States v. Tomblin, 46 F.3d 1369, 1386 (5th Cir. 

1995) (“The subject matter of direct examination, for the purpose of cross-

examination, is ‘liberally construed to include all inferences and implications 

arising from such testimony.’”).  

Third, Samsung argues that, following Apple’s cross-examination, Dr. Min 

should have been permitted to offer a new  equivalents opinion.  

(SBr.64.)  But Dr. Min did not preserve that argument in any expert report, and 

Samsung did not disclose it in its pre-hearing brief (or other pre-hearing filing).  

Therefore, as the ALJ properly found under the Ground Rules governing the 

investigation, the theory was waived.  (A17300[G.R. 7.2] (“Any contentions not 

set forth in detail [in prehearing brief] shall be deemed abandoned or withdrawn.”); 

A17312[G.R. 9.5.6] (expert testimony “confined to the scope of the expert’s 

report(s), and deposition testimony”).)  See Honeywell Int’l Inc. v. Universal 

Avionics Sys. Corp., 488 F.3d 982, 994-95 (Fed. Cir. 2007) (affirming exclusion of 

expert testimony on subjects not sufficiently disclosed in expert’s report). 

In addition, if Samsung truly believed that Dr. Min had properly disclosed a 

 equivalents theory, it should have had Dr. Min offer it during his 

nine hours of direct testimony—when, instead, he testified solely about a literal 
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infringement theory.  (A10846; A11262.)  The ALJ acted well-within his 

discretion in holding that Samsung could not raise a new equivalents theory for the 

first time on re-direct.  (A17312[G.R. 9.5.3] (“Redirect examination is limited to 

matters brought out on cross-examination”).)  See United States v. Riggi, 951 F.2d 

1368, 1375 (3d Cir. 1991) (“The tradition in the federal courts has been to limit the 

scope of redirect examination to the subject matter brought out on cross-

examination.”).  

Samsung also cites Order No. 86.6  (SBr.62, 64.)  But that Order did not alter 

Samsung’s burden to timely and fully disclose all equivalents theories in its expert 

reports and pre-hearing brief, or to present any such preserved theory during Dr. 

Min’s direct examination.  It merely made clear that Apple could question Dr. Min 

about  on cross-examination, and that if it did so, Dr. Min 

could “offer responsive opinions” on re-direct—which the ALJ permitted Dr. Min 

to do for his properly disclosed opinions.  (A03573; A11279-88.)  Nothing in 

Order 86 required the ALJ to allow Dr. Min to offer entirely new opinions on re-

direct. 

                                           
6  In Order 86, the ALJ held that Apple’s expert had not sufficiently disclosed 
certain opinions concerning , and precluded him from 
offering those opinions at the hearing.  But the ALJ ruled that “the underlying 
evidence is not stricken, and Respondent is free to explore this evidence with Dr. 
Min on cross-examination.”  (A03573.) 
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Finally, Samsung implies that, without Dr. Min’s testimony on cross-

examination, no substantial evidence would support the Commission’s “extracting” 

ruling.  But other substantial evidence supports the Commission’s ruling, including 

the source code itself, the testimony of Qualcomm and Intel witnesses, the 

testimony of Apple’s expert, and even Samsung’s pre-hearing admission  

  (A00314-15; 

A00323-24; A00331; A00339; A00347; A12294-2300; A12303; A12311; 

A15215.) 

C. Samsung Cannot Prevail Based On Its New  
Theory. 

Faced with Apple and Samsung devices that generate  

, and asserted claims 

requiring a rate-matched block consisting of exactly 60 bits, Samsung argues that:  

(i)  

; and (ii)  

 

  (SBr.39-41.)  That argument fails for several 

reasons. 

First, Samsung failed to preserve the argument below.  In fact, before the 

hearing, Samsung took the opposite position by having Dr. Min opine that  

 (A16832), and by arguing in its pre-hearing brief that (i) 
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“ ,” (ii) “  

,” and (iii)  

.”  

(A03648-49, A03652 (emphases added).)  Only after the hearing did Samsung first 

argue, as it does here, that  

 

.  (SBr.39-41.)  That new and conflicting argument is waived.  (A17301-

02[G.R. 7.2].) 

Second, as the ALJ and Commission found, as Samsung admitted before the 

hearing, and as Dr. Min conceded at the hearing,  

 

 

 

.  (A00095-96; A00314-15; A06851-52; 

A11037-38; A11040-42; A11045-47; A11053; A11062-66; A11301-02; A11305; 

A12294-303; A15008; A15016; A15028; A15092; A16398; A17159.) 

Third, Samsung contends the Commission relied on a mistaken view of Dr. 

Min’s testimony.  (SBr.55-59.)  But there was no mistake.  Just as the ALJ and 

Commission found, Dr. Min “gave up” Samsung’s two-step theory by conceding 

that:  (i)  
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; (ii)  

; (iii)  

 

; and (iv)   

(A00302-03; A00314; A11065-66; A11301-02.)  Dr. Min asserted an opinion—

without evidentiary support—that the Apple and Samsung products work in a 

different way, but the ALJ was not required to accept that attempt to recast the 

undisputed facts.  See Arthur A. Collins, Inc. v. N. Telecom Ltd., 216 F.3d 1042, 

1046-47 (Fed. Cir. 2000) (where expert’s opinion is undermined by record 

evidence, opinion should be disregarded as legally insufficient). 

D. Samsung’s New And Irrelevant Claim Construction Argument 
Does Not Warrant Reversal. 

Samsung alleges the Commission erroneously construed the “extracting” 

limitation—which it casts as the “central issue” of this appeal.  (SBr.31.)  That 

argument fails for many reasons. 

First, as detailed above, the ALJ and Commission found as a factual matter 

that the accused  operates differently from—and, as Dr. 

Min admitted,  of the 

asserted claims.  (A11128-30.)  That ruling had nothing to do with any specific 

construction of “extracting,” and instead rested on the substantial record evidence 

detailed above.  (A00093-98; A11046-47; A11053-54.) 
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Second, during the investigation, no party asked the ALJ or Commission to 

construe the full phrase “extracting a 60-bit rate-matched block.”7  Samsung cannot 

seek reversal by first advancing a construction of that phrase now.  See Conoco, 

Inc. v. Energy & Envtl. Int’l, L.C., 460 F.3d 1349, 1358-59 (Fed. Cir. 2006) (“[A] 

party may not introduce new claim construction arguments on appeal or alter the 

scope of the claim construction positions it took below.”). 

Third, Samsung alleges that the Commission improperly construed the 

claims to exclude   (SBr.43.)  But the Commission did not limit the 

types of bits that can meet the claims.  Rather, it merely held that the claims—

which require extracting a “60-bit rate-matched block”—cannot be met by devices 

that generate something different.  That was a factual finding supported by 

substantial evidence, not an issue of claim construction. 

Fourth, Samsung argues that the claims’ use of “comprising” means that the 

“extracting” limitation can be satisfied by any block containing at least 60 bits.  

(SBr.41-42.)  But that argument improperly vitiates the express requirement for a 

                                           
7  Samsung does not contest the agreed construction of “bit,” or the ALJ’s 
construction of “rate-matched block” that largely adopted Samsung’s position.  
(A00096; A01274-82.)  Samsung states “[t]he Commission acknowledges that its 
decision is at odds with the construction of ‘rate-matched block.’”  (SBr.59.)  But 
the Commission merely explained that the ALJ’s construction “may at first blush 
appear to be in tension with our determination,” and then explained why it was not.  
(A00096.) 
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block with exactly 60 bits.  See Dippin’ Dots, Inc. v. Mosey, 476 F.3d 1337, 1343 

(Fed. Cir. 2007) (“[C]omprising is not a weasel word with which to abrogate claim 

limitations.”). 

Samsung also relies on the word “comprising” to argue that the Commission 

improperly excluded “additional operations” in which  

.  (SBr.40-42.)  But as detailed 

above, there are no such “additional operations” because  

. 

Fifth, Samsung argues that the Commission erred by “adopt[ing] the ALJ’s 

erroneous construction of extract, ‘to select (excerpts) or copy out or cite.’”  

(SBr.40-41.)  But Samsung did not propose a different construction of that term to 

the ALJ, and did not contest the ALJ’s application of the term in its petition for 

review.  Therefore, the argument is waived.  

Samsung further contends that it can prevail under its new construction of 

“extracting” because “[t]he record evidence demonstrates that Node Bs transmit 

signals containing precisely 60 bits.”  (SBr.41n.3, 51 (emphasis added).)  As an 

initial matter, asserted claims 9 and 13 do not cover what a Node B transmits; they 

are directed to a receiver.  Moreover, Samsung offers no explanation for its 

supposedly “correct construction” other than a citation to its petition for review.  

(SBr.41n.3.)  Apple and the Court are not required to address that argument-by-
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incorporation.  See Proveris Scientific Corp. v. Innovasystems, Inc., No. 2013-

1166, 2014 WL 104025, at *5 (Fed. Cir. Jan. 13, 2014) (incorporating Markman 

brief by reference insufficient to present argument on appeal). 

Regardless, Samsung’s assertion that “Node Bs transmit signals containing 

precisely 60 bits” cannot disturb the ALJ and Commission’s well-supported 

factual finding that—under any construction of “extracting”—  

 

 than the receivers 

recited in the asserted claims. 

Finally, based on a single line of an email that no witness mentioned at the 

hearing, Samsung contends that “‘extracting a 60-bit rate-matched block’ must be 

construed  

 

.”  (SBr.46-48.)  But because even Dr. Min admits 

 (A11128), whether the 

inventors allegedly  is irrelevant to how a person 

of ordinary skill would understand the claims.  See Solomon v. Kimberly-Clark 

Corp., 216 F.3d 1372, 1379 (Fed. Cir. 2000) (“[W]hat the patentee subjectively 

intended his claims to mean is largely irrelevant to the claim’s objective meaning 

and scope.”). 
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II. THE COMMISSION’S DETERMINATION SHOULD BE AFFIRMED ON 

MULTIPLE ALTERNATIVE GROUNDS. 

A. Samsung Waived Its “Generating” Arguments. 

The ALJ found that the Apple and Samsung products do not meet the 

“generating 90 coded bits by rate-dematching the rate matched block” limitation 

because :  (i)  

; (ii)  

; (iii)  

; and (iv)  

,8 .”  

(A00324.) 

As the Commission correctly determined, substantial evidence supports 

these findings, including the testimony of both technical experts and Intel and 

Qualcomm witnesses, and the relevant source code.  (A11045; A11053; A11069-

73; A11077-79; A11082; A12303-06; A15016; A15092; A15096; A16966-67; 

A17159.) 

                                           
8  Dr. Min conceded that  

  (A06852; 
A11071-72; A11081-82; A15096; A17200-15.) 

Case: 13-1519     CASE PARTICIPANTS ONLY Document: 57     Page: 55     Filed: 01/27/2014Case: 13-1519      Document: 59     Page: 55     Filed: 01/27/2014



 

- 47 - 

Because these findings are “consistent with” the Commission’s “analysis” 

for the “extracting” limitation, the Commission necessarily adopted them.  

(A00095-96.)9  Therefore, by failing to appeal these adverse findings for the 

“generating” limitation, Samsung is bound by them, and thus cannot prove a 

Section 337 violation.  See Aventis Pharma S.A. v. Hospira, Inc., 675 F.3d 1324, 

1332-33 (Fed. Cir. 2012) (failure to challenge adverse finding in opening brief 

causes waiver and prevents waiving party from prevailing on claim for which the 

finding is essential).  

B. Samsung Waived Its “Decoding” Arguments. 

The same holds true for the “decoding the coded bits at a coding rate of 1/3” 

limitation.  The ALJ found that the Apple and Samsung products do not meet that 

limitation for three reasons:  (i)  

; (ii)  

; and (iii)  

10  (A00331.) 

                                           
9   By concluding that the Apple and Samsung products do not extract the 
claimed “60-bit rate-matched block,” the Commission necessarily concluded that 
they also do not “generat[e] 90 coded bits by rate-dematching the rate matched 
block.” 
10  The ALJ construed “decoding the coded bits at a coding rate of 1/3” as 
requiring “decoding bits that were encoded according to a coding rate that outputs 
one bit for every three input bits.”  (A00218.)  Samsung has not appealed this 
construction.  (A11086-88; A12306-07.) 
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Substantial evidence supports these findings (A06852; A11069-73; A11077; 

A11085-88; A12306-09; A15016; A15096), and the Commission adopted them as 

“consistent with” its “extracting” analysis.  (A00095-96.)11  Therefore, by failing to 

appeal these adverse “decoding” findings, Samsung is barred from proving a 

Section 337 violation.  See Aventis, 675 F.3d at 1332-33. 

C. The Apple And Samsung Products Do Not Practice The 
“Outputting” Limitation, As The ALJ Found. 

All asserted claims require “outputting the control information by checking 

the UE-ID specific CRC”—which, as the parties stipulated, requires outputting the 

control information by checking “a 16-bit CRC masked with a 16-bit UE-ID.”  

(A16967 (emphasis added).)  At the hearing, Dr. Min opined for the first time that 

this limitation is met by  

.  

But even Dr. Min admitted that .  

(A10790; A10801; A10818; A11141-42; A12262; A12309-11; A15025.)  Based 

on that substantial evidence, the ALJ correctly found that the claimed “checking” 

did not occur.  (A00101; A00339-40; A00767.) 

Without disturbing the ALJ’s “checking” construction (which it recited 

without objection), the Commission held that the asserted claims were met because 
                                           
11   The antecedent bases for “decoding the coded bits” are “the 90 coded bits” 
generated from the “60-bit rate matched block.” 
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they “use the open-ended transitional term ‘comprising,’ and “  

.”  (A00098.)  That was legal 

error.  

Although the claims can be met by products that perform “additional steps 

beyond those recited in the claims,” they cannot be met by products that fail to 

perform the required steps.  Here, the claims as construed—under an agreed and 

unappealed construction—require checking the “16-bit CRC masked with a 16-bit 

UE-ID.”  That indisputably  

.  It was error to read the checking 

requirement out of the claims based on the word “comprising.”  See Dippin’ Dots, 

476 F.3d at 1343. 

D. The Asserted Claims Are Invalid Because The ’644 Inventors 
Derived Them Directly From Siemens. 

Apple clearly and convincingly demonstrated that the asserted claims are 

invalid because Siemens first conceived of the claimed invention and then 

communicated it to the ’644 inventors.  See 35 U.S.C. § 102(f) (person not entitled 

to a patent if “he did not himself invent the subject matter sought to be patented”); 

Gambro Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1576 (Fed. Cir. 

1997) (“To show derivation, the party asserting invalidity must prove both prior 

conception of the invention by another and communication of that conception to 

the patentee.”). 
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The Commission agreed that the ’644 inventors  

 but rejected Apple’s derivation defense because Siemens’s proposal did 

not disclose the identical rate-matching pattern recited in the ’644 claims.  

(A00101.)  That was error.  The law merely required Apple to prove that Siemens 

provided the ’644 inventors with information sufficient to render the claimed rate-

matching pattern obvious—which is precisely what occurred. 

1. Siemens’ Prior Conception 

It is undisputed that Siemens’ proposal for the E-AGCH coding chain taught 

every limitation of the asserted claims (for a 6-bit12 absolute grant)—including a 

16-bit UE-ID specific CRC, rate 1/3 convolutional encoding, a rate-matching 

pattern, and physical channel mapping—except the specific bit locations to be 

punctured for the rate-matching pattern.  (A06011[5:8-10]; A10337-39; A12191-

94; A12248-51; A12261-63; A13070-74; A13077-78; A13080-81; A15717; 

A16208-09, A16277-79[§4.10 & Fig.24]; A16436; A16592.) 

The Commission concluded that Apple could not prove derivation because 

“none of the references cited by Apple disclose the rate matching pattern found in 
                                           
12  Siemens did not explicitly mention a 6-bit absolute grant, but RAN 1 
delegates already were considering E-AGCH absolute grant lengths ranging from 
4-10 bits (which includes 6 bits).  (A06011.)  This range was under consideration 
because technical limitations placed a lower boundary at 3 bits and upper boundary 
at 10 bits.  (A12248-50.)  Given this limited number of design choices, it would 
have been “obvious to try” a 6-bit absolute grant, even if the RAN 1 group had not 
actually done so.  See KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007). 
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claims 9 and 13 of the ’644 patent, in which depuncturing occurs at [the 30 specific 

claimed bit positions].”  (A00099.)  But Apple was only required to prove that 

Siemens’ proposal rendered the claimed rate-matching pattern obvious.  See 

OddzOn Prods., Inc. v. Just Toys, Inc., 122 F.3d 1396, 1403-04 (Fed. Cir. 1997) 

(material derived from another, combined with prior art, can “make a resulting 

obvious invention unpatentable”); Inoue v. Lobur, 1976 Pat. App. LEXIS 3, at *7, 

195 U.S.P.Q. 256, 258 (B.P.A.I. Dec. 20, 1976) (“[C]ommunication of less than all 

the limitations of a count is sufficient communication to support a charge of 

derivation if the non-communicated limitations would be obvious to one skilled in 

the art and did not lend patentability to the count.”). 

Apple met its burden to prove derivation under that correct legal standard. 

First, Siemens identified the same problem that the ’644 patent claimed to 

address:  high bit error rates in the middle of small convolutionally-encoded rate-

matched blocks.  (Compare A15446 with A06011[5:60-65]; A10307; A12193-95.) 

Second, Siemens taught the same solution that the ’644 patent claimed to 

teach:  identifying rate-matching patterns that puncture more bits at the two ends of 

the block than in the middle, to minimize the change of bit error rate at each bit 

position.  (Compare A15446-49[Figs. 2, 5, 6] with A06011[6:7-15]; A12195-2200; 

A16209.) 
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Third, Siemens provided  

 

.  (A12195; 

A12245-47; A15448-49[Figs. 2, 5, 6]; A15468; A15705; A16209.) 

Fourth, Siemens disclosed  

 

 

.  (A10313; A10332-33; A12195; A12217; 

A15445-49; A16209[§4.6.6.].) 

Finally, as the ALJ and Commission correctly concluded,  

.”  (A00101.)  Indeed, the 

inventors admitted that  

 

.”  (A10346-37; 

A12254-55; A16015; A16242-43.) 

Specifically, to arrive at their claimed rate-matching pattern, the inventors 

merely:  (i)  

; (ii)  

; and (iii)  
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.”  (A10293; A10316; A10326-

28; A10344-46; A10350-52; A10356-60; A10366-68; A10397; A12223-25; 

A12228-29; A12232-35; A12254; A12263; A12267-68; A15452; A15551-52; 

A15464-65; A15467-70; A15717-24; A16015; A16023; A16038; A16230-34; 

A16242-43; A16410-11; A16413; A16575;  A16767-68; A16770 ; A17155-57.) 

This was not inventive.  Rather, as Apple’s expert Dr. Stark testified, the 

basic Siemens framework allowed the ’644 inventors, and any other ordinarily-

skilled artisan, to produce thousands of equally-acceptable rate-matching 

patterns—including the specific pattern claimed in the ’644 patent.  (A12223-27.)  

For this reason, it is not surprising that the claimed rate-matching pattern produces 

the identical (0.2 dB) performance gain that Siemens had achieved with its HS-

SCCH pattern and predicted others would achieve with its “finding rule.”  

(A15446; A15452.)  It is not surprising  

 

.  (A16015; A16242-43; A10346; A12254-55; A16015; 

A16024.)  And it is not surprising that, when proposing the ’644 rate-matching 

pattern to RAN 1,  
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.  (A10374; A12224; A15450; A15555; A16140; A16209; A16218-

19[§4.10.4 & Fig. 24]; A16436.)13 

On this overwhelming record, the Commission should have found that the 

specific rate-matching pattern claimed in the ’644 patent would have been obvious 

in view of—and was derived from—Siemens’ prior art proposals.  See In re Kubin, 

561 F.3d 1351, 1360 (Fed. Cir. 2009) (“[T]he record shows that a skilled artisan 

would have had a resoundingly ‘reasonable expectation of success’ in deriving the 

claimed invention in light of the teachings of the prior art.”). 

2. Siemens’ Disclosure To The ’644 Inventors 

There is no dispute that Siemens disclosed its inventive ideas to the named 

inventors.  The ’644 inventors attended the RAN 1 meetings at which Siemens 

made its proposals,  

 

 

.  (A10239; A10326-28; A10334-36; A10345-47; A10350-51; 

A12225-26; A12252; A15527-30; A15716; A16230; A16233-34; A16242-44; 

A16015-17; A16023-26; A16247-49.) 

                                           
13  The ’644 patent even identifies two of Siemens’ HS-SCCH patterns as 
supposed “embodiments.”  (A06012[7:10-11, 7:16-17]; A10365; A17155-57.) 
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Therefore, because Siemens previously disclosed all elements of the asserted 

’644 claims to the inventors, the Court should find that the asserted claims are 

invalid under Section 102(f).  See Mead v. McKirnan, 585 F.2d 504, 506-08 

(C.C.P.A. 1978) (affirming derivation finding); Applegate v. Scherer, 332 F.2d 

571, 572-74 (C.C.P.A. 1964)  (same). 

E. Samsung’s Standards-Setting Abuse Renders The ’644 Patent 
Unenforceable. 

A patent may be “unenforceable as a result of silence in the face of [a 

standard-setting organization] disclosure duty” when a patentee (i) has knowledge 

of the disclosure duty, (ii) understands its patent “reasonably might be necessary” 

to the standard, and (iii) nonetheless shields the patent from disclosure.  Qualcomm 

Inc. v Broadcom Corp., 548 F.3d 1004, 1022, 1026 (Fed. Cir. 2008); accord Hynix 

Semiconductor Inc. v. Rambus Inc., 645 F.3d 1336, 1348 (Fed. Cir. 2011).  The 

undisputed facts here are even more egregious than those in Qualcomm. 

At the time of the ’644 patent,  

:  (i) ; 

(ii)  

; and (iii)  

 

.  (A15591-92; A16350-51; A16708.)  

This is exactly what occurred with the ’644 patent. 
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Days after , the ’644 inventors  

, quickly filed patent 

applications covering the patterns, and then urged RAN 1 members to adopt one of 

the claimed rate-matching patterns.  (A10374-76; A10378.)  ETSI’s IPR policy 

required the inventors to declare any patent rights that “might” be essential to the 

UMTS standard before adoption of their proposal.  (A11362-65; A15869[Cl.4.1].)  

Yet, they made no mention of their pending applications to RAN 1, including 

during the call at the start of each meeting for members to disclose potentially 

essential patent rights.  (A10377-78; A10380.) 

Indeed, Samsung did not declare any patent rights as essential to TS 25.212 

until May 16, 2006—seventeen months after Samsung filed its first Korean 

application, and nearly a year after RAN adopted the claimed ’644 pattern into the 

finalized standard.  (A15485.)  And even then, the single application that Samsung 

declared essential to TS 25.212 was the sole Korean application that did not 

disclose the specific pattern claimed in the ’644 patent.  (A06108-56.) 

Under Qualcomm, this conduct renders the ’644 patent unenforceable 

against implementers of the UMTS standard, including Apple.  The Commission’s 

contrary ruling rests on several errors. 

First, the Commission determined that Samsung’s duty was only “to 

disclose essential patents,” and faulted Apple for disputing whether the ’644 patent 
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is “actually essential.”  (A00083.)  But ETSI’s policy requires disclosure of all 

patents that “might” be essential.  (A15869[Cl.4.1] (emphasis added).)  As Dr. 

Michael Walker, former ETSI Chairman of the Board, testified, this “ensure[s] that 

as the standards are developed, then those participating and indeed others can look 

[and] have an idea of where the IPR sits with respect to the organizations that are 

taking part in it.”  (A11363-65.)  By hiding their pending patent applications, the 

’644 inventors precluded RAN 1 members from making a fully-informed choice 

between Samsung’s proposed rate-matching pattern and Motorola’s competing 

“tail-biting” proposal.  (Id.) 

Likewise, the Commission wrongly determined that Apple’s proof of 

noninfringement barred a finding of unenforceability.  (A00083.)  In Qualcomm, 

this Court did not require a concession of infringement or an admission that the 

asserted patents were “actually essential”; rather, it rejected Qualcomm’s argument 

that a noninfringement finding “refutes any finding that [Qualcomm] breached a 

disclosure duty.”  548 F.3d at 1018-19.  Here, as in Qualcomm, a patent could be 

subject to disclosure (because it might be essential) and not infringed (because the 

accused products do not use the patented feature). 
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Second, the Commission believed that there was “ambiguity” regarding the 

meaning of “timely” disclosure under ETSI’s policy.  (A00083-84.)14  But the IPR 

Policy defines a clear timeliness rule:  parties making proposals must disclose 

patent rights that “might be ESSENTIAL if that proposal is adopted.”  

(A15869[Cl.4.1] (emphases added).)  As Dr. Walker explained without 

contradiction, the word “if” necessarily requires disclosure before a proposal is 

adopted.  (A11361-65.)  See Apple Inc. v. Motorola Mobility, Inc., 886 F. Supp. 2d 

1061, 1086 (W.D. Wis. 2012) (“By using the terms ‘might’ and ‘if,’ the [ETSI IPR 

Policy] clearly requires members to make efforts to disclose intellectual property 

rights before a standard is adopted.”).15 

Third, the Commission concluded (wrongly) that Samsung was not “holding 

up” Apple and had .  (A00084.)  But 

proof of actual “hold up” is not required to establish nondisclosure-based 

unenforceability.  See Hynix, 645 F.3d at 1348 (summarizing Qualcomm standard 

                                           
14  The Commission cited the ETSI Guide on Intellectual Property Rights as 
creating the supposed “ambiguity” (A00083), but the Guide itself states that it 
“does not replace the ETSI IPR Policy which takes precedence in all cases.”  
(A15874.) 
15  The Commission noted that ETSI has never taken action over failure to 
timely disclose IPR (A00083), but there was no such evidence in Qualcomm, and 
an absence of enforcement history could have many explanations—including lack 
of resources, a belief that courts or agencies can enforce disclosure obligations, 
and/or the infrequency of conduct as egregious as Samsung’s. 
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with no requirement to prove actual hold-up).  The disclosure requirement is 

separate from the FRAND requirement—so, for example, ETSI members can 

consider a technical proposal with FRAND royalties against a royalty-free 

technical proposal.  Samsung prevented that consideration through its failure to 

disclose. 

F. The ’644 Inventors’ Committed Inequitable Conduct. 

The ’644 patent also is unenforceable because the inventors  

withheld Siemens’ prior art proposals from the PTO,  

.  The Commission 

rejected that defense for three reasons, none of which is supported by substantial 

evidence. 

First, the Commission cast Siemens’ proposals as having “limited 

relevance” because they “fail to disclose the specific rate-matching pattern found 

in the asserted claims of the ’644 patent.”  (A00102.)  But as detailed above, a 

reasonable examiner would have found the claimed rate-matching pattern obvious 

if the inventors had disclosed the Siemens prior art that they had used to identify 

that very pattern (and which, as Dr. Stark testified—without rebuttal—was far 

more material than any prior art before the PTO during ’644 prosecution).  

(A12257-61.)  Thus, Apple proved “but-for” materiality.  See Therasense, Inc. v. 

Becton, Dickinson & Co., 649 F.3d 1276, 1291 (Fed. Cir. 2011) (en banc) (“[P]rior 
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art is but-for material if the PTO would not have allowed a claim had it been aware 

of the undisclosed prior art.”).16 

Second, without discussing any evidence, the Commission held that “Apple 

has not alleged sufficient facts to find any intent to deceive the USPTO.”  

(A00103.)  But the record leaves no doubt that the ’644 inventors  

 

. 

For example,  

 

.”  (A10293; A10316; A10326-28; A10344-46; A10350-52; A10356-60; 

A10366-68; A10397; A12223-25; A12228-29; A12232-35; A12254; A12263; 

A12267-68; A16242; A16630-34; A16410-11; A16413.)  The inventors also 

admitted that  

  (A10374; A12224; A15450; A15555; A16140; 

A16209; A16218; A16436.)  The Commission did not discuss any of this 

undisputed evidence. 

                                           
16  The Commission challenged materiality because the Siemens proposals 
concern “downlink” transmissions, while the asserted claims are directed to UEs.  
(A00102.)  But the ’644 patent includes claims directed to both Node Bs (claims 1 
and 5) and UEs (claims 9 and 13). 
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In other internal communications  

 

 

.”  (A10346; A12254-55; A16015; A16024; A16242-43.)  

But the Commission never addressed this evidence either, and never explained 

how inventors could legitimately  

.  See Aventis, 675 F.3d at 

1335 (affirming intent to deceive finding where inventors withheld key reference 

revealing their “solution” and that was the “main factor” in shaping their thinking 

and approach). 

The Commission also failed to address evidence showing why the named 

inventors    

   

 

 

.”  (A16024.)  It explains why the 

inventors never disclosed their applications to RAN 1 before the standard was 

finalized:    

(A16708.)  And it explains why the named inventors never disclosed the Siemens 

proposals to the PTO:   
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  (15591-92; A16350-51.) 

This strong evidence of fraudulent intent was more than sufficient to 

establish inequitable conduct.  See Aventis, 675 F.3d at 1334-35 (intent to mislead 

exists when “applicant knew of the reference, knew that it was material, and made 

a deliberate decision to withhold it”). 

G. Samsung’s Rights Are Exhausted For Apple Products  
. 

“The longstanding doctrine of patent exhaustion provides that the initial 

authorized sale of a patented item terminates all patent rights to that item.”  Quanta 

Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617, 625 (2008).  Here, the 

Commission did not question that Samsung has  

 

.  (A00084-86.)  Nevertheless, it held that 

exhaustion did not apply because it found insufficient evidence to show that  

  (Id.) 

That holding is legally incorrect.   

(A15624-25[§3.1]),  

legally irrelevant for exhaustion purposes.  See Tessera, Inc. v. ITC, 646 F.3d 

1357, 1369-71 (Fed. Cir. 2011) (noting “Tessera’s licensees were authorized to sell 
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the accused products” pursuant to a  

).17 

The Commission’s decision also conflicts with the Supreme Court’s recent 

holding that an authorized foreign sale of a U.S.-copyrighted work triggers the 

“first sale” doctrine—the copyright analogue to the patent-exhaustion doctrine.  

Kirtsaeng v. John Wiley & Sons, Inc., 133 S. Ct. 1351, 1355-58 (2013).  The 

Supreme Court based its reasoning largely on the “common-law history of the 

‘first sale’ doctrine” and the longstanding common-law policy against overbroad 

intellectual-property-based restraints on goods, id. at 1358, 1363—the same 

policies the Supreme Court has cited as the foundation for patent exhaustion.  See 

Straus v. Victor Talking Mach. Co., 243 U.S. 490, 498-501 (1917). 

The Commission’s holding also is wrong because Apple proved that   

 

.  Litecubes, LLC v. N. Light 

Prods., Inc., 523 F.3d 1353, 1370-71 (Fed. Cir. 2008).  Here,  

                                           
17  The Commission cited Fuji Photo Film Co. v. Jazz Photo Corp., 394 F.3d 
1368 (Fed. Cir. 2005), but that case did not address .  District 
courts applying Jazz Photo have rejected arguments that  
exhausts U.S. patent rights for products sold in the United States, but not for those 
sold overseas and then imported into the United States.  See Multimedia Patent 
Trust v. Apple Inc., No. 10-cv-2618-H, 2012 WL 6863471, at *5 (S.D. Cal. Nov. 9, 
2012); STMicroelecs., Inc. v. SanDisk Corp., No. 4:05-cv-45, 2007 WL 951655, at 
*3 (E.D. Tex. Mar. 26, 2007). 
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.  (A10966-71; A16227-28.)  Therefore, for exhaustion purposes,  

. 

III. SAMSUNG CANNOT SECURE AN EXCLUSIONARY REMEDY FOR ITS 

DECLARED STANDARDS-ESSENTIAL PATENT. 

Even if Samsung could overcome these many hurdles—and prove that the 

’644 patent is infringed, practiced by Samsung, valid, enforceable, and not 

exhausted (which it cannot)—it still could not secure an exclusionary remedy on 

remand for two reasons. 

First, by declaring the ’644 patent as essential to the UMTS standard, 

Samsung contractually limited itself to monetary compensation (FRAND royalties) 

as its sole remedy against implementers of the UMTS standard.  Thus, unless 

monetary remedies are unavailable (e.g., because Apple refuses to abide by a 

FRAND royalty judgment), Samsung’s assertion of the ’644 patent belongs in the 

district courts, which, unlike the Commission, can set and award FRAND royalties.  

See Microsoft Corp. v. Motorola, Inc., No. C10-1823JLR, 2013 WL 2111217, at 

*51, *101 (W.D. Wash. April 25, 2013) (setting FRAND rate and observing 

“[c]ourts have long experience in conducting hypothetical bilateral negotiations to 

frame the reasonable royalty inquiry in patent infringement cases”).   
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The Commission rejected Apple’s FRAND arguments, finding that “Apple 

has not identified the basic elements to prove a contract” between Samsung and 

ETSI, including under French law.  (A00066-67.)  But the existence and scope of 

Samsung’s contractual obligations to ETSI were undisputed, including under 

French law,  

 

 

.”  (A03758.)18 

The parties did dispute whether Samsung could seek exclusionary remedies 

given its contractual commitment to ETSI.  But only Apple offered evidence on 

that contested issue, calling Dr. Walker to explain the ETSI IPR Policy that he 

helped administer.  See Qualcomm, 548 F.3d at 1016-17 (relying on similar 

evidence in interpreting standard-setting policy).  As Dr. Walker testified, ETSI’s 

FRAND commitment reflects a carefully-tailored bargain whereby a patentee gets 

FRAND royalties, but relinquishes the right to exclude others from practicing the 

patent (except the exceptional case where a defendant ignores a judgment setting a 

                                           
18  The Commission also ignored the many district court decisions holding that 
ETSI’s IPR Policy imposes binding FRAND obligations on its members.  E.g., 
Apple, 886 F. Supp. 2d at 1083-85; Research in Motion Ltd. v. Motorola, Inc., 644 
F. Supp. 2d 788, 797 (N.D. Tex. 2008).  Cf.  Microsoft Corp. v. Motorola, Inc., 854 
F. Supp. 2d 993, 999 (W.D. Wash. 2012). 
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FRAND royalty).  (A11349-50; A11356-58.)  This is because, as Dr. Walker 

emphasized, FRAND is “all about seeking a license, not preventing use of IPR.”  

(A11350.) 

Apple backed Dr. Walker’s testimony with court decisions reaching the 

same conclusions.  See Microsoft Corp. v. Motorola, Inc., 696 F.3d 872, 884 (9th 

Cir. 2012) (“Implicit in such a sweeping [FRAND] promise is, at least arguably, a 

guarantee that the patent-holder will not take steps to keep would-be users from 

using the patented material, such as seeking an injunction, but will instead proffer 

licenses consistent with the commitment made.”); Realtek Semiconductor Corp. v. 

LSI Corp., 946 F. Supp. 2d 998, 1010 (N.D. Cal. 2013) (enjoining prosecution of 

ITC case on FRAND patents); Microsoft Corp. v. Motorola, Inc., No. C10-

1823JLR, 2012 WL 5993202, at **6-7 (W.D. Wash. Nov. 30, 2012) (concluding 

“injunctive relief is no longer available for the Motorola Asserted Patents” based 

on Motorola’s FRAND commitments); Apple Inc. v. Motorola, Inc., 869 F. Supp. 

2d 901, 914-15 (N.D. Ill. 2012) (Posner, J., sitting by designation) (“I don’t see 

how, given FRAND, I would be justified in enjoining Apple from infringing the 

’898 unless Apple refuses to pay a royalty that meets the FRAND requirement.”). 

Confronted with this clear evidence and authority, the Commission simply 

ignored it.  (A00066.)  This was error.  See Mintz v. Dietz & Watson, Inc., 679 F.3d 
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1372, 1378-79 (Fed. Cir. 2012) (“clear error” not to “consider[] or mak[e] any 

findings as to” “considerable record evidence”).19 

Second, Samsung also would be unlikely to secure exclusionary relief on 

remand given the USTR’s decision disapproving an exclusion order for the 

FRAND-committed ’348 patent.  Consistent with a rising tide of worldwide 

judicial and regulatory determinations rejecting requests for exclusionary remedies 

based on declared standard-essential patents—including the Federal Trade 

Commission, Department of Justice, PTO, and European Commission—the USTR 

terminated the Commission’s investigation for the ’348 patent due in part, to his 

“substantial concerns … about the potential harms that can result from owners of 

standards-essential patents (‘SEPs’) who have made a voluntary commitment to 

offer to license SEPs on terms that are fair, reasonable, and non-discriminatory 

(‘FRAND’).”  (A05999.)  There is no reason to believe that a different result 

would apply for the ’644 patent—which would present the identical “patent hold-

up” problem that the USTR found so troubling. 

                                           
19  The Commission claimed that its own precedent supports granting exclusion 
orders based on FRAND patents.  (A00063-65.)  But the only cited Commission-
level decision determined not to review an ALJ decision focusing on the fact-
intensive inquiry involving unclean hands and patent misuse defenses.  Certain 
Mobile Telephone Handsets, Wireless Communication Devices, and Components 
Thereof, Inv. No. 337-TA-578, Order No. 34, Initial Det., 2007 ITC LEXIS 228 
(Feb. 20, 2007).  The other two cited decisions (both by an ALJ) merely denied 
summary determinations based on perceived factual issues.  (A00065.) 
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CONCLUSION 

 The Commission’s determination of no Section 337 violation for the ’644 

patent should be affirmed. 
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